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INTRODUCTION. 



The investigations which led to the following essay, 
were commenced in consequence of the author's hav- 
ing* occasion to turn his attention to the subject, 
without any design of publication. He was, how- 
ever, induced to place the result of his inquiries before 
the public, in consequence of his having ascertained 
that the Law of Patents for New Inventions had re- 
ceived but little attention — much less, in his opinion, 
than was due to so important a branch of jurispru- 
dence. It was, therefore, hoped that an essay on this 
topic, though but imperfectly executed, might be 
recommended as well by its novelty as by its utility. 

The course of the author's inquiries, requisite to 
complete this essay, led him to observe that those per- 
sons to whom mankind have been indebted for the 
most useful discoveries, inventions, and improvements, 
in the arts, have but rarely met with that reward, 
either of fame or profit, which their ingenuity has mer- 
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ited. Yet to men of this description must be attribut- 
ed the origin not only of the comforts, ornaments, and 
luxuries of life, but even of those necessaries, the 
want of which would convert the human race into 
hordes of wandering, naked, and houseless savages, 
much more miserable and defenceless than the brute 
inhabitants of the wilderness. 

The writer has seen, with regret, not only that the 
lower orders in society, for the most part, entertain ab- 
surd and unreasonable prejudices against the person 
who invents, patronises, or adopts, a useful improve- 
ment in the arts, but, in some instances, legal men, of 
great and deserved eminence, have shown dispositions 
hostile to patentees of new and useful inventions, claim- 
ing the only reward for their labors and ingeniiity, 

which they can, in most instances, hope for from the 
laws of society.* 

in Great-Britain, however, the prejudices which 
formerly subsisted against patents for new and useful 
inventions seem to have subsided, and the government, 
the courts of law, and the more enlightened parts of 
the community, appear to be actuated by that sound 
and liberal policy, which is alone calculated to call 
forth and secure to the use of the public the exertions 

* It may be said that perpetuities, monopolies, and patents of conceal- 
ment, were bom under an unfortunate constellation, for as soon as thej 
have been brought in question, judgment has always been given against 
them, and none at any time given for them ; and all of them have two in- 
separable qualities, viz. : to be troublesome and fruitless." — BuUer^s Msi 
Prixi*^ p, 76. 
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of genius : they appear to entertain the opinion of an 
elegant writer, who thus expresses his sentiments on 
this subject. " Next to a conviction of the moral and 
political importance of domestic trade, the best means 
of improving it should engage our attention. There 
is certainly no department of public service more use- 
ful than the patronage of that mechanical ingenuity, 
by whose inventions and improvements the necessity 
for animal labor is diminished. No prejudice can be 
more absurd and mischievous than that which has been 
frequently objected to improvements in mechanism, on 
the ground of their tendency to abridge the employ- 
ments of the more laborious parts of society. Among 
the principal advantages resulting from the civil asso- 
ciation of mankiDd, we may surely class the opportuni- 
ty afforded individuals of dedicating their talents to the 
benefit of the public, and the power of the latter to 
bestow adequate remuneration for the time and ability 
so en^ployed. 

** In return for such disbursements from the common 
stock, the personal convenience and profit of every 
member of the community, are more than proportioi> 
ally increased. 

" A solicitude to reduce animal labor, within moder- 
ate and reasonable limits, is not merely recommended 
on the score of political economy, but as one of the 
most amiable features of civilization, multitudes of 
our fellow creatures are thereby rescued from the de- 
plorable ignorance that generally accompanies the lot 
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of manual drudgery, and being thus advanced a rank 
higher in the human species, may become eligible to 
many employments in which the understanding has a 
share, and which so greatly abound in a wealthy and 
civilized country.* 

Another British writer, whose work may be styled 
the text book of statesmen, thus complains of the de- 
leterious effects on society and civilization, which arise 
from the drudgery incident to the manipulations of ex- 
tensive manufactories, v/hich may be greatly alleviated, 
and in some instances, almost annihilated, by labor-sav- 
ing machinery. " In the progress of the division of 

. labor, the employment of the greater part of those 
who live by labor, that is of the great body of the 
people, comes to be confined to a few very simple 
operations ; frequently to one or two. But the under- 
standings of the greater part of men are necessarily 
formed by their ordinary employments. The man 
whose whole life is spent in performing a few simple 

' operations, of which the effects too, are perhaps, always 
the same, or very nearly the same, has no occasion to 
exert his understanding, or to exercise his invention in 
finding out expedients for removing difficulties, which 
- never occur. He naturally loses, therefore, the habit 
of such exercise, and becomes as stupid and ignorant 
as it is possible for a human creature to become. The 
torpor of his mind renders him not only incapable of 
relishing or bearing a part in any rational conversation, 

f Balmaauo^s Introduction to Jonea' Law of Bailments. 
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but of conceiving any generous, noble, or tender senti- 
ment, and consequently of forming any just judgment of 
many, even of the ordinary duties of private life. Of 
the great and extensive interests of his country, he is 
altogether incapable of judging; and unless very par- 
ticular pains hav6 been taken to render him otherwise, 
he is equally incapable of defending his country in war.* 
The ancients paid divine honours to the inventors, 
patrons, and improvers of those arts, which have a ten- 
dency to ameliorate the condition of mankind. Most of 
their deities were mortals, who had no better claim to 
an apotheosis than what originated in their having dis- 
tinguished themselves by their ingenuity and industry 
in those arts, which too many of our modern patricians 
deem beneath the notice of any but persons destined 
to fill the lowest ranks in society. Bacchus was a suc- 
cessful cultivator of the vine ; Apollo, Minerva, Ceres, 
Vulcan, &c. were personages famous for inventions 
and improvements in agriculture, and other useful and 
oniamental arts. Virgil assigns the highest place in 
the Elysian fields to those who improved human life by 
the invention of arts ; 

" Invcntas qui yitam excoluere per artes." 

In Egypt the priests maintained their ascendency 
©ver the common people, by blending useful knowledge 
with the grossest superstition. They were conversant 
with celestial motions, and were supposed, by the pop- 
ulace to have some influence in causing those heavenly 

• Smith's WealtU of Natioiw, 
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phenomena, which their science enabled them to pre- 
dict."^ The Egyptians should seem to have been mas- 
ters of many useful arts, which have been lost and buri- 
ed in the rubbish of time. No mechanical powers, by 
any mode of application with which the modems are 
acquainted, could have enabled them to rear those stu- 
pendous monuments of useless ingenuity, and ill direct- 
ed industry, which have bid defiance to the ravages of 
time, and seem destined to endure till the dissolution of 
the " great globe itself, and all which it inherits." 

" In Greece," says an elegant historian, " tradition 
mentions the original production of the olive, the first 
culture of the vine, and even the first sowing of corn. 
The first use of mills for grinding corn is also recorded. 
The knowledge of the cultivation and use of the olive, 
of the preparation of a lasting food from milk, by con- 
verting it into cheese, and the domestication of bees 
for their honey and wax, was said to have been brought 
from Africa by Aristoeus : and so important was the 
information to the wild tribes of hunters, who first oc- 
cupied Greece, that Aristoeus had the fame of being 



* Something similar has been observed by modem travellers. When Mr. 
Bruce arrived at Chendi, he found the people " much alarmed at a phe- 
nomenon, which, thoug^h it occurs every four years, had by some strangle 
inadvertency, never been observed even in this serene sky. The planet 
Venus appeared shining with an undiminished light all the day. The peo- 
ple flocked to m^ from all quarters to know what it meant, and when they 
saw mj telescope and quadrant, could^ not be persuaded bat that the star 
had become visible by some correspondence with me, and for my use.^* 
Bruce'^s Travels^ Vol. iv. p. 631. In China the prediction of eclipses still 

continues a powerful engine of government. Staunton^s Emhatsy^ Vol. ii. 
p. 93. 
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the sofi of Apollo, the god of science ; the herdsmen 
and rustic nymphs, among whom he had been educated, 
were raised, in idea, to beings above human condition, 
and he was reported to have been himself immortal. 
The goddess of arts, Minerva, according to the oldest 
Athenian author from whom any thing remains to us, 
though reputed the peculiar patroness of Athens, was 
b»n in Africa, but deified by the gratitude of Greece.'^ 

. The patronage of Pericles, combined with other 
favoring circumstances, gave Athens a pre-eminence in 
the arts, which made the inhabitants of a diminutive, 
and naturally barren territory, the masters of Greece, 
the terror and admii*ation of cotemporary nations, and 
caused her to be hailed as the arbitress of taste by all 
succeeding ages. The whole population of that petty 
but powerful republic, in the height of its splendor, 
scarcely amounted to thirty thousand families of free 
subjects. Yet Athens reached a degree of perfection 
in the fine arts, which all succeeding ages have attempt- 
ed to imitate, but never have been able to equal. This 
excellence was the consequence of the patronage afford- 
ed to artists by a great man, who at that time presided 
over the destinies of the republic " Pericles," says 
the Abbe M illot, ^' gave life to the whole, and the 
Athenians for a couple of ages, continued to produce 
the most elegant master pieces. Architecture erected 
those superb monuments, whose delicate proportion? 

* Mitferd^s History of Greece. 

2 
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enchant the eyes, whfle the enormous Egyptian masses 
can only serve to strike with astonishment/' 

** Before the time of Pericles," contbues the same 
author, " sculpture had produced nothing but clumsy 
shapeless figures. The Grecian statues, like those of 
the Egyptians, had their arms hanging down, adhering 
close to the body, with the legs and feet joined to one 
another, without gesture, attitude or elegance.'' Phi- 
dias, Mycon, Polyctetus, Lysippus, and Praxitiles, flou- 
rished as sculptors. Polygnotus,* Apollodorus, Zeuxis, 
Pamphilus, Timanthes, and Apelles became immortal 
for their skill in painting, and the labors of these ar- 
tists, together with the eulogies of the historian, the 
orator, and the poet, were at once the incentive and the 
reward of those astonishing feats of valor and displays 
of patriotism, which have excited the admiration of 
all succeeding ages. 

Among the successors of Alexander the Great, we 
find Demetrius, the son of Antigonus, a commander, 
celebrated as a warrior, and no less renowned for his 
mathematical and mechanical science. ^ He had an 
inventive genius ; and it may be justly said that curi- 
osity and a fine turn of mind for the sciences were inse- 
parable from him. He never employed his natural 
industry in frivolous and insignificant amusements, like 

• Polygnotus received the thanks of the councU of the Amphyctyons, ia a 
public decree, which enUtled him to have his expences defrayed wherever 
be traveUed, for havings painted gratis the atoiy of the Trojan wars in one 
of the Porticos at Athens. 
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many other kings, some of whom valued themselves 
for their expertness in playing on instruments, others 
in painting, and some on their dexterity in the turner's 
^rt, with a hundred qualities of private men, but not 
of a prince. His application to the mechanical arts 
had something great and truly royal in it ; his gallies 
with five benches of oars, were the admiration of his 
enemies, who beheld them sailing along the coasts ; 
and his engines called-helepoles were a surprising spec- 
tacle to those whom he besieged. They were ex- 
ceedingly useful to him in the war with Rhodes."* 

* 

But the triumph of intellect, and of mathematical 
and mechanical knowledge over even well directed and 
discjp/ined, (or what is synonymous, Roman) valour 
was never more strikingly exemplified than in the cele- 
brated siege of Syracuse. In that ever memorable in- 
stance the genius of one man baffled and held at bay 
for a long time the most formidable power the world 
ever saw, and would in all human probability have 
finally defeated and disgraced irreparably, the world's 
masters, had not treachery supplied the want of force 
to the conquerors. The siege of Syracuse affords so 
striking an exemplification of the power of mind 
over matter, and the importance of inventive and me- 
chanical genius to a kingdom or commonwealth, that 
we cannot withstand the temptation of giving, in this 
place, an extract from Plutarch^ descriptive of that 
event. 
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** When the Romans attacked them (the Syracusans) 
both by sea and land, they were struck dumb with ter^ 
ror, imagining they could not possibly resist such nume^ 
rous forces and so furious an assault. But Archimedes 
soon began to play his engines, and they shot against 
the land forces all sorts of missive weapons, and stones 
of an enormous size, with so incredible noise and rapid- 
ity that nothing could stand before them ; they over- 
turned and crushed whatever came in their way, and 
spread terrible disorder through the ranks. On the 
side next the sea were erected vast machines, putting 
forth on a sudden, over the walls, huge beams with 
the necessary tackle, which, striking with a prodigious 
iforce on the enemy's gallies, sunk them at once ; while- 
other ships hoisted up at the prows by iron grapfdes, 
or hooks like the beaks of cranes, and set on end on 
the stem, were plunged to the bottom of the sea ; 
and others again, by ropes and grapples, were drawn 
towards the shore, and after being whirled about and 
dashed against the rocks that projected below the 
walls, were broken to pieces, and the crews perished* 
Very often a ship lifted high above the sea, suspended 
and twirling in the air, presented a most dreadful 
spectacle* There it swung till the men were thrown 
out by the violence of the motion, and then it spht 
against the walls, or sunk on the engme's letting go its 
hold. As for the machine, which Marcellus brought 
forward upon eight gallies, and which was called Samr 
buca^ on account of its likeness to the musical iostni- 
ment of that name, whilst it was at a considerable dis- 
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tance from the walls, Archimedes discharged a stone 
of ten taleots weight, and after that a second and a 
third, all which striking upon it with an amazing noise 
and fonce, shattered and totally disjointed it 

^ Marcellus, in this distress, drew off his gallies as 
fast as possible, and sent orders to the land forces to 
retreat likewise. He then called a council of war, in 
which it was resolved to come close to the walls, if it 
was possible, next morning before day. For Archi- 
medes^ engioes they thought, being very strong, and 
intended to act at a considerable distance, would then 
^charge themselves over their heads ; and if they 
were pointed at them when they were so near, they 
would have no effect But for this Archimedes had 
long been prepared, having by him engines fitted to 
all distances, with suitable weapons and shorter beams. 
Besides, he had caused holes to be made in the walls, 
in which he placed scorpions^ that did not carry far, 
but could be very fast discharged ; and by these the 
enemy was galled without knowing whence the wea* 
pons came. 

" When, therefore, the Romans were got close to 
the walls, undiscovered, as they thought, they were 
welcomed with a shower of darts, and huge pieces of 
rocks which fell as it were perpendicularly on their 
heads ; for the engines played from every quarter of 
the walls. This obliged them to retire ; and when 
they were at sdme distance, other shafts were shot at 
them in their retreats, from the larger machines, which 
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made terrible havoc among them, as well as greatly 
damaged their Shipping, without any possibility of their 
annoying the Syracusans in their tura For Archi- 
medes had placed most of his engines imder cover of 
the walls, so that the Romans, being infinitely distressed 
by an invisible enemy seemed to fight against the 
gods. 

" Marcellus, however, got offj and laughed at his 
own artillery-men and engineers. Why do we not 
leave off contending, said he, with this mathematical 
Briareus who, sitting on the shore, and acting as it were 
but in jest, has shamefully baffled our naval assault ; and 
in striking us with such a multitude of bolts at once, ex- 
ceeds as it were the hundred handed giants in the fable ? 
And in truth, all the rest of the Syracusans were no 
more than the bodies in the batteries of Archimedes, 
while he himself was the informing soul. All other 
weapons lay idle and unemployed ; his were the only 
offensive and defensive arms b the city. At length 
the Romans were so terrified, that if they saw but a 
rope or stick put over the walls, they cried out that 
Archimedes was levelling some machine at them, and 
turned their backs and fled. Marcellus, seeing this, 
gave up all thoughts of proceeding by assault, and leav- 
ing the matter to time, turned the seige into a block- 
ade.'' 

Here we cannot but lament that prejudice which 
prevented this great man from devoting more of his 
time and talents to such branches of mathematical and 
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tnechanical science, as would afford results of imme- 
diate practical utility. The speculations in which 
he most delighted, seem to have been too sublime for 
common understandings, and too subtle to afford any 
substantial benefit to the bulk of mankind. ^ He had,^ 
says Plutarch ^ such a depth of understanding, such a 
dignity of sentiment, and so copious a fund of mathe* 
matical knowledge, that though in the invention of his 
machines, he gained the reputation of a man of divme, 
rather than human knowledge, yet he did not vouchsafe 
to leave any account of them in writing. For he con- 
sidered all attention to mechanics^ and every art that 
ministers to common uses, as mean and sordid, and 
placed his whole delight in those intellectual specula- 
tions, which, without any relation to the necessities of 
hTe, have an intrinsic excellence, arising from truth and 
demonstration only." 

Surely nothing can be more preposterous than to en- 
tertain an opinion that those arts, which minister to 
common uses are mean and sordid ; yet this opinion has 
been more or less prevalent in every age, among those 
whose birth, talents, fortune, or education have placed 
them above the necessity of obtaining a livelihood by 
the practice of those arts, which minister to the necessi- 
ties and comforts of life, and has, perhaps, retarded 
the progress of improvement in such arts more thaa 
the ravages of time, or the devastations of war. 

The Romans, though originally a horde of barba- 
rians, little more civilized than the rudest tribes of our 
American aborigines, yet, with the acquisition of power, 
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acquired a knowledge of the arts from the more polish- 
ed nations the j subdued, which they communicated to 
other nations, who were obliged to submit to their do- 
minion. Haying desolated Europe, they set themselves 
to civilize it, and, as a consolation for the loss of liberty, 
communicated their arts, sciences, language and man- 
ners to their new subjects. Under their auspices, agri- 
Gidture was encouraged, population increased, the ruin^ 
cd cities were rebuilt, new towns were founded, an ap 
pearance of prosperity succeeded, and repaired in some 
measure the ravages of war.* Such, however, were 
the defects in the polity of the Romans, and such, per- 
haps, as were mevitably incident to an empire of such 
extent, and composed of such discordant materials, 
that the whole fabric soon became loose and disjointed ; 
and when assaulted by the hardy and intrepid tribes of 
the north, was prostrated in the dust, and the arts and 
sciences, together with even the remembrance of many 
of the uiventicHis and improvements of the philosophers, 
mathematicians, and mechanicians, of antiquity, perish* 
ed from the face of the earth. 

• When the inundation of iK)rthem barbarians had in 
some measure subsided, and a remnant of the human 

race in Europe had recovered some degree of comparse- 
tive tranquillity, many circumstances conspired to ren- 
der the. progress of civilization and improven^nt in the 
arts extremely slow, and for a while alsEiost impercepti- 
ble. The barbarous nations, says an elegant writer. 
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were not only illiterate, but regarded literature with con- 
tempt They found the inhabitants of all the proyincea 
of the empire sunk in effeminacy, and averse to war. — 
Such a character was the object of scorn to a high spir- 
ited and gallant race of men. This degeneracy of man- 
ners, illiterate barbarians imputed to the love of learn- 
ing. Even after tliey had settled in the countries which 
they had conquered, they would not suffer their chil- 
dren to be instructed in any science, " for," said they, 
" instruction in the sciences tends to corrupt^ enervate 
and depress the mind ; and he who has been accustomed 
to tremble under the rod of a pedagogue, will never look 
on a sword or spear with an undaunted eye." Any em- 
ployment in agriculture, or the useful arts, was thought 
by these wM and ferocious conquerors too menial for 
freemen. They disdained to cultivate the earth or 
touch a plough ; and even their chiefs lived in a sort of 
pompous indigence, destitute of those comforts and con- 
veniences which, in more modem times, are not often 
denied to the meanest laborer.* 

* Observe the accommodation of the most common artificer, or day-labor- 
er, in a cWilized and thriving country, and you will perceive that the num* 
ber of people, of whose industry a part, thoug^h but a small part, has beea 
employed in procuring* him accommodation, exceeds all computation. The 
woollen coat, for example, as coarse and rough as it may appear,' is the 
produce of the joint labor of a great number of workmen. The shepherd, 
the sorter of wool, the wool-comber, or carder, the dyer, the scribbler, the 
spinner, the weaver, the fuller, the dresser, with many others, must all joirf 
their different arts in order to complete even this homely production. How 
many merchants and carriers, besides, must have been employed in trans- 
porting the materials from tome of those workmen to others, who often live 

3 



XVIU INTRODUCTION. 

In the dawn, which succeeded the dark ages, liter- 
ature, science, and the arts were first patronized in It- 
aly, by the Medici ; and under the auspices of Loren- 
zo de Medici, the Italian Pericles, whose name alone 
suggests an idea of sdl that is elegant in literature, and 
consummate in science and arts, they rose to an in- 
credible degree of perfection. " Whilst the study of 
polite literature was emerging from its state of reptile 
torpor, the other, science^ felt the effects of the same 
invigorating beam ; and the city of Florence, like a 
sheltered garden in the opening spring, re-echoed with 
the earliest sounds of returning animation. The Pla- 
tonic Academy existed in full splendor, and served 
as a common bond to unite, at stated intervals, those 
who had signalized themselves by scientific, or literary 

in a Terj distant part of the country. How much commerce and naviga- 
tion in particular, how many ship-builders, sailors, sail-makers, rope-mak- 
ers, must have been employed in order to brings together the different drugs 
made use of by the dyer, which often come from the remotest comers of the 
world. What a variety of labor is necessary in order to produce the tools 
of the meanest workman. To say nothing of such complicated machines^ 
as the ship of the sailor, the mill of the fuller, or even the loom of the wea-* 
Ver, let us consider only what a variety of labour is requisite to form that 
very simple machine the shears, with which the shepherd clips the wool. 
The miner, the builder of the furnace, the mill-wright, the forger, the smith, 
Aiust all of them join their different arts in order to produce them.*^* The 
writer declares that ^^ the accommodation of an European prince does not 
always so much exceed that of an industrious and frugal peasant, as the 
accommodation of the latter exceeds that of many an African King, the 
absolute master of the lives and liberties of ten^thousand naked savages^^ 

* Smith's Wealth of Nations. 
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pursuits. The absurd pretensions to judicial astrol- 
ogy were fully examined, and openly exposed ; and 
observation and experiment were at length substituted 
in the place of conjecture, and of fraud. Paolo Tos- 
caneili had already erected his celebrated gnomon.* 
Lorenzo da Valpajez constructed for Lorenzo de Me- 
dici, a clock, or piece of mechanism, which not only 
marked the hour of the day, but the motions of the 
sun, and the planets, the eclipses, the signs of the zo- 
diac, and the whole revolutions of the heavens." 

The art of printing, invented towards the close of 
the fourteenth century, is said to be of German origiiip 
and is generally attributed to Dr. Faustus, although 
authors have not agreed to what nation or individual 
the honour of this invention belongs. This art, how- 
ever, was fostered and brought to a high degree of 
perfection under the auspices of Lorenzo de Medici; and 
though the plant might not have been a native of Italy, it 
found in that country a congenial soil, in which it flour- 
ished in high luxuriance. The art of copper-plate en- 
graving, and the revival of that of engraving on gem» 
and stones, are likewise numbered among the happy 
results of the munificence of the Medici. 

* This gnomon, which has justly been denominated the noblest astronom- 
ical instrument in the world, was erected by Toscanelli, about the year 
1460, for the purpose of determining the solstices, and thereby ascertaining 
the feasts of the Romish church. It is fixed in the cupola of the church of 
St. Maria del fiore, at the height of 277 Parisian feet. A small orifice trans* 
flits from that distance the rays of the sun to a marble flag, placed in the 
oor of tbe <diiirch. — Roscot** Ltfe tf iMrtmo dc JHedici^ veL iL cht^, 7. 
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In £ngland, the prejudices which formerly eiusted 
throughout Europe, against commerce and the useful 
arts, have, as before observed, in a great degree sub- 
sided. In that country we find their first noblemen, 
emulous of improvements in agriculture, and the use- 
ful arts. Societies have been founded in various parts 
of the kingdom for their patronage, whose transactions 
are periodically published, and premiums and honorary 
medals are awarded, with a liberal hand, to those 
whose inventions and discoveries, give promise of pub- 
lic utility. Many English noblemen, and men of afflu- 
ence and high standing in society, have obtained let- 
ters patent for new inventions, or become interested 
in patents obtained by others. 

To English liberality in encouraging and rewarding 
the authors of new inventions, may, in a great measure, 
be attributed the flourishing state of British agriculture, 
navigation and manufactures. A more contracted pol- 
icy would have prevented the developement of those 
resources, which have rendered her able, single-hand- 
ed, to oppose with success, a power which had nearly 
overwhelmed continental Europe, and threatened to 
extend its empire over the habitable globe. 

It would far surpass the limits of this introduction to 
give even a sketch of the important inventions and im- 
provements in the arts, which havt? so greatly promot- 
ed the' prosperity of Great Britaia We will, how- 
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ever, briefly advert to some of those, which appear not 
the least worthy of notice.* 

Under the patronage of Mr. Alderman Boydell, a 
new and very considerable article of manufacture and 
commerce, was established, consisting of engraved 
prints. Foreign prints had been so greatly superior 
to British, that great quantities had been imported. 
Alderman Boydell, although the person principally 
concerned in their importation, with a liberality, and 
public spirit, worthy of a Pericles, or a Lorenzo de 
Medici, sought after, encouraged and rewarded Brit- 
ish arti&ts, with the well founded idea that under the 
influence of suitable patronage, they might equal, if 
not excel the engravers of other countries. • The 
result surpassed his expectations, and the exports of 
British engravings in a few years, became immense^ 
extending from Madrid to Moscow. 

Mr. Josiah Wedgwood introduced a great number 
of improvements in the potter's art, and the Queen, 
to encourage the artist, gave the product of his man- 
ufactory the name of Queen's ware. Of the immense 

* It is hoped that the leng^ of this introductioa will be pardoned bj 
critics, and prove not altogether unacceptable to artists, and others for 
whom it is designed. The subject of the Essay, which composes the bulk 
of the book is drjr, abstruse, and metaphysical, and we have attempted to 
render the introduction amusing, perhaps instructive to some readers, who 
might think the Essay itself so destitute of entertainment as not to reward a 
pertiia]. 
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importance of this manufactory, some estimate may be 
formed from the following extract from Anderson^s 
History of Commerces 

^ Though the manufacturing part alone gives bread 
to fifteen or twenty thousand people, lie (the inventor 
and proprietor) looks upon this as a small object, when 
compared with the many others which are put in mo- 
tion by it, viz. the immense quantity of land carriage 
it creates throughout England, both in its raw mate- 
rials, and finished goods ; the great number of people 
employed in the extensive collieries for its use ; the 
still greater number employed in raising and preparing 
the raw materials in several distant parts of the king- 
dom ; the coasting vessels, the river and canal naviga- 
tion, and the re-conveyance of the finished goods to 
the different parts of the Island." 

Although this manufacture was so flourishing, yet 
at the time the above description was given, it was 
considered still in its infancy. This, however, was al- 
together the effect of the inventive genius of the pro- 
prietor, and the encouragement, which the policy and 
the laws of England afford to the authors of new and 
useful inventions. 

But the most valuable priesent that the arts of life 
have ever received iropOL the philosopher, and the 
most curious object, which human ingenuity has yet 
f^ered to his contemplatioi^ is the steam engine^ 



iNTRODucnoir. aCxiu 

The mariner^s compass, the telescope, gun-powder, 
and many other most useful servants to the wants and 
weakness of man were the productions of chance, and 
we do not exactly know to whom we are indebted for 
them ; but the steam engine was, in the very begin- 
ning the result of reflection, and the product of inge- 
nuity. Every improvement it has received has like- 
wise been the effect of philosophical study. It has 
now become almost as necessary to the very existence 
of many important manufactures, as air to animal 
life. The steam engine presents us a most indefatiga- 
ble drudge, whose strength knows no bounds, and to 
the utility of whose labours no limits can be assigned.^ 

Next in importance to the steam engine, may, per- 
haps, be ranked the invention of cotton spinning, gen- 
erally attributed to Sir Richard Arkwright. This in- 
genious man constructed a machine, by which, with the 
power afforded by one large water-wheel, above 4000 
threads of cotton were spun at once ; and of these the 
finest muslins were manufactured. Cotton spinning, 
by the assistance of machinery is now introduced into 
the United States to a great extent, and has enriched 
many individuals, embarked in the manufacture, as 
well as benefited the public to a very great amount 

In France, Germany, and other nations of continent- 
al Europe, useful science and the arts, have been per^ 

* ^cyclopedia BriUonica. 
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secuted by bigots, and too frequently sacrificed at the 
shrine of superstition. The immortal Galileo fell a 
victim to popish intolerance. The edict of Nantz, 
equally cruel, unjust, and impolitic, forced thousands of 
ingenious and industrious mechanics to seek refuge in 
England, and gave rise to some of the most flourishing 
manufactures in Great Britain. 

The leaders of the French revolution appeared to 
act according to the axiom " knowledge is power," and 
the rapid and astonishing success of the ** terrible re- 
public," and still more formidable monarchy which 
succeeded under Buonaparte, may in a great measure 
be attributed to the patronage given to military science, 
and to new inventions in the art of war. " A man," 
says an excellent historian of the French Revolution, 
" who would have been obliged to dance attendance 
half his life-time after the minister of war, or of the 
marine, only to receive the honour of an audience, 
where he was more hkely to be treated with con- 
tempt, than to be encouraged, could now make him- 
self certain of a candid hearing, and a fair trial ; and 
the vices of a government, which produced such ad- 
vantages, he very naturally overlooked, and became 
zealous in their cause."* 

From the preceding imperfect sketches of the his- 
tory of the arts, it appears that they have flourished 
in proportion to the patronage bestowed on artists ; 

* Plajfair's History of the French Revolution. 
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and that, wherever they have flourished, they have ex- 
alted the character, increased the resources, and added 
to the power of a natioa When fostered by a Peri- 
cles, a Lorenzo de Medici, or a Colbert, the arts have 
sprung up as it were by enchantment, like the wizard 
palaces of romance, and the most arid deserts of bar- 
barism have suddenly bloomed like Palmyra in the 
wilderness. 

In the United States, useful inventions have still 
stroller claims on public patronage than in older and 
more populous countries. In Great Britain, any im- 
portant improvements in manufactures have frequently 
a temporary effect apparently injurious to very many 
of the poorer classes, by depriving them of the mani- 
pulations superseded, or curtailed by such improve- 
ments. Thus it has been said to be impracticable, in 
many parts of that country, to erect machinery for saw- 
ing timber by water or steam, on account of the opposi- 
tion of those, who have been accustomed to obtain 
their sole support from the laborious process of sawing 
timber by hand. Machinery for spinuing cotton, on 
improved plans, is reported to have been burned by 
those who had been accustomed to derive a support 
by processes, which were abridged, or rendered use- 
less, by such machinery. But, in the United States, 
such is the demand for labour, the plenty of provisions, 
and the spareness of population in proportion to the ex- 
tent of teritory, that the inconveniences experienced in 
4 
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Europe cannot occur m so serious a shape as to form 
any valid objection to useful inventions for the purpose 
of lessening animal labor. 

Notwithstanding these circumstances, and the state 
of society in the United States, would seem extremely 
favorable to the introduction of usefiil inventions, we 
were informed by one of the most distinguished of the 
American artists, whose own inventions have proved 
of great and extensive utility, that " the ingenious invent- 
ors of useful improvements in this country, are still 
left to struggle, not only with the taunting sarcasms 
and embarrassing opposition of those, who, wise in 
their own conceit, apparently take delight in condemn- 
ing and opposing projects, until they are brought suc- 
cessfully into operation ; but with heavy losses, and 
oftentimes ruin, even if the attempt succeeds. Nine 
tenths of the exclusive rights granted, will injure the 
inventor for the first fourteen years in this country ; 
especially ii* the patent be taken out before the im- 
provement is in full operation ; and if not till then, some 
pilfering genius may attempt, surreptitiously, to take 
out a patent for the principles of the invention before 
the true inventor, and occasion him the heavy expense 
of a law-suit, before his right can be established." 
The same ingenious man, after pointing out certain 
principles, which might lead to the discovery of a va- 
riety of useful and important inventions, complains that 
^ the expense of the experiments, necessary to bring 
these principles into operation, would be too greats 
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No prudent man will risk the attempt, until the pro^ 
pects of a sufficient reward brighten. We umte in a 
belief, that fate has ordained that ingenious men shall 
never be rich ; not considering that the injustice and 
impolicy of governments have passed the decree. 
Who would get rich, if the property he acquired by 
his industry, was to Become common as soon as he 
gained it ? What prudent man w31 spend his thoughts, 
time, labour and money, for property no better secured 
to him ? Ingenuity makes none poor ; on the contrary, 
it has made many rich, whose prudence directed them 
to the pursuit of permanent property. To ingenuity, 
we owe all our superiority over savage nations. Eng* 
land has made herself more rich and powerful than 
other nations, by her liberal policy of security to ii>> 
genious men, an exclusive right to their inventions, so 
long as to afford them an opportunity of being amply 
rewarded.* 

Notwithstanding, however, the impediments and dis- 
couraging circumstances, which, according to the wor- 
thy artist above quoted, are opposed to the efforts of 
American ingenuity, it appears that the native genius 
of our countrymen has surpassed every obstacle oppos- 
ed to its splendid display in devising numerous inven- 
tions, some of which are of great and acknowledged 
utititj. The cotton gin, mvented by Eli Whitney, Esq. 

* Eyana^ Tract on the Steam Engine. The laws of the United States, 
kowever, are more fayonrable to inyentors than those of England, and wt 
beliere our courts are not less inclined to protect the rights of patei|tee{i. 
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gare a new s1;aple to several of the southern states, 
and is said to have more than doubled the value of 
their lands under cultivation. Improvements in flour- 
mills, by Oliver Evans, threshing-machines, spinnings 
machines, machines for nail-making, for weaving, for 
impelUng boats by steam, for dressing and spinning flax 
and hemp, for making cards, for splitting leather, for 
ruling paper, for pulverising dye woods, for making 
earthern and stone pipes for aqueducts, improvements 
in manufacturing morocco leather, the substitution of 
steel plates for copper in engraving, various processes 
for facilitating the excavation of canals, invented and 
carried into effect by those concerned in forming the 
Grand Western Canal ; a work, which for grandeur 
of design, industry and skill displayed in its execution, 
and the utility of its results, has no rival oa this side 
of the Atlantic ; together with a great number of 
others, evince the ingenuity of Americans, and have 
greatly increased the power and resources of the 
United Empire. 

It has been the absurd and infatuated policy of some 
of the most ancient nations of the eastern world, to op- 
^ pose modern improvements in science and arts, as use- 
less or injurious innovations. The consequence has 
been, that their science has gone but little beyond first 
princijdes ; their arts have been confined to simple pro- 
cesses, and they have, long since, stopped in their pro- 
gress to improvement, at a point far short of attaina- 
ble perfection. The Chinese adhere with tenacious 
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formality to processes, whose inconveniences are sanc- 
tioned by time ; and in India the arts have made but 
little progress since the days of Alexander, in conse- 
quence of a superstitious dread of novelty. Americans 
will not imitate those examples, when they reflect 
that improvements in the arts, if fostered by that lib- 
eral encouragement, which true policy dictates; will 
proceed with an accelerated motion to a degree of per- 
fection, now almost inconceivable. Every improve- 
ment opens a door to farther and more important im- 
provements ; and every step in our progress, facilitates 
further advances, by furnishing new means, instru- 
ments, and a knowledge of intermediate processes, 
which may lead to results, surpassing the anticipations 
of the most sanguine. The field of invention and dis- 
covery is inexhaustible ; and the fruits of our research- 
es beyond all price.* ^ Men of genius," says an ele- 
gant writer, ^ are the most productive of all classes of 
mankind. Their inventions not only fix and realize 
themselves in some subject, and for some time, but 
they direct the mode of storing and settii^ in motioj) 
future industry ; and instead of perishing in the per*- 
formance, they are renovated in every renewed action 

* *^ Sir Isaac Newton and Dr. Bentley met accidentally in London, and 
•n Sir Isaac^s inquiring^ what pkilotophical jmrnUtt were carrying on 
at Cambridge, the Doctor replied, '• none ;" for when you go a hunting, 
Sir Isaac, you kill all the game ; you ha^e left us nothing to pursue.^^ 
" Not so," said the philosopher ; *' you may start a variety of game in eve- 
ly bush, if you will but take the trouble to beat for it." " And so in truth 
It is," observes bishop Watson ; ^^ every object in nature affords occasion for 
l^Oflophical experiment," Pwrmiti of Liturature. 
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of a similar nature, and endure forever ; shortening the 
labors, and multiplying the comforts of mankind^' 

It is true, that many novelties attempted to be uk 
troduced, are not improvements ; and sometimes pa-> 
tents are solicited for new inventions as old as the days 
of ThibaJ Cain. But the abuse of a privilege, is no ar- 
gument against the privilege itself; and if the law 
upon this subject is generally well understood, pseudo- 
inventions, and pretended discoveries, will not often be 
palmed upon the public ; and those who deal in im- 
positions of that kind, will soon meet the common lot 
of dishonesty in the loss of property and reputation. 

In a moral, as well as a political point of view, the 
author of a new and useful invention, has the best of 
all possible titles to a monopoly of the first fruits of 
his ingenuity. The invention is the work of his hands, 
and the offspring of his intellect ; and after he is al- 
lowed a temporary monopoly, becomes, at the expira- 
tion of the patent, a valuable donation to society. Jn 
the United States, so long as they retain their free- 
dom, the public can be the only efficient patrons of 
men of inventive faculties ; and the patronage of the 
public can be obtained in no way so effectually, as by 
securing to the inventor an exclusive right for a term 
of years, to his invention.* We have no Pericles, Lo- 

* It is the dictate of sound policy, that a nation, by stimnlatingp encour- 
agements, draw forth dtt the useful products of inventive genius, while th« 
possessor is alive. Reward is the only engine in the hands of the public, 
whereby they can draw forth the powers of genius ; and if it be bestowed 
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renzo de Medici, nor Colbert, possessing wealth and 
mfluenoe sufficient to enable them to give adequate 
rewards to the inventors of improvements in the arts. 
It is therefore of the highest importance that the law, 
which is intended to secure to useful ingenuity its only 
appropriate, and adequate remuneration, should be 
destitute of that ambiguity, which would render it 
rather an instrument of oppression than a barrier of 
right 

In the plan and execution of this treatise, the author 
has aimed rather at perspicuity than elegance. ^ Other 
productions of the human genius may be allowed to de- 
rive their charms from the beauty of metaphor, and 
the grandeur of general expression ; but the utility and 
praise of a municipal code, will depend on the dry sim- 
plicity, and scrupulous detail, with which it is adapted 
to the purposes of public security and social confi- 
dence.'** The author's wish has been, to render the 
work usefiil to those men of inventive powers, who 
are unacquainted with the niceties of legal distinctions, 
and to render them less liable to suffer by the wiles 

liberally, the inventor will be enabled to make experimenta upon the iketch« 
es lying' upon paper in his desk ; and on those, which are in embryo upon 
his memoiy, from some of which it is probable valuable results may be 
drawn. He should therefore, be furnished with the means of bestowing hit 
undivided attention upon them, during the vigour of life and intellect ( 
which he may now be wasting under the pressure of pecuniary embarrass- 
ments.'^ JUmarks on the RighU of Inventors^ by a Committee of the Jtfa9*>* 
Mchtuetts Auociation^for the eneouragenunt of tiseful inventions, 

■* Balmaimo'i! Introduction to Jones^ Law of Bailmentsr 
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of unprincipled and rapacious speculators, who so fre« 
quentlj defraud patantees of those emoluments, which 
were intended to excite and reward their exertions, 
to meliorate the lot of humanity. 

The author has been indebted to a number of gen- 
tlemen of the bar in Boston and elsewhere, for many 
useful hints and emendations, furnished on submittmg 
the manuscript to their inspection. The remarks in 
the Appendix, on the policy of granting patents for 
imported inventions, together with extracts from the 
Patent Law of France, are from the pen of a French 
gentleman, resident in Boston. The forms which im« 
mediately succeed the statutes, in the Appendix, it is 
believed, may be safely relied on, as they have been 
submitted to the inspection, and have met the appro- 
bation of gentlemen eminent for their legal science.. 
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TO THE SECOND EDITIOV. 

The fizHt edition of this work being nearly exhaivted, and 
many important cases relating to Patent Rights haying occorred 
since its publication, the author has been induced to revise and 
correct his Essay, and to incorporate therein the substance of all 
the late decisions, connected with the subject, of which he has 
been able to obtain accurate reports. He has re-written the 
whole of his production, and bestowed upon it such correctioiis 
and additions as the new lights, deriyed firom the aboTe 
mentioned, and various other sources, have enabled him to ex* 
hibit. His manuscript, thus improved, has been submitted to 
the inspection of several gentlemen of great and deserved emi- 
nence for juridical science ; and the author is happy in being able 
to state, that it has met with their approbation. To one of the 
gentlemen alluded ia^ who, in a high official capacity, has been 
very instrumental in systematiang and establishing the prindplet 
of Patent Law, the author is indebted for the solution of some 
points, which had appeared doubtful, and suggestions of improve- 
ments, which have been adopted, and the value of the book 
is thus materiaUy enhanced. 
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ESSAY 

LAW OF PATENTS. 

The priyfleges allowed to mventors and 
discoverers of new and useful arts in the 
United States, are founded upon statutes. Of 
these, there are two, which are now in force ; 
the one entitled, ^ An act to promote the pro- 
gress of useful arts ; and to repeal the acts 
heretofore made for that purpose ;" beariqg 
date February 21st, 1793: and the other, 
entitled, " An act to extend the privilege of 
obtaining patents for useful discoveries, and 
inventions, to certain persons therein mention- 
ed; and to enlarge and define the penalties 
for violating the rights of patentees ;'' dated 
April 17, 1800* 

In prosecuting my inquiries into the subject 
of this essay, I shaU attempt 

1st. To shew wherein these statutes coin- 
cide with, and are elucidated by, foreign laws 
and decisions ; enacted and decided for the 

* These statutes are given at large in the Appendix. 
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tome, or siniilar purposes ;t and to give such 
dedsions id the Courts of the United Statefi^ 
as I may deem of importance in determiniiig 
tiie law of the land, on the subject of patent 
monopolies : and 2nSty^ To give a synthetical 
view of the Law of Patents for New Inven- 
tions ; together with such rules as may appear 
best calcid^te'd t6 prevent, ah fair as possible, 
future disputes on this subject 

In order to is^hew the coincidence between 
our Oi^n statutes, BnA the lali^s t)f Great Bjf> 
tain r^lativ6 16 patents ftfr new invtentions ^ w6 
shaH give L6k*d i26ke% defiRnftion otM&nopolyj 
ih its most g^eral legal acceptation ; togethet* 
With an extract froto the stattite lalv of Great 
Britain, which is %he fbundatidn of patenft m6s> 
ttopoUes for msw iitv^ntions. I ^all then, 
]pjto6eed to examine, x^onsretiiitively, dur ctim 

t To Ihose wkomaj ol^yect ^ihat a»e •pmrikfes.giTeA te jmi^ 
tentees in the United Stales, beiiig deriyed solely from our own 
s^tiites ; the laWs khd decisiotiis oftoiteigh nktibnis, Uti this^su'b- 
jidCyliaTe Ao Vadidi^ in the United StSites : 1 WtfOAinplj^ ik 
the sentiments, and nearly the words 'of -Sir WilHam 5onet ; 
expressed in his excellent treatise on the Law of Bailments :— 
in ijiiestbns of law,'not}Kiise eah he ^ssignvd Wiry we ttioiild 
not shorten our labours, by TesbMin^, docMuomd^, <o iUe wi»> 
dom of foreign jurists, many of whom were the moet si^gaciou» 
of m«i. \Vhat is good sense in one age, or cbiini]^, must, aU 
^^iimfait^ceb itmaining, be^goodotoib'lii al^flieir.; aord^Mtf^ 
wAophiKlic&ted loason, Is the §uae in Italy, £aglahd, 'and the 
United states ; in tiie mind of a Papiniaiir a Blackstone, a 
Washington, or a Marshall. 
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sttttttes^ whkb autlMMrijBe smch mcmopdfeft; 
«dTertmg to such AwMaoOB ia Brittth and 
Anenten Courts t)f JuBtiGe^ m imy have ia 
teadmcjr to expldn and determine their mean^ 
ii^ Had legal effect 

A monopoly is described by Lord Coke, to 
be ^ an institution or allowance by the kingg^ 

persat^ or persons, bodies corporate or politici 
of or lor the sole buying^ selling, maJcing, 
working, or using of any tfaiqg^ whereby any 
person or persons, bodies politic or corporate^ 
are sought to be restrained of any freedom 
or liberty they had before, or hindered in 
their Jawiiil trade. 

And therefore, all grants of this kind, re- 
lating to any known trade., are made yoid by 
the l^ommon law; as being dgainst the free- 
dood of trade, disoouraging labour and indus- 
try ; r^straimng persons from getting an hon- 
est livelihood, by a lawful employment $ and 
puttii]|g it in the power of particular persons, 
to set whatever price they please on a com^- 
modity ; all which are manifest mconveniences 
to the public* 

By the ^1 lafc. 1. c. 3, it is enacted, (Sec, 
1.) *^ih!^t affl mtnmpblies, and all commis$i(>ns> 
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^ grants, licences, charters, and letters patent 
^ to any person or persons, bodies politic or 
" corporate, whatsoever, of or for the sole 
^ buying, selling, making, working, or using any 
" thing, within the realm, or walls ; or of any 
^ other monopolies ; and all proclamations, ex- 
" hibitions, restraints, warrants of assistance ; 
" and all other matters whatsoever, any way 
^ tending to the instituting, strengthening, fur- 
" thering or countenancing of the same, or any 
" of them ; are altogether contrary to the laws 
" of the realm ; and so are, and shall be, utter- 
" ly void, and of none effect ; and in no wise to 
" be put in execution." 

But it is provided by Sec 6, of the same 
statute, that "no declaration in the statute 
'' mentioned, shall extend to any letters patent 
" and grants of privileges, for fourteen years 
^* or under ; of the sole working, or making of 
"any manner of new manufactures, within 
" this realm ; to the true and first inventor, 
" and inventors of such manufactures, which 
" others, at the time of making such letters 
" patent and grants, shall not use ; so as also 
" they be not contrary to the law, nor mis- 
" chievous to the state, by raising prices of 
" commodities at home, or hurt of trade, or 
"generally inconvenient: the said fourteen 
" years to be accounted from the date of the 
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^ first letters patent, or grant of suith priyi- 
^ leges ; but that the same should be of such 
^ force, as they should be if the said act had 
*' never been made, and of none other."* 
This proviso and the decisions of Courts of 
justice thereon constitute the whole of the 
English law upon the subject of patents for 
new inventions. 

The first section of the patent law of the 
United States, of February 21, 1793, declares 
" that when any person, or persons, being a 
"citizen, or citizens, of the United States, shall 
" allege that he or they have invented any 
"new and useful art, machine, manufacture, 
" or composition of matter, or any new and 
" useful improvement, on any art, machine, man- 
" ufacture, or composition of matter, not known 
" or used before the. application, and shall pre- 
*' sent a petition to the Secretary of State, sig- 
" nifying a desire of obtaining an exclusive 
" property in the same, and praying that a 
" patent may be granted therefor, it shall and 
" may be lawful for the said Secretary of 
^ State to cause letters patent to be made 
" out in the name of the United States, bear- 
"ing test by the President of the United 
*^ States, reciting the allegations and sugges- 
" tions of the said petition, and giving a short 

* 3, Bac. Aln. 6^. 
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^ descriptioD of the said inTentioi}, or dkeore- 
^ rj, and thereupcHi granting to sueh petition. 
<* er, or petitioners, his, her, or their hek^ 
^ administrators, or asss^ns, for a terra not 
^ exceeding fourteen years, the full and exolu- 
^ siye r^ht and liberty or making, oonstruet- 
^ing, using, and rendkig to others to be used, 
** the said invention, or discovery, wUeb let- 
^ ters patent shall be delivered to the Attor- 
** ney General of the United States, to be ex- 
^ ammed, who within fifteen days after such 
^ delivery, if he finds the same conformable 
^ to this act, shall certify accordingly at the 
•* foot thereof, and return the same to the Sec- 
« retary of State, who shall present the letters, 
^ thus certified, to be signed, and shall cause 
^ the seal of the United States to be thereto 
^ afiixed, and the same shall be good and 
^avaQable to the grantee, or grantees, by 
^ force 6f this act, and shall be recorded in 
^ a book to be kept for that purpose, in the 
** office of the Secretary of State, anddeliv* 
tc ered to the patentee or his brder.*^ 

I shiA now ^oceed to examine the eeve* 
ra! parte of this seeticm, aceording to the or- 
der in which ^ef are pfes^ted in the 

ataiittCe* 

« 

It is enacted, '^ that when any person, or per- 
*♦ sons, being a citizen, or citizens, of the United 
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States,^ &c The priyfleges limited by this 
clause to a citizen, or citizens of the United 
States, are extended by the Act of April 17, 
1800, which declares ^ that all and singular 
^ the rights and privileges, given, intended, 
^ or provided to citizens of the United States 
^ respecting patents for new inventions, dis- 
^ coveries and improvements, by the Act en- 
^ titled. An Act to promote the progress of 
^useful arts, and to repeal the Act hereto- 
^ fore made for that purpose, shall be and 
^ hereby are extended, and given to all alieq^, 
^ who, at the time of petitioning in the man- 
^ ner prescribed by said Act* shall have re- 
^^ sided for two years within the United States, 
^ which privileges shall be obtained, used^ 
^ and enjoyed in as fiill and ample manner, 
^ and under the same conditions, limitations and 
^ restrictions, as by the said Act is provided 
^ and directed in the case of citizens of the 
^ United States." 

The Ei^lish law has no restrictions, which 
confine the right of petitioning for, and ob* 
taimng letters patent to British subjects ; and 
it is every day's practice to grant patents for 
new inventions to Americans and other for- 
eigners.* 

* ildgnebuiy w. SteTMs. Salktld, 447. 

6 
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The act of April 17th, 1800, (Sec. 2,) au- 
thorizes the legal representatires of a deceas- 
ed inventor, in certain cases therein described, 
to obtain a patent. 

According to the first section of the act of 
February 21, 1793, " any person or persons j^ 
&C. shall be entitled to the privLleges stipulat- 
ed in said act ; and the following remarks of 
Mr. Justice Story^ expressed in the case of 
Barret and al. t;^. HaU^ and al.t are ap^dicable 
to this part of the statute. A joint patent 
may well be granted upon a joint invention. 
There is no difficulty in supposing in point of 
fact, that a complicated invention may be the 
gradual result of the combined mental opera- 
ti<»Qs of two persons acting together, pari 
passu^ in the invention. And if this be true, 
then as neither of them could justly claim to 
be the sole inventor in such a case, it must 
follow, that the invention is joint; and that 
they are jointly entitled to a patent. And 
so are the express words of the patent act ; 
which declares, that if any person or persons 
shall allege that he or they have invented, 
&a a patent shall be granted to him or them 
for the invention. 

t Mason, 472. 
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A joint patent cannot be sustained upon a 
6ole invention of either of the patentees, for 
the patent act gives no right to a patent, 
except to the inventor ; and requires an oath 
from the party, who claims a patent, that he 
is the true inventor, 

A joint patent for an invention, is utterlj 
inconsistent with several patents for the same 
invention by the same patentees. For it is 
impossible, that any person can be, at the 
same time, the joint and the sole inventor of 
the same invention. I^ therefore, each of 
the joint patentees obtain a several patent 
for the same invention, as his own exclusive 
Invention ; and afterwards, without surrender- 
ing the first patent, they obtain a joint patent 
for the same, as a joint invention ; either the 
former sole patents are void, or the joint 
patent is void. For, besides the apparent 
inconsistency of the patents, if all could be 
sustained, then a recovery upon the joint pa- 
tent would be no bar to a suit upon the seve- 
ral patents ; and the parties might obtain a 
double recompense for the same infringement 
There is an additional reason, which deserves 
great consideration ; and that is, that if sole 
and joint patents could be sustained by the 
same parties for the same invention, they 
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might be successirely taken out ; so that the 
term of the exclusive right, might be prolong- 
ed for a great length of time ; instead of being 
limited to fourteen years. I am, therefore, 
clearly of opinion, that a grant of a subsequent 
patent for an invention, is an estoppel to the 
patentee, to set up any prior grants for the 
same invention ; which is inconsistent with the 
terms of the last grant. And I have very 
great doubts, whether, when a patent is once 
granted to any person for an invention, he can 
legally acquire any right under a subsequent 
patent for the same invention ; unless his first 
patent be repealed for some original defect ; 
so that it might truly be said to be a void 
patent. 

In the next place, if several patents are 
taken out by several patentees for a several 
invention, and the same patentees afterwards 
take out a joint patent for the same, as a joint 
invention ; the parties are not absolutely es- 
topped by the former patents, from asserting 
the invention to be joint: but the former 
patents are very strong evidence against the 
joint inventioa The reason of this doctrine, 
is, not that estoppels are odious in the law, 
but that a party may innocently mistake as to 
the extent of his own claims : and though a 
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sole and joint invention, by the same persons 
of the same thing, cannot exist in fact ; yet a 
party may suppose that he has invented, what 
in truth has been partly suggested by another 
mind. 

In the present case, each of the plaintiff's 
(^Barrett and Steams) obtained, in the year 
1809, a several patent for the. present inven- 
tion, as his sole invention ; and the patent, on 
which this action is brought, is a joint patent 
granted in 1818. In this view, the doctrine 
already stated, directly applies in the case. 

The invention or discovery for which a pa* 
tent can be sustained, must be ^ newJ'^ 

By decisions in British Courts, it appears 
that ^ a manufacture, newly brongfit into the 
kingdom from beyond sea, though not new 
^fcere, is allowed by the statute of James ; and 
whether it be learned by travel, or by study, 
it is the same thing.''^ These decisions were 
founded, as it should seem, upon the express 
letter of the statute ; which allows a patent, 
not for any new manufacture, generally, but 
^ for any new manufacture mthin this realmJ^ 
In the United States, the inventor, if an alien 
resident, is required to make oath or aifirma* 

• Salkeld, 447. Hawkin's, 223. 
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tioD, that the invention, art, or discoreiy, for 
which a patent is solicited, hath not, to the 
best of his or her knowledge, or belief, been 
known in this or any foreign country. And 
by the 6th section of the Patent Act, if the 
thing secured by patent was not originally 
discovered by the patentee, but had been in 
use, or had been described in some public 
work, anterior to the supposed discovery of 
the patentee ; the patent, in an action on the 
case, shall be deqlared void.* 

In Great Britain, if a patent be granted in 
case of a new invention, the king cannot grant 
a second patent, for the charter is granted as 
an encouragement to invention and industry, 
and to secure the patentee in the profits for 
a reasonable time ; but when that is expired, 
the public is to have the benefit of the dis- 
covery.t 

In Great Britain, however, the term of the 
patent monopoly may be extended by a pri- 
vate act of Parliament ; and in the United 
States, the same thing may be efiected by 
act of Coogtesa. 

According to some English decisions, the 
publisher of an invention, or discovery, is 

• 1. Siec. Patent Act •£ April 17, 1800. 
t 10, Mod. 110. 
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entitled to a patent, whether he happen to 
be the original inventor or not. It is con- 
tended that it is the publisher, who confers 
the benefit upon Society ; not the man who 
hoards it up in his own breast : for where one 
person had discovered a new method of mak- 
ing refracting telescopes, but never having 
made it public, another had obtained a patent 
for it, the patent was deemed valid. This 
was DoUand's case, as stated by Buller J. in 
Boulton, and Watt t;^. Ball, and Homblower, 
2. H. Black. 470. See likewise 3. Mod. 77. 

The original inventor of a machine, who 
has reduced his invention to practice, is enti- 
tled to a priority of patent right ; although 
subsequently the same machine may have 
been invented by another person. This point 
was discussed in an action, John Woodcock vs. 
David Parker^ and another.* 

This was an action on the case for a viola- 
tion of a patent right of the plaintiff for split- 
ting leather. The cause was tried before 
^ory /. in the absence of the District Judge. 
The plaintifi^ at the trial, produced his letters 
patent, dated 8th May, 1809, securing to him 
the patent right of a machine for splitting 

* 1 Gal. 438. 
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leather. The .defendants admitted the use 
of a similar machine ; but contended that the 
machine was the invention of one Samuel 
Parker^ (under whom they claimed) who had 
obtained his original letters patent for the 
same invention, dated 9th July, 1808; and 
letters patent for certain improvements there- 
in, dated the\26th of April, 1809. One of 
the questions between the parties was, wheth- 
er Woodcock, or Parker was the first inven- 
tor of the machine in controversy, and entitled 
to the patent. 

Story J. in summing up the cause, directed 
the jury as follows : The first inventor is ei>- 
titled to the benefit of his invention; if he 
reduce it to practice, and obtain a patent 
therefor ; and a subsequent inventor cannot, 
by obtaining a patent therefor, oust the first 
inventor of his right ; or maintain an action 
against him for the use of his own invention. 
In the present case, as the defendants^ claim 
their right to use the machine in controversy, 
by a good derivative title from Sapfmel Parker^ 
if the jury are satisfied that the said Parker 
was the first and original inventor of the 
machine, the plabtiff cannot, under all the 
circumstances, maintain his action; notwith- 
standing, he may have been a subsequent in- 
ventor, without any knowledge of the prior 
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existence of the machine, or communication 
with the first inventor. It is not necessary 
to consider, whether, if the first inventor 
should wholly abandon his invention, and 
never reduce it to practice, so as to produce 
useful effects ; a second inventor might not be 
entitled to the benefit of the statute patent : 
because here there is not the slightest evi- 
dence of such abandonment. Parker is prov- 
ed to have put his machine is operation : it 
produced useful effects ; and he followed up 
his invention, bj obtaining a patent from the 
department of state. 

* ft is likewise asserted by Story J. in the 
case of Odiome vs. Winkley, that " The ori- 
ginal inventor of a machine, is exclusively 
entitled to a patent for it. If another person 
invent an improvement on such machine, he 
can entitle himself to a patent for such im- 
provement only ; and does not thereby acquire 
a right to patent and use the original machine : 
and if he does procure a patent for the whole of 
such a machine, with the improvement, and not 
for the improvement only ; his patent is too 
broad, and therefore void.'** 

The following decision, goes far to secure 
the right of the original inventor, in certain 

* 13. Gal. 63. 
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cases; to inventions known and usedy eyea 
before application for a patentt 

Evans brought an action op the ca8^ against 
Weiss^ for a riolation of the plaintiff's patent 
right, which came up on the foUowing cast 
agreed. 

The plaintifi^ being the inventor of the im*- 
provements in the manufacture of j9our, here- 
after mentioned, and the patent right for the 
same, heretofore obtained, having beeq de* 
elared by the Court void in the action of 
Evans against Chambers ; and the time for 
which the said patent was granted having 
also run o\it, an act of Congress, entitled ** An 
act for the relief of Oliver Evans," was passed 
on the ^Ist of January, 1808, notice where- 
of was given to the defendant in February 
last 

On the 7th of May, 1802, during the con- 
tinuance of the former patent, the defendant 
purchased of the pl^tiff a right to use the 

i There is a difference between our statute and that of Great 
Britain on this subject. In England, if the invention has been 
put in tue before the patent is obtained^ it is void. But our act 
•does not, like the Eng^liah statute, refer to the time of t|ie grant 
of letters patent^ but to the tiipe of the invention. See €ith Sec- 
tion. The terms of the first section, ought to be construed 
ivith reference, and in subordination to the 6tbsec1ion. 
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told imptoyeftient at hk mfll on WistsJucon 
^^ek) in Philadelphia county, in this district, 
£or one wheel and pair of stones ; but prior 
to the passii^ of said act of Congress, he 
)iad applied and used, and continued to apply 
^and use the same improyements for two 
wheels, and two pair <^ atones, in the same 
mill. The questions submitted are, whether 
tbie defendant is fiable for damages for the 
use of the^aid improyements in application to 
this secdnfl Wheiel and pair of stones, since the 
act of the 22d of Januay, 1808, and whether, 
if so, be is liable before notice from the plain- 
ts If the opinions of the court be in fayor 
Df the plaintifl^ judgment to be entered gener- 
ally, and amount to be afterwards adjusted 
by the attormes. 

Judge Washington deliyered the opinion 
of the Court, as follows : It is contended by 
the plamtiff that the defendant is liable for 
using the plaintiffi improyements in apj^ica- 
tion to the second wheel and pair of stones, 
since the 22dday of Jan. 1808, or at all eyents, 
since the time when the defendant received 
lliotice of the plaintiff's patent ; because the 
proviso in the act passed the 2l8t January, 
1808, for the relief of Oliyer Evans, extends 
only to cases of improyements erected for use, 
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or used prior to the passing of said law, and 
does not protect the defendant from damages, 
for usii^, after issuing of the patent under 
this law, an improvement erected prior 
thereto. 

On the other side, it is insisted that such a 
construction would render this anexpastjacto 
law, and consequently repugnant to the con- 
stitution. To avoid which, it should be so 
construed as to connect with the use of the 
improvement the erection of it subsequent to 
the grant of the patent. 

Although the court at the last term, and 
upon the first argument, felt strongly inclined 
to give the construction contended for by 
the defendant ; yet, upon further reflection^ 
we are satisfied that we should do a violence 
to the words, which no rule of construction 

m 

should warrant 

The words of that proviso are, ** that no 
person who shall have used the said improve* 
ment, or have erected the same for use be- 
fore the issuing of the said patent, shall be 
liable to damage therefor." That is, shall 
be liable for having erected, or for hav- 
ing used the improvement at any time 
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prior to the patent, but with respect to 
the use of it after the issuing of the oatent, 
no protection whatever is afforded against the 
claim for damages under this law. 

The next inquiry is, does the general law 
give to the plaintiff a right of recovering 
against a person who erected a machine prior 
to the issuing of the patent to the first invent- 
or of it, and who afterwards made use of the 
same. 

The act of the 17th of April 1800, which 
as to this point is the only law in force, de- 
clares, that ^ if any person, without permission 
from the inventor, shall make, devise, use, or 
sell, the thing, whereof the exclusive right is 
secured to the patentee, he shall pay three 
times the damage sustained by the patentee, 
to be ascertained by a jury." Now, what- 
ever doubts might have existed as to the 
meaning of the words ^ devise and use,'' in 
the 5th section of the act, of the 21st of Feb- 
ruaiy, 1793, thus connecting the using with 
the devising of the improvement, there can 
be none under the third section of the act of 
1800, which repeals the whole of the 5th 
section of the old law. 

It is plain that the ustf^ of an improve- 
ment invented by another, and secured by 
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|^t0iifi>i^ i$ of itielf sta oflfentey no matter at 
what t|iM mch improvefltent Wad devised or 
Aad#y ifi^ther the word ^^deTke," which 
has been a good deal ttriticiil«d| is aynoaymotis 
withmoXre as one of the plaintiff's council 
seemed to thinks or means to mvent, a mere 
act of the mind, a construction, whilfth whe- 
ther it be to make ot tMtriv^ to plan^ /brm 
or design^ it is unnecessaty in this case to de- 
cide, because the chaise against the defend* 
ant is the using of the plaintiff's improvement 
uncoiAiected with the iHeJcing and devising it. 

B«rt tt is objected to this constructioiv that 
it would render the kw ex pastjaetd m itfe 
^leratioi^ m Aspect to one who has erected 
his improvement prior to the granting of the 
patent of the plaintiff 

tt must be confessed that cases of great 
hardship may occur, if after a man shall have 
gone to the expense of erecting a machine for 
which the inventor has not then, and never 
may obtain a patent, he shall be prevented 
from using it by the g^ant of a subsequent pa- 
tent, and its relation back to the patentee's 
prior invention* But the law, in this case 
cannot be termed ex postjacto^ or even retro- 
i^)iMCit« id its ^6peii&lldn, fa^ccmi^ ^ gei^ral 
tew de^l^Ms h^ot^ htBiA thftt t^ t%ht t6 the 
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patent belongs to him who is ^ 6nt inyient* 
or, even before the patent is granted ; end 
therefore, an^ per^n, who, knowing that 
another is the first (nyentor, yet doubting 
whether that other wi9 ever api^y £nr a pa- 
tent, proceeds to construct a machine, of 
which it may afterwards appear that he is 
not the first inventor, acts at his perS, and 
with full knowledge of the law, that by rela- 
tion back to the first invention, a subse- 
quent patent may cut him out oi the machine 
thus erected. 

Not only may individuals be bjured by a 
liberal construction 6f the words in the law, but 
the public may suffer, if an obstinate or neg- 
ligent inventor should decline obtaining a pa- 
tent, and at the same time keep others at 
arm^s length, so as to prevent them £rom pro- 
fiting by the invention for a length of time ; 
during which the fourteen years are not run- 
ning on. But these hardships must rest with 
Congress to correct. It is beyond our power 
to apply a remedy. No such hardships exist 
in the present case, where the defendant 
erected the improvement with a knowledge 
not only that the plaintiff was the first invent- 
or, but had absolutely obtained a patent, al- 
though it was afterwards declared invalid. 
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The circumstances of this case retider it 
unnecessary to giye an opinion as to the right 
of a first inventor, after a patent obtained, to 
recover against one, who, believing himself 
the first inventor, constructs a machine or 
improvement, upon the principles of his new 
invention, or uses the same, after such patent 
is issued."*^ 

Since the time of this decision it has been 
determined by Mr. Justice Stort as follows : 

The statute declares it a good defence to 
an action for the infrii]gement of the patent 
right, that the thing secured by the patent was 
not originally discovered by the patentee, but 
had been in use, or had been described in some 
public work anterior to the supposed discove- 
ry of the patentee. The first inventor who 
has put his invention in practice, and he only^ 
is entitled to a patent. Every subsequent 
patentee, although an original inventor, may 
be defeated of his patent right upon proof of 
of such prior invention's being put into use^ 
The law in such case cannot give the whole 
patent right to each inventor, even if each be 
equally entitled to the merit of being an origi- 

• This point, however, Was decided in favor of the orig^nat 
inventor in the case of Woodcock vt. Parker, cited into p. 47 
of this work. See likewise the next following case. 
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nal and independent inrentor ; and it there- 
fore adopts the maxim, qui prior est in tempore^ 
potior est injure* And to the present defend- 
ant it is perfectly indiflferent, whether the first 
inrentor has taken out a patent, or has dedi- 
cated the inventicxi to the public, or not, for 
he may stand upcm the defence that the plain- 
tiff is not the firat inventor, who put the in- 
vention in use. 

It has been argued by the plaintifi^ that the 
defence set up by the statute does not apply, 
except in cases, where the invention, or (as 
the statute expresses it) the thing originally 
discovered, has been before generally known 
and in general use, among persons engaged in 
the art or profession, to which it properly be- 
longs. But I do not so understand the statute. 
To entitle a person to a patent as a first in- 
ventor, it is certainly not necessary for him to 
establish, that he has put his invention into 
general use, or that he has made it generally 
known to artizans engaged in the same busi- 
ness ; and yet, upon the argument we are con- 
sidering, unless it were so generally known 
and in use, he would be defeated by a pa- 
tentee, who was a subsequent independent in- 
ventor. 
8 
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The intent of the statute was to guard 
against defeating patents, by the setting up 
of a prior invention, which had never been re» 
duced to practice. If it were the mere spec^ 
ulation of a philosopher or a mechanidan, 
which had never been tried by the test of 
experience, and never put into actual opera^ 
tion by him, the law would not deprive a sub* 
sequent inventor, who had empl<^ed his la* 
hour and his talents in putting it into practice, 
of the reward due to his ingenuity and enter- 
prise. But if the first inventor reduce his 
theory to practice, and put his machine or 
other invention into use, the law never could 
intend, that the greater or less use, in which 
it might be, or the more or less widely the 
knowledge of its existence might circulate, 
should constitute the criterion, by which to 
decide upon the validity of any subsequent 
patent for the same invention. I hold it, 
therefore, to be the true interpretation of this 
part of the statute, that any patent may be 
defeated by shewing, that the thing secured 
by the patent, had been discovered and put 
in actual use, prior to the discovery of the 
patentee, however limited the use or the 
knowledge of the prior discovery might have 
been.* 

* Bedford ve. Hunt. 1 Mason, 30& 
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The principles enforeed by Mr. Justice 
Story, in the abore case, are recognised in 
the case of Evans i». £at<Hi; 3. Wheaton, 
513-^14, where Mr. Chief Justice Marshal 
observed, that without a critical inquiry into 
the accuracy, with which the term invention 
or dfficovery may be applied to any other than 
the first inventor, the court considers this 
question as completely dedded by the 6th 
section of the general patent act. That de- 
clares that if the thing was not originally dis- 
covered by the patentee, but had been in use, 
or had been described in some public work, 
anterior to the supposed discovery of the pa- 
tentee, judlgment shall be rendered for the 
defendant, and the patent declared void. 

Admitting the words ^ originally discover- 
ed,**' to be explained or limited by the sub- 
sequent words, still if the thing had been 
in use, or had been described in a public 
work, anterior to the supposed discovery, the 
patent is void. It may be that the patentee 
had no knowledge of this previous use, or 
previous description ; still his patent is void : 
the law supposes he may have known it 

An invention which can entitle a man to a 
patent, must be ^ usefvi^'^ as well as ^ new.^ 
But by ^ useful'' is meant, not an invention in 
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all cases* superior to the modeis now id use 
for the same purpose^ but ^ useful'* in contrar 
distinction to friydous and mischieTous inven- 
tions. This point was determined in the 
case of Francis C. Lowell vs. Winslow Lew- 
is.* 

This was an action on the case for the in* 
firingement of a patent right. In the year 
1813, Mr. Jacob Perkins obtained a patent 
for a new and usefiil invention in the construc- 
tion of pumps ; and afterwards assigned his 
interest therein to the plaintiff The defend- 
ant became the assignee of a similar patent, 
taken out in 1817, by a Mr. James Baker; 
and it was for the constructii]^ and vending 
pumps under this second patent, that the ac- 
tion was brought The principal object of 
both the inventions, was, by dispensing with 
the box used in the common pumps, to obtain 
a lai^er water way. To effect this, Perkins 
so constructed the valves of his pump, that 
they completely filled the area of the shaft, 
and fell upon its sides, in the same mdnner, 
as by the old construction, they did upon the 
box ; thus leaving the whole of the area, ex- 
cepting that occupied by the valves them- 
selves, for a water way. The valves were 

* 1 Mason^B Rep. ife. 
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of a triangular shape, and adapted only to a 
pump of a square form. This pump seemed 
to be principally useful, when it was desira* 
ble to throw up lai^e quantities of water in 
a short space of time, and a number of hands 
could be put to the working of it 

The valves of Baker^s pump were fitted to 
a round shaft, and occupied, like the other, 
the whole of its area : but instead of resting 
upcm the sides of the shaft, were supported 
by a brass rim, which prevented the frictiaD 
agsdnst the sides of the shaft consequent upmt 
the other construction, and to obviate wUch 
Perkins since obtaining his patent had adopt* 
ed a check bolt It appeared that Baker's 
invention required fewer hands to work it, 
and could be applied to the conmion house 
pump. 

Stort J. in summoning up the cause to the 
jury stated as follows : — To entitle the plain- 
tiff to a verdict, he must establish that his ma- 
chine is a new and useful invention ; and of 
these facts his patent is to be considered 
merely prima facie evidence of a very slight 
nature. He must, in the first place establish 
it to be a useful mvention ; for the law will 
not allow the plaintiff to recover, if the mven- 
tion be of a mischievious or injurious tenden* 
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cy. The defendant, howeTer^ has asserted a 
iBUch more broad and sweeping doctnne ; and 
one which I feel myself called upon to nega- 
tive in the most explicit manner. He contends 
that it is necessary for the {daintiff to prove, 
that his invention is of general utility ; so that 
in fact, for the ordinary purposes of life, it 
must supersede the pumps in common use ; 
in short, that it must be for the public, a bet* 
ter pump than the common pump ; and that 
unless the plaintiff can edtaUish this position, 
the law wiD not give him the benefit of a pa« 
tent, even though in some peculiar cases his 
inventioii might be applied with advantage* 
I do not so understand the law. The patent 
act uses the phrase ^ usetU invmiion^ merely 
incidentally ; it occurs only in the first section, 
and there it seems merely descriptive of the 
subject matter of the application, or of the 
conviction of the applicant. The language 
' is ^ when any person or persons shall allege 
that he or they have invented any new and 
useful art, machme," &c. he or they may, 
on pursuing the directions of the act, obtain a 
patent. Nefther the oath, required by the 
second section, not the special matter of de- 
fence allowed to be given in evidence by the 
sixth section of the act, contains any such qual- 
ification or reference to general utflity, to es- 
tablish the validity of the patent. Nor is it 
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alluded to io the tenth section as a cause "for 
which the patent may be Tacated. To be 
sure, all the matters of defence or of objection 
to the patent are not enumerated in these 
sections ;* but if such an one as that now 
C(»itended for had been intended, it is scarce 
ly possible to account for its omissioa In my 
judgment the argument is utterly without 
foundation. All that the law requires is, that 
the invention should not be frirdous or inju- 
rious to the well being, good poHcy or sound 
morals of society. The word "tcsc/ti/," there- 
fore, IS incorporated into the act in contra- 
disfmction to n^chievous or immoral. For 
instance, a new invention to poison peofde, or 
to promote debauchery, or to facilitate pri- 
vate assasination, is not a patentable invention. 
But if the invention steers wide of these ob- 
jections, whether it be more or less useful, is 
a circumstance very material to the interest 
of the patentee ; but of no importance to the 
public If it be not extensively udeful, it will 
silently sink into contempt and disregard. 
There is no pretence that Mr. Perkins^ 
pump, i^ a mischievous invention ; and if it 
has been used injuriously to the patentee, by 
the defendant, it certainly does not lie in his 
mouth to contest its general utility. Indeed, 

* Whiitcm9r€ ^9^¥thr, 1 ChU^, 439^ ASS. 
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the defendant asserts that Baker's putnp is 
useful in a very eminent degree ; and if it be 
substantially the same as Perkins^j there is 
an end of the objection : if it be not substan- 
tially the same, then the plaintiff must £ul in 
his action. So that in either yiew, the ab- 
stract question, seems hardly of any impor- 
tance in this cause. 

And, in the case of Bedford vs. Hunt, I. 

» 

Mason, 303, Mr. Justice Story obsenres, that 
no person is entitled to a patent under the act 
of Congress, unless he has invented some new 
and useful art, machine, manufacture^ or com- 
position of matter, not known or used before. 

By useful invention, in the statute, is meant 
such a one as may be applied to some benefi- 
cial use in society ; in contradistinction to an 
invention, which is injurious to the morals, 
the health, or the good order of society. It 
is not necessary to establish, that the inven- 
tion is of such general utility, as to supersede 
all other inventions now in practice to accom- 
plish the same purpose. It is sufficient, that 
it has no noxious or mischievous tendency ; 
that it may be applied to practical uses ; oiA 
that so far as it is applied, it is salutary. If 
its practical utility be very limited, it will fol- 
low, that it will be of little or no profit to the 
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inventor ; and if it be trifling, it will sink into 
utter neglect The law, however, does not 
look to the degree of utility ; it simply re- 
quires, that it shall be capable of use; and 
that the use is such as sound morals and poli- 
cy do not discountenance or prohibit 

I shall now proceed mc»*e immediately to 
the subject, or essence of the thing or matter 
for which monopolies can be legally granted, 
by letters patent. The statute of 21 Jac. be- 
fore cited, allows the grant of letters patent 
for ^ the sole working or making of any man- 
ner of new mmmfactureSy to the true and first 
inventor.^^ The statutes of the United States, 
allow a similar monopoly to the person or per- 
sons, who shall allege that he or they have 
invented any new and useful artj machdnCj manr 
ujucture^ or composition of matter^ or any 
neio and useful improvement on any art^ ma- 
chincy Tnantifacturey or composition of matter j^ 
&c. These clauses may be said to be the 
pivots, on which turns the whole law of pa- 
tents for new inventions, in Great Britain, and 
the United States, They are descriptive of 
the kind ofproperty^ which may be obtained 
by patents for new inventions ; while the othr 
er regulations in the law of both countries, 
point out the methods by which the title to '7 
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this species of property may be ascertained, 
and secured ; and the persons to whom such 
titles may be granted. The words, "any 
manner of new manufactures'' in the statute 
oiJac. I. as understood and explained in Brit- 
ish Courts of Justice, are co-extensive in sig- 
nification with the words " new and useful 
art, machine, manufacture, or composition 
of matter, or any new and useful improve- 
ment on any art, machine, manufacture, or 
composition of matter," made use of in our 
statute. British authorities, therefore, so far 
as circumstances are similar, and the reason 
of the cases remains the same, will be per- 
tinent for determining what kinds of new in- 
vented things may be the legal subjects of 
patent monopolies. 

The famous cases of Boulton and Watt vs. 
Bull, and Hornblower and Maberly vs. Boul- 
ton and Watt, are the most prominent, inter- 
estirig and important, as respects the kinds of 
invention, discovery or improvement, which 
may be secured by patent to the inventor ; 
and afford many rules and observations, which 
ought not to be omitted in the present essay. 
The patent on which the action of Boulton 
and Watt vs. Bull was commenced, was for a 
new invented method of using an old engine in 
a more beneficial manner than heretofore, by 
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the mechanical employment of certab princi- 
ples. The case is reported in 2 Hen. Black. 
463, as follows : 

This was an action on the case for infring- 
ing a patent, by which the plaintiff was secur- 
ed in " the sole benefit and advantage of mak- *»<* 
ing, using, and exercising, and vending, a cer- wTbSj. 
tain invention of him, the said plaintiff; bein^ 
^method by him invented^ of lessening the 
consumption of steam and fuel in fire en- 
gines :" which patent was, by a private act 
of Parliament, (15 Geo. 3. c. 61.) continued to 
the plaintiff for twenty-five years. The gen- 
eral issue being pleaded, the cause came on 
to be tried after the sitting of Trinity Term, 
1793; when a case was reserved for the 
opinion of the court ; which stated, that by 
letters patent of 5th January, 1769, the king 
granted to the plaintiff Watt, who had duly 
assigned two thirds of the patent right to the 
plamtiff Boulton, that he might for fourteen 
years, make, use, exercise and vend, his new 
invented method of lessening the consumption 
of steam and fuel in fire-engines, under the 
usual condition of enrolling a specification : — 
That Watt, by his specification, declared, that 
his new invented method of lessening the con* 
sumption of steam^ and consequently Juel^ in 
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Jire<Kigine$^ consisted of certain principles : set- 
tiag them forth particularly; by which it ap 
peared that the object of the patentee, was 
to condense the steam, without cooling the 
cylinder or steam vessel ; and that the means 
adopted to effectuate this, were in substance, 
to enclose the cylinder or steam vessel, in ^ 
case of wood, or any other material, whfch 
will confine the heat, or transmit it slowly j 
to surround it with steam, or other heat^ed 
bodies, and to suffer neither water, nor any 
other substance colder than steam, to enter 
or touch it during that time."^ The case 

* The specification was as follows. ^^ My method of lessen- 
ings the consumption Of steam, and consequently of fuel, in fire- 
eD|;ines, consists in the folio wing^ principles. 

^* FinL That vessel in which the powers of steam are to be 
employed to work the engine, which is called the cylinder in 
common fire engines, and which I call the steam vessel, must, 
during the whole time the engine is at work, be kept as hot as 
the steam that enters it ; first, by enclosing it in a case of 
wood, or any other materials that transmit heat slowly : sec- 
ondly, by surrounding it with steam or other heated bodies ; 
and thirdly, by sufiering neither water, or any other substance 
colder than steam, to enter or touch it during that time. 

^^ Secondly^ In engines that are to be worked wholly or par- 
tially by the condensation of steam, the steam is to be condens- 
ed in vessels distinct from the steam vessels or cylinders, al- 
though occasionally conmiunicating with them : those vessels 
I call condensers ; and while the engines are working, these 
condensers ought at least to be kept as cold as the air in the 
neighbourhood of the engines, by the application of water or 
other cold bodies. 
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then, described the old engine; and stated 
that the plamtiiT's was a new and an useful tn- 
vention; and that the specification was of it" 
56//*sufficient to enable a mechanic, acquainted 
with the fire engines previously in use, to 
contract fire engines producing the effect of 
lessening the consumption of fire and steam 
in fire engines. And the questions for the 
opinion of the court were, 1st. whether the 

^^ Thirdly, Whatever air, or other elastic vapor, is not con- 
densed bj the cold of the condenser, and may impede the 
working of the engine, is to be drawn out of the steam vessels 
or condensers, by means of pumps, wrought by the engines 
themselves, or otherwise. 

*'' Fourthly^ I intend in many cases, to employ the expansive 
force of steam to press on the pistons, or whatever may be used 
instead ofthem^ in the same manner as the pressure of the at- 

If 

mosphere is now employed in common fire eng^es. In cases 
where cold water cannot be had in plenty, the engine may be 
wrought by the force of steam only, by discharging the steam 
into the open air, "t^hen it has done its office. 

*^ Fif^y^ When motions round an axis are required, I make 
the steam vessels in form of hollow rings, or circular channels, 
with proper inlets, and outlets for the steam, mounted on hori- 
zontal axles, like the wheels of a water mill ; within them are 
placed a number of valves, that suffer any body to go round 
the channel in one direction only : in these steam vessels are 
placed weights, so fitted to them as entirely to fill up a part or 
portion of their channels ; yet rendered capable of moving free- 
ly in them, by means hereafter specified. When the steam is ad* 
jnitted in these engines, between these weights and the valves, 
it acts equally on both ; so as to raise the weight to one side of 
the wheel, and by the reaction of the valves, successively to 
give circular motion to the wheel ; the valves opening in the 
direction in which the weights are pressed, but not in the con- 
trary ; as the steam vessel moves round, it is supplied with 
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said patent was good in law, and continued 
by the act of Parliament above mentioned? 
2dly) whether the specification was sufficient 
to support the above patent ? On the part 
of the defendant, it was argued on three 
grounds: 1st. on the patent itself. 2ndly, 
upon the act of Parliament. 3dly, upon the 
act and patent taken together. 1st. upon the 
patent itself, it was objected, that it was for 
a formed instrument, or machine, and as such 
void ; because it was admitted that there was 
no specification descriptive of any formed in- 
strument whatever ; nor any drawing or mod- 
el ; but that supposing it to be a patent for 
mere principles, (as the specification stated 
the invention to consist of principles,) it was 
neither originally good in law, nor continued 

steam from the boiler, and that which has performed its office, 
may be discharged by means of condensers, or into the open 
air. 

•' Sixthly, I intend in some cases, to apply a degree, of cold, 
not capable of reducing the steam to water, but of contracting 
it considerably ; so that the engines shall be worked by the 
alternate expansion and contraction of the steam. 

*^ Lastly^ Instead of using water to render the piston, or oth- 
er parts of the engine air and steam tight ; I employ oils, wax, 
resinous bodies, fat of animals, quicksilver, and other metals 
in their fluid state. 

To the above specification, this memorandum was added by 
Watt ; that he did not intend that any thmg in the fourth arti- 
cle, should be understood to extend to any engine where the 
water to be raised enters the steam vessel itself; or any vessel 
having an open communication with it. 
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by the act 15 Geo. 3 c. 61. Not good in 
law, because it did not fall within the con- 
struction of ;the statute, 21 Jac. 1. c 3. against 
monopolies ; which, in excepting letters pa- 
tent, speaks of them as patents for the sole 
working or makings of any manner of nev) 
immufactures ; which is descriptive either of 
the practice of making a thing by art, or of 
the thing when made; and that therefore, 
for a mere principle, without having carried 
it into effect, and produced some new-found 
matter or substance, a patent cannot be 
good : that the patent was not continued by 
the act 15 Geo. 3. c. 61.* it was shown that 



* The act was entitled ^^ An act for vesting^ in J. Watt, hia 
executors, &c. the sole use and property of steam eng^ines, 
commonly called fire engines, of his invention ;^^ described in 
the said act for a limited time. 

It recited that the king; had, by letters patent, 5 Jan. 9. Geo. 
3. granted to Wo^U his executors, ice. the sole benefit and ad- 
vantage of making^ and vending certain enginesy by him invent- 
ed for lessening the consumption of steam and fuel in fire en- 
gines, for fourteen years, &c." on condition that he should en- 
rol a specification, &c. that Watt had accordingly enrolled a 
specification of the said engine, (which specification was then 
set forth as above.) It farther recited that Watt had employed 
many years, and a considerable part of his fortune, in making 
experiments upon steam and steam engines, conunonly called 
fire engines, with a view to improve them ; by which several 
considerable advantages over the common steam engines, are 
acquired ; but on account of the many difficulties which arise 
in the execution of such large and complex machines, and of 
the long time requisite to make the necessary trials ; he could 
not complete his intention before the end of the year 1774 ^ 
vrhenhe finished some large engines as specimens of his con- 
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the title of the act was for vesting in the 
plaintiff Watt, the sole property of certain 
steam engines, called fire engines, of his imen- 
tion ; which, after reciting and taking notice 
among other things, that the king had, bj his 
letters patent, granted to Watt the sole ben- 
efit and advantage of making, constructing, 
and selling the engines, therein before partic- 
ularly described ; shall be vested in Watt for 
twenty-five years. It was therefore contend- 
ed, that if the patent was really for princi- 

straction, which had eucceeded so as to demonstrate the utility 
of the invention ; and in order to manufacture these engines 
with accuracy, and so that they mig^ht be sold at a moderate 
price, a considerable sum of money must be previously expend- 
ed in erecting^ mills, and other apparatus ; and that several 
years and repeated proofs would be required, before any con- 
siderable part of the public could be convinced of the utility of 
ihe invention, and of their interest to adopt the same : the 
whole term g^nted by the letters, mig^ht probably elapse, be- 
fore Watt could receive an advantag;e adequate to his labour 
and invention ; and then it enacted, that from and after pass- 
ing; of the act, the sole privileg;e and advantage oirrwking^ con^ 
structing^ and selling ihe said engines^ herein before particular- 
ly described, within the king;>dom of Great Britain, and his 
Majesty^s colonies and plantations abroad ; should be, and 
were thereby vested in Watt, his executors, administrators ; 
and assig;ns, for and during the term of twenty-five years ; and 
it prohibited any other person^s making;-, using, and putting in- 
to practice the said invention ; or counterfeiting, or imitating 
the same ; or making any addition to, or subtraction from it, 
without Watt's licence, &c. with a proviso, that the act should 
not extend to prevent any person's making any fire or steam 
engine, or any contrivance relating to the same, which was not 
the invention of Watt ; or which had been publicly used be- 
fore. 
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jJes, it was oot continued by the act ; or 8U{^ 
posing it to be well continued, as being des- 
cribed according to its import, it would not 
, be within the protection of the statute against 
monopolies, for the foregoing reasons. JSndlj, 
upon the act itself it was argued, that the 
recital that the king had granted a patent for 
making and vending certain engines^ was false : 
and it had been adjudged, that if a private 
act of parliament, like the present, be found- 
ed upon a false recital, the act is void. Sdly, 
that if the subject was viewed as arising from 
the patent and act, taken tc^ther, the ar- 
guments respecting these instruments, separ- 
ately, applied more strongly, inasmuch as if 
the act was to be considered as explanatory 
of the patent, or as a part of it ; there could 
not be a doubt but that it meant to grant a 
monopoly for a formed engine or machine. 
That upon the whole of the ccue, it appeared 
either that the patent VKtsJbr an entire Jbrmed 
nuiehiney whm it ought to have hem for an im- 
provement only ; and in whiA case, iheapedfi^ 
cation did not correspond with it : or it was/or 
mere principles^ which according to the statute 
of 21 Jac 1. c 3. against monopcUes^ could not 
he the subject of a patent. The case was very 
elaborately argued on both sides; and after 
fiill consideration, the judges gave thev res* 

pective opinions. 
10 
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Rbekt J. The objectioiB »re merely for- 
mal ; they do not aflfect the substantial mer- 
its of the patentee, nor the meritorious coi>* 
sideration which the public hsLve a right to 
receiTO in return for the protection which 
the patentee claims. With regard to the 
first objection, it is, that the patent is not for 
a fire engine of a particular construction,, but 
for a new invented method. It preH9U|^)06es 
the existence of the fire engine, and gives a 
monopdy to the patentee of his new invent- 
ed method of lessening the consumption of 
steam and fuel in fire engines. The obvious 
meaning of these words is, that he has made 
(m imprmemeurU in the construction of fire m^ 
gmes ; for what doth method mean, but mode 
or manner of effecting ? What method can 
there be of saving steam, or fuel in engines, 
but by some variation in the construction of 
tSiem? ^ new invented method^ therefore, 
conv^]rs to my understandn^, the idea' of a 
new made (^ construction. I think these words 
are tantamount to fire engines of a newly in- 
vented construction : at least I think they will 
bear this metuiii^, if they do not necessarily 
exclude every other. If they will bear thk 
interpretation, then I thidk the objection, 
which is merely verbal, is answered : to which 
I add, that patents for a method, or art of 
doing particular things, have been so numer- 
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Qus, that method may be considered as a co»» 
mon exfxression m ioBtrum^its of this kind. 
It wovhi therefore be extremely injurious t* 
the interest of the patentees tosJlow thb 
verbal objecticn to prevaiL As to the see* 
dud objection^ that no particular engine is de- 
soibed, that no model or drawing is set 
forth; I hold this not to be necessary; pro* 
vided the patentee so describes the improre* 
ment, as to enable artists to adopt it when 
his moQopcJy exjMres. The jury find he has 
so described it. It is objected that he pro* 
fesses to set forth princi{Jes otAy; but we 
are not bound by what he professes to do> 
but what he has really dcme. If he had pro-^ 
posed to set forth a full speckication of his 
improyement^ and had not set it forth iotelli- 
gibly, his specification would have been insuf^ 
fident, and his patent void. It seems^ there- 
fore, but reasonable, that if he sets it forth 
intelligiUy, his specification should be sup 
ported ; though he professes only to set forth 
the princijde. The term principle^ is equiro* 
cal : it may denote either the radical elemen- 
tory truths of a science, or those consequen- 
tial axioms, which are founded cm radical 
truths ; but which are used as fundamental 
truths by those who do not find it expedient 
to hare recourse to first principles. The 
radical jj^cijdes on which iJ). steam engines 
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are formed, are the* natural properties of 
steam; its expansiveness and condensibQitj ; 
whether the machines are formed in c»ie 
shape or another; whether the cylinder is 
kept hot or suffered to cool ; whether the 
steam is condensed in one vessel or another, 
still the radical principles are the same* 
When the present patentee set his inrentive 
faculties to work, he found fire engines al- 
ready in existence ; and the natural qualities 
of steam already known, and mechanically 
used. He only invented an improvement in 
the mechanism, by which they might be em- 
|doyed to greater advantage. There is no 
newly discovered natural principle as to steam, 
nor any new mechanical principle in his ma- 
chine. The only invention, is a new mechan* 
ical employment of principles already known. 
The specification describes a practical use of 
improved mechanism, the basis on which the 
improvement is founded. The object of the 
patentee was, to condense the steam without 
cooling the cylinder : the means adopted to 
effect this, were to inclose the cylinder in a 
case which will confine the heat, or transmit 
it slowly ; to surround it with steam or other 
heated* bodies ; and to suffer neither water, 
nor any other substance, colder than the 
steam, to enter or touch it during that time. 
These means aire set forth. The objectian 



i 
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is, that there is no drawing or model of a 
particular engine ; and where is the necessity 
of such drawii^ or model, if the specification 
is intelligible without it ? Had a draMring or 
model been made, and anj man copied the 
improvement, and made a machine in a dif- 
ferent form, no doubt this would have been 
an infi:ingement on the patent: why? be- 
cause the mechanical improvement would 
have been introduced into the machine, though 
the form was varied, it fdlows from thence, 
that the mechanical improvement, and not 
tiiejhrm of the machine, is the object of the 
patent ; and if this meehamcal impravemeni is 
intell^bly specified, of which a jury must be 
the jud^s ; whether the patentee cbHIb it a 
principle^ invention, or method, or by whatever 
other appellation, we are not bound to con- 
sider his terms, but the real nature of his im- 
provement, and the description he has given 
of it ; and we may, I think, protect him with- 
out violating any rule of law. The patent is 
for a method already adopted ; and the two 
first and most material articles, are set forth 
as already accomjdished; and the case states 
it was new and useful at the time of making 
the patent 1 therefore consider the most 
essential part of the patent, the keeping the 
cylinder hot, inclosing it in a case, and sur- 
rounding it with steam, as carried into practi- 
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ca| effect at the time of granting the patent : 
this the defendant has infringed As to the 
^objection of the want of a drawii^ or model, 
that at first struck me as of great we^ht. 
I thought it would be difficult to ascertain 
what was an infringement of a method, if 
there was no additional representation of the 
improvement, or thii^ methodized. But I 
. have satisfied my mind thus : infringement or 
not, is a question for the jury. In order to 
decide this case, they must understand the 
the nature of the improvement, or thing in- 
fringed. If they can understand it without a 
model, I am not aware of any rule of law 
which requires a model, or drawing, to be 
set forth, or which makes void an intelligible 
specification of a mechanikal improvement^ 
merely because no drawijpg or model is an« 
nexed. In the present case, the want of a 
drawing or a model did not occasion any diffi- 
culty tp the jury : they have expressly decid* 
ed, that Mr. Watt has the merit of a new and 
useful invention ;' and that this invention was 
infringed by the defendant How then can I 
say that they could not understand it for want 
of a drawing? especially, when they have 
added that the specificati(Hi is sufficieot to 
enable a mechanic, acquainted with fire ei>- 
gmes previously in use, to construct fire en- 
gines producing the effect of iessemuig the 
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coDsumption of fuel and steam, upon the prin* 
eiple invented by the plaintiff For tliese 
reasons, I think the second objection, that no 
particular ei^ine is set forth, is not of suffi- 
cient weight to destroy the effect of the pa- 
tent. 

Hecih^ J.* — This patent is expressly for a 
new invented method for lessening the con- 
sumption of steam and fuel m fire engines^ — 
It appears that the invention of the patentee 
is original, and may be the subject of a pa- 
tent ; but the question is, inasmuch as his in- 
vention is to be put in practice by means of 
machineiy, whether the patent ought not to 
have been for one or more machines ; and 
whether this is such a specification as entitles 
him to the monoply of a 9M(fcoc2? If method 
and machinery had been used by the patentee 
as convertible terms, and the same conse- 
quences would result from both, it might be 
too strong to say that the inventor should 
lose the benefit of his patent, by the misap- 
plication of his term. In truth, it is not so. 
His coimsel have contended for the exclusive 
monopoly of a method of lessening the con- 
sumptioQ of steam and fiiel in fire-engines, 

* 

* The opinion of Judgei Heath and Butler in this came are 
controverted, in the case of Homblower and Maberly against 
Botaton and Watt, cited hereafter. 
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and that therefore would better answer the 
purposes of the patentee, for the method is 
a principle reduced to practice ; it is in the 
present instance the general application of a 
principle to an old machine. There is no 
doubt that the patentee might hare obtained 
a patent for his machinery, because the act 
of parliament he obtained acknowledged his 
patent, and he himself^ in 1782, procured a 
patent for his invention of certain new im- 
provements upon steam and fire engines, for 
raising water, &p. which c(»itained new pieces 
of mechanism, applicable to the same. Upon 
this statement, the following objections arise 
to the patent, which I cannot answer, viz. : 
that if there may be two different species of 
patents, the one for an application of a prin- 
ciple to an old machine, and the other for a 
specific machine, one must be good, and the 
other bad. The patent that admits the most 
lax interpretation should be bad, and the 
other alone conformable to the rules and 
principles of common law, and to the statute 
on which patents are founded. The statute 
21 Jac. 1. prohibits all monopolies reserving 
to the king by an express proviso, so much of 
his ancient prerogative as shall enable him 
to grant letters patent, and grants of privi- 
leges for the term of fourteen years, or un- 
der, of the sole working or making of any 
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maimer of new mamifactures within this reaJmi 
to the true and first inventor and inventors of 
such nwmfaetures. Watt then falls within 
the scope of this (H'oviso. Such manufao* 
tures as are reducible to. two classes. Th^ 
first class includes machinery; the second^ 
substances, such as medicines- f<H*med by 
chemical and other processies, where the visi^ 
lie substance is the thing produced j and that 
which operates preserves no permanent form* 
In the first claas^ the machine, and in the sec* 
ond, the substance produced, is the subject of 
the patent. I approve of the term motiii/ac^ 
ture in the statute, because it precludes aH 
nice refinements; it gives us to understand 
the reason of the proviso ; that it was intror 
duced for the benefit of trade. That which 
is the subject of a patent, ought to be specifi- 
ed ; and it ought to be that which is vendi- 
ble ; otherwise it cannot be a manuSaicture : 
this is a new species of manufacture ; and the 
novelty of the language, is sufficient to excite 
alarm. It has been urged that the other pai- 
tents have been litigated and established : &r 
instance, Dolland's, which was for a refracting 
telescope. I consider that as subsequently 
an improved machine* A patent for. an im- 
provement of a refiracting tekscope, and a pa- 
tent for an improved refractii^ telescope, are 

in substance the same ; the same specification 
11 
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would serve for both patents : the new or- 
ganization of the parts is the same in both. 
I asked in the argument for an instance of a 
patent for a method ; and none such could be 
produced : I was then pressed with patents 
for chemical processes, many of which are 
for a method ; but that is from an inaccuracy 
of expression ; because the patent is in truth, 
for a vendible substance. To pursue this 
train of reasoning still farther ; I shall consid- 
er how far the arguments in support of this 
patent, will apply to the invention of original 
machinery, founded on a new principle. The 
steam engine furnishes an instance. The 
Marquis of Worcester, discovered in the last 
century, the expansive force of steam; and 
first applied it to machinery. As the original 
inventor, he was already entitled to a patent. 
Would the patent have been good applied to 
all machmery, or to the machine which he 
had discovered } the patent decides the ques- 
tion. // must be for the vendible mxitter^ and 
not for the principle. Another objection may 
be urged against the patent, upon the appli- 
cation of the principle to an old machine; 
which is, that whatever machinery may be 
hereafter invented, would be an infringement 
of the patent, if it be founded on the same 
principle. If this were so, it would reverse 
the clearest position of law respecting patents 



' 
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for machinery^ by which it has been ahoays hoi- 
den ; that the organization of a machine may 
be the subject of a patent j but principles cannot. 
If the argument for the patentee were cor- 
rect, it would follow, that where a patent was 
obtained for the principle, the organization 
would be of no consequence. Therefore, the 
patent /or the application of the principle^ must 
be as bad as the patent Jor the principle itself 
It has been argued by the patentee, that he 
could not specify all the cases in which his 
machinery could be applied The answer 
seems obvious, that what he cannot specify, 
he has not invented. . The finding of the jury, 
that steam engines may be made upon the. 
principles stated by the patentee, by a me- 
chanic acquainted with the fire engmes previ- 
ously in use, is not conclusive. 

This patent extends to all machinery that 
may be made on this principle ; so that he 
has taken a patent for more than he has spe- 
cified ; and as the subject of his patent is an 
entire thing, the want of a full specification, 
is a breach of the conditions, and avoids the 
patent Indeed, it ^eems impossible to speci- 
fy a principle, and its application to all cases; 
which furnishes an argument that it cannot be 
the subject of a patent It has been usual 
to examine the specification, .as a condition on 
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which tne patent was granted. I shall now 
<»m9ider It in another point of view. It is a 
dear pnnciple of law^ that the subject of ere^ 
rj grant must be certain. The usual mode 
has* been for the patentee to describe the subf 
^ jeet of 4t) by the specifications the patent and 
the specifioation must contain a full descrip 
fion. . Then ^ m this, &is in most other cases, 
the^ patent • would be Toid for the uncertaia 
description <^ this thing granted if it were not 
aided by statute* The grant of a method is 
net gocid, because it is uncertain : the specifi- 
cation . of a method) or the application of a 
principle is' equally sorfor-the reasons I have 
^egtedi. - , ; . 

BuBer J. It was expressly admitted in the 
argument, that there was no new particulars 
in the mechanism ; that it was not a machine 
or instrument which the plaintiiBT had mrent- 
ed; that mechamsm- was not pretended to be 
inrented » any d* its parts ; that this engii»* 
ccAisists of aH the same parts as. the old en- 
gine ; and that the particular mechanism, is 
not^neoes^ry to be considered. . The fact of 
there being titothii^ new in the engine, drove 
llie^eomsel to^di?gue o^ vety- wise grounds, 
^ to ^h upon 4he idea of maintaining a 
patent fdr^an idea ot principle ; ihough I 

tJUnMt Was admittaf]. diAt A.n»f»nf nrailA nrtf 
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be sustained for an idea or principle alone. 
The very statement of what a principk is^ 
proves it not to be a ground Jor a patent. It is 
the first ground and rule for surts and sciences, 
or in other words the elements and rudiments 
of them. A patent must he for some new pro- 
duction fron\ those elements, and not for the 
elements themselves. The arguments, which 
have been introduced, were very much cal- 
culated to keep clear of difficulties, which it 
was foreseen might be introduced into the 
case ; as 1st, That unless the principle can 
be supported as the ground of the patent, 
there may be some danger of confirming the 
defendants objection to it : — ^2ndly, That un- 
less the principle can be supported, it may 
open a fatal objection to the specification; 
because that does not state in what manner 
the new machine is to be constructed, how it 
varies from the old one, or in what way the 
improvements are to be added : or 3dly, Be« 
cause the patent embraces the whole princi- 
ple, and is founded on that alone ; but the in- 
vention is taken to consist of an improvement, 
or addition only. Another objection may 
arise, both to the patent and specification, 
viz : that the patent is granted for the whole 
engine, and not for the addition or improve- 
ment only. Perhaps it may be convenient 
and judicious to keep those objections as 
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much as possible in the back ground, and out 
of the view of the court ; but it is our duty 
to sift, and dive into the facts and circumstan- 
ces of the case, and the bearings and conse- 
quences of them, as far as our abilities or 
knowledge of the subject will admit. There 
is one short observation arising on this part of 
the case, which seems to me to be unanswer- 
able ; and that is, that if the principle alone 
be the foundation of the patent, it cannot pos- 
sibly stand, with that knowledge or discovery 
which the world were in possession of before. 
The eflFect, the power, and the operation 
of steam were known long -before the date of 
this patent : all machines which are worked 
by steam, are worked on the same principle ; 
the principle was known before ; and there- 
fore if the principle alone be the foundation 
of the patent, though the addition may be a 
great improvement, as it certainly is, yet the 
patent must be void, ah initio ; but then it 
was said, that though an idea, or a principle 
alone would not support the patent, yet that 
an idea reduced into practice, or a practical 
application of a principle, was a good founda- 
tion for a patent, and was the present case. 
The mere application or mode of using a 
thing, was admitted not to be a sufficient 
ground : for on the court putting the ques- 
tion, whether if a man by science, were to de- 
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vise the means of making a double use of a 
thing, known of before, he could have a pa- 
tent for that ? it was rightly and candidly ad- 
mitted that he could not The method and 
the mode of doing a thing are the same ; and 
I think it impossible to support a patent for a 
method only, without having carried it into 
effect, and produced some new substance, 
but here it is necessary to inquire, what is 
meant by a principle reduced to practice. It 
can only mean a practice founded on princi- 
ple, and that practice is the thing done or 
made ; or, in other words, the manufacture 
which is invented. This brings us to the 
true foundation of all patents, which must be 
the manufacture itself; and so says the stat- 
ute, 21 Jac. 1. c. 3. All monopolies, except 
those allowed by that statute, are declared 
to be illegal and void ; they were so at com- 
mon law ; and the sixth section excepts only 
those of the sole working or making any man- 
ner of new manufactures : and whether the 
manufacture be with, or without principle; 
produced by accident or art, is immaterial. 
UrUess this patent can be supported Jbr the man- 
ufacture^ it cannot he supported at all I am of 
opim'on, that the patent is granted for the 
manufacture ; and I agree that verbal criti- 
cisms ought not to avail ; but that principle 
in the patent, and engine in the act of Parlia- 
ment, mean, and are the same thing. Be- 
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sides, the declaration is founded on a right to 
an engine ; and therefore, unless the plaintiffs 
can make out their right to that extent, they 
must fail. In most of the instances of the 
different patents mentioned, the patents were 
for the manufacture, and the specification 
rightly stated the method hy which the man- 
ufacture was made : but none of them go the 
length of proving, that a method of doing a 
thing, without the thing being done, or actual- 
ly reduced into practice, is a good foundation 
for a patent. When the thing is done or pro- 
duced, then it becomes the manufacture, 
which is the proper subject of a patent. Dol- 
land's patent was for object-glasses ; and the 
specification properly stated the method of 
makii^ those glasses. And as I mentioned in 
the course of the argument, the point con- 
tested in that case was, whether Dolland or 
Hall was the first ^nd true inventor within 
the meaning of the statute. Hall having first 
made the discovery in his own closet, but nev- 
er made it public ; and on that ground Dol- 
land's patent was confirmed* Mechanical 
and chemical discoveries, all come within the 
description of manufactures: and it is no 
objection to either of them, that the articles 
of which they are composed were known, 
and were in use before, provided the comr 
pound Micky which is the object of the in- 
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vention is new. But then the patent tnust be 
for the specific compound, and not for all the 
articles or ingredients of which it is made. 
The first inventor of a fire engine could never 
have supported a patent for the method and 
principle of using iron. Nor could Dr. James, 
supposing his patent had been clear of other 
objections, have sustained a patent for the 
method and principle of using antimony. In 
the first place the patent must have been for 
the fire engine eo nomine^ and in the second, 
for the specific compound powder. Suppose 
the world were better informed than it is 
how to prepare Dr. James' fever powder, 
and ah ingenious physician should find out 
that it was a specific cure for a consumption, 
if given in particular quantities } I think it 
must be conceived that such a patent would 
be void ; and yet the use of the medicine 
would be new, and the effect of it as materi- 
ally different from what is known, as life is 
from death. So in the case of the late dis- 
covery, which as far as experience has hith- 
erto gone, is said to have proved efficacious, 
that of the' medicinal properties of arsenic in 
curing agues, could a patent be supported for 
the sole use of arsenic in aguish complaints.^ 
The medicine is not new, and any patent for 
it, would be void. The case of water-tab- 
bies, which has been often mentioned in West* 
12 
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miiBter Hall, may afford some illustration of 
diis subject That invention first owed its 
rke to the accident of a man's S{nttii^ on a 
floor-cloth, which changed its colour; from 
whence he reasoned on the effect of inter- 
mixkig water with oils or colours, and found 
oat bow to make water-tabbies, and had his 
patent for water-tabbies only: but if he could 
have, had a patent for the princijJe of inter- 
Buxing water with oils or colours, no man 
could have had a patent for any distinct man- 
ufacture produced on the same principle, yet 
afi the floor-doth and the tabby are distinct 
substances, calculated for distinct purposes, 
fflij were unknown to the world before, a pa- 
tent for one would be no objection to a pa- 
tent foff another. 77ie true question in this 
case is whether the plaintiff ^s patent can be sup* 
ported Jhr the engine? I have alread)r said I 
aonsider; it as granted for the engine ; and if 
that be the ri^t construction of the patent, 
that alone lays all the argianents about ideas 
and principles out of the case. The objec- 
tions to this patent, as a patent for the engine 
are two, 1st. That the £bre engbe was known 
before.: and secondly, though ^ the jJaintiff's 
ioveotion consisted only c^ an improvement of 
4he old machine, he .has taken a patent for 
the whole machine, and not for the improve- 
jnentr alone. As to the first, the fact i^ich 
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the [Jaintiff's counsel were forced repeated^ 
Ij to admit, viz. that there was nothing new 
in the machine, is decisive against the patent. 
And the second objection is equally {atal : thai 
' a pateni for w^ addition or improvement may 
be maintained is a point which has never been 
decided. For of late times, whenever the 
point has arisen, the inclination of the court 
has been in favour of the patent or the im- 
provement ; and the pso'ties have acquiesced, 
when the objection might have been brought 
directly before the court* ^^In Morris vs, 
Branson, which was tried at the session aftctr 
Easter term, 1776, the question was whether 
a patent for making oilet holes or net work, 
m silk, thread, cotton, or worsted, and which 
was dmie only by an addition to the old stock- 
ing frame was valid? Lord Mansfield ssiid 
that he had paid great attention to it and 
mentioned it to all the Judges. And that if 
the general point of law, viz. that there can 
be no patent for an addition only was with 
the defendant, it was open on the record, and 
he might move in arrest of judgment ; but 
that the objection would go to repeal almost 
every patent that ever was granted."* There 

• The United States^ law of February 21, 1793 expressly 
grants the right of obtaming a patent for a ^^ new and useful 
improvemeni on any art, machine, manufacture, or composition 
of matter,^^ and decisions in England allow of patents for the 
same pujpose. 
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was a verdict for the plaintiff with 500L dam- 
ages, and no motion was made in arrest of 
Judgment Though his lordship did not 
mention what were the opinions of the judges, 
or give any direct opinion himself, yet we may* 
safely collect that he thought, on great con- 
sideration, that the patent was good; and 
though the objection was taken at the trial 
it was not afterwards generaUy persisted in : 
since that time it has been the generally re- 
ceived opinion in Westminster-Hall that a 
patent for an addition only was good : but it 
must be for the addition only and not for the 
old machine too. In Jessop's case for an im- 
provement in watches, the patent was held to 
be void, because it extended to the whole 
watch, and the invention was of a particular 
movement only. It was admitted that the 
patent should be appUed to the invention it- 
self; but it yvBB contended, that if in conse- 
quence the patent gave a right to the whole 
engine, that would be no objection. To this 
I answer, that if the patent be confined to 
the invention, it can give no right to the en- 
gine^ or to any thing beyond the invention it- 
self. When a patent is taken for an improve- 
ment only, the public have a right to pur^ 
chase that improvement by itself, without be- 
ing encumbered with other things. A fire 
engine, of any considerable size will cost about 
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]200il and suppose the alteration made by 
the plaintii!^ with a fair allowance of profit, 
would cost 50/1 or 100/. is it to be maintain- 
ed that all the persons who already have fire 
engines, must be at the expense of buying 
new ones from the plainti£^ or be excluded 
from the use of the improvement ? So in the 
case of the watch, may not other persons in 
the trade buy the new improvement and 
work it up in watches made by themselves ? 
Where men have neither fire engines nor 
watches, it is highly probable that they will 
go to the inventor of the last and best im- 
provements for the whole machine : and if 
they do, it is an advantage which the invent- 
or gets from the monopoly vested in him. 
But here the plaintij9i claim the right to the 
whole machine. To that extent their right 
cannot be sustained, and therefore I am of 
opinion that there ought to be judgment for 
the defendant. 

Eyre^ CL /. Patent rights are no where 
that I can find, accurately discussed in our 
books ; we must therefore resort to the stat- 
ute, 21 Jac. 1. c. 3. we there find a monopoly 
defined to be " the privilege of the sole buy- 
ing, selling, making, working, or using any 
things within this realm ;" and this is general- 
ly condemned as contrary to the fundamental 
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law of the land : but the 5th and 6th sections 
of that statute, ^'save letters patent, and 
grants of priyileges of the sole working or 
making of anj manner of new manufactures, 
within this realm, to the first and true inven- 
tor, or inventors of such manufoctureSj with 
this quahfication ; so they be not contrary to 
the law, nor mischievous to the state,'' in 
these three respects ; first, ^ by raising the 
prices of commodities at home:'' secondly, 
** by being hurtful to trade ;" or thirdly, ^ by 
being generally inconvenient." According to 
the letter of the statute, the saving goes only 
to the sok working and making ; the. sole buy- 
ing and using, remain under the general pro- 
hibition ; and with apparent good reason for 
so remaining, for the exclusive privilege of 
buymg, selling, and using, could hardly be 
brought within the qualification of not beii^ 
contrary to law, and mischievous to the state, 
in the respects which I have mentioned. I 
observe also, that according to the letter of 
the statute, the words ^ any manner of new 
mmmfactwre^^ in the saving, fall very short of 
the words any thdng, in the first section. 

It was admitted in the argument at the bar, 
that the word manufacture in the statute, was 
of extensive signification; that it applied not 
only to things made, but to the practice of 
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making ; to principles carried into practice in 
a new manner ; to new results of princijJes, 
carried into practice. Let us pursue this ad« 
missioa Under things made, we may class, 
in the first plslce, new compositions of things, 
such as manufactures, in the most ordinary 
sense of the word: secondly, all mechanical 
inventions, whether made to produce old or 
new effects ; for a new piece of mechanism, 
is certainly a thing made. Under the practice 
of making, we may class all new artificial 
manners of operatii^ with the hand, or with 
instruments in common use; new processes 
in any art, producii^ effects useful to the pub* 
lie. When the effect produced, is some new 
substance, or composition of things, it should 
seem that the privilege of the sole making, 
or working, ought to be for such new sub- 
stance, or composition, without regard to the 
mechanism or process, by which it has been 
produced; which though perhaps also new, 
will be only useful as producing the new sub- 
stance. Upon this ground, DoUand's patent, 
was perhaps exceptionable ; for that was for 
a method of producing a n6w object glass, in- 
stead of being for the object glass produced. 
If Dr. James' patent had been for his method 
of preparing his powders, instead of the pouy 
ders themselves, this patent would have been 
objectionable on the same ground. When 



96 lAW OF PATENTS. 

the effect produced, is no substance, or com- 
postion of things, the patent can only be for 
the mechanism, if new mechanism is used; or 
for the process, if it be a new mode of oper- 
ating, with or without, old mechanism, bj 
which the effect is produced. To illustrate 
this, the effect produced by David Hartlej^s 
bvention for securing buildings from fire, is 
no substance or composition of things. It is 
a mere negative quality, the absence of fire. 
The effect is produced by a new method of 
disposing of iron plates in buildings. In the 
nature of things, the patent could not be for 
the effect produced. I think it could not be 
for the making the plates of iron, which, when 
disposed in a particular manner, produced the 
effects ; for these things are in common use» 
But the invention consisting in the method of 
disposing these plates qfiron^ so as to produce 
their effect, and their effect, being an useful 
and meritorious one; the patent seems to 
have been very properly granted to him, for 
his method of securing buildings from fire ; and 
this compendious analysis of new manufactures^ 
mentioned in the statute, satisfies my doubts, 
whether any thing could be the subject of a 
patent, but something organized, and capable 
of precise specificatioa But for the more 
satisfactory solution of the other points, which 
are made in this case, I shall pursue this sub* 
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ject a little farther. In Mr. Hartley's metb- 
od, plates of iron are the means which he 
employs ; but he did not invent these means, 
the invention wholly consisted in the new 
manner qfusing^ or I would rather say of dis» 
posing of a thing in common fise ; and which 
thii^ every man might make at his pleasure ; 
and which therefore I repeat, could not in 
my judgment be the subject of the patent. 
In the nature of things, it must be that in the 
carrying into execution any new invention, 
use must be made of certain means proper 
for the operation. Manual labour to a cer- 
tain degree must always be employed, the 
tools of artists frequently ; often things man- 
ufactured, but not newly invented, such as ' 
Hartley's iron plates ; all the common uten- 
sils used in conducting any process, and so up 
to the most complicated machinery that the 
art of man ever devised. Now let the merit 
of the invention be what it 'may, it is plain 
that the patent, in almost all these cases, can- 
not be granted for the msans by which it acts^ 
for in them there is nothing new, and in some 
of them nothing capable of appropriation. 
Even where the most complicated machinery 
is used, if the machinery itself is not newly in- 
vented, but only conducted by the skill of the 
inventor, so as to produce a new effect, the 

patent cannot be for the machinery. In Hart- 
13 
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ley's case if ccnild not be for the ^eci pro- 
duced, because the effect as I have already 
observed, is merely negative, though it was 
meritorious. In the list of patents with which 
I have been furnished, there are several for 
nmo methods d manufacturii^ articles in com- 
mon use, where the sole merit and the whole 
effect are the saving of time and expense, 
and thereby lowerii^ the price of the article,^ 
and introducing it into more general use. 
Now I thiidc these fMthods may be said to be 
neniQ ffuxnujaeturesj in one of the common ac**^ 
' oeptations of the word, as we speak of the 

manufactures of glass or any other thing of 
that kkid. The advantages to the public 
from improvements of this kind are beyond 
all calculation important to a commercial 
country, and the ingenuity of artists who turn 
their thoughts to such improvements, is in it- 
self deservmg of encouragement ; and, in my 
aj^rehensioQ it is strictly s^eeable to the 
spirit and meaning of the statute of Jac. 1, 
that it should be encoulraged : and yet the 
validity of these patents, in point of law must 
rest upon the same foundation with that of 
Hartley^s. 

The patent cannot be for the e£fect pro- 
duced, for it is either no substance at all, or 
what is exactly the same thing as to the ques- 
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tioD upon a patent, no new substance, but an 
old one, produced advantageously to the pub* 
lie It cannot be for the mechanism, for 
there is no mechanism employed It must 
then he for the m^hod ; and I would say in 
the yery significant words of Lord Mmsfidi^ 
in the great case of the copy right, it must 
be for method^ detached Jfrom all physieal 
^^sience v^hattver. And I think we should 
well consider what we do in this case, that 
we may not shake the foundation upon which 
these patents stand. Probably I do not over* 
rat^ it, when I state that two thirds, I believe 
I might say three fourths, of all patents grant*- 
ed since the statute passed, are for methods 
qfoperatit^f and of manufacturing ; producing 
no new substances, and employing no new ma« 
chinery. If the list were examined, I dare 
say there might be fifty patents, for methods 
of producing all the known salts, either the 
simple salt, or the old compounds. The dif* 
ferent sorts of ashes used in maufactures, are 
many of them inventions of great merit ; ma* 
ny of them, probably, merely speculations of 
wild projectors : the latter ought to fall, the 
former to stand* If we wanted an illustration 
of the possible merit of a new method of ope- 
rating with old machinery, we might look to 
the identical case now in judgment hetote the 
court. If we consider into what general use 
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fire engines have come ; that our mines canh 
not be worked without them ; that they are 
essentially necessary to the carrying on many 
of our principal manufactures ; that these en- 
gines are worked at an enormous expense in 
coals, which, in some parts of the kingdom, 
can with difficulty be procured in large qua]> 
tities; it is most manifest that any method 
found out for lessening, the consumption of 
steam in the engines, which, by necessary 
consequence, lessens the consumption of coals 
expended in working them, will be of great 
benefit to the public, as well as to the indi- 
vidual, who thinks fit to adopt it. And shall 
it now be said, after we have been in the 
habit of seeing patents granted, in the im- 
mense number in which they have been 
granted, for methods of vsing old machinery^ 
to produce substances that were old, but in a 
more beneficial manner ; and also for produc- 
ing negative qualities, by which benefits re- 
sult to the public, by a narrow construction 
of the word manufacture in this statute ; that 
there can be no patent for methods producing 
this new and salutary effect, connected, and 
intimately connected as it is, with the trade 
and manufactures of the country ? This, I 
confess, I am not prepared to say. An im- 
proper use of the word principle in the speci- 
fication, ,set forth in this case, has, I think. 
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Served to puzzle it. Undoubtedly there can 
be no patent for a mere principle ; but for a 
principle so far embodied and connected with 
corporeal substances, as to be in a condition to 
€ict, ' and to produce efficts in any artj trade^ 
mystery^ or manual . occupation^ I think there 
may be a patent. Now this is, in my judgment, 
the thing for which the patent stated in the 
case, was granted ; and this is what the spe- 
cification describes; though it miscals it a 
principle. It is not that the patentee has con- 
ceived an abstract notion, that the consump- 
tion of steam in fire engmes may be lessened ; 
but he has discovered a practical manner of 
doing it ; he has taken the patent. Surely 
this is a veiy different thing from taking a 
patent for a principle ; it is not for a principle^ 
h\xt for a process. I have dwelt more largely 
on this part of the case, because, in my ap 
prehension, this is the foundation upon which 
the whole argument will be found to rest 
If, upon the true construction of the statute, 
there may be a patent for a new method of 
manufacturing or conducting, chemical pro- 
cesses, or of working machinery, so as to pro- 
duce new and useful effects ; then am I war- 
ranted to conclude, that this patent was in its 
ori^nal creation good. I wUl next consider 
the specification, before I proceed to the con- 
sideration arising upon the statute for contin- 
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tui^ this patent The specification has re* 
ference to the patent, and not to the statute ; 
and therefore it will be proper to consider it 
in this stage of the alignment I distinctly 
admit, that if this patent is to be taken for a 
patent for a fire engine, the specificaticMfi is 
not sufficient: it is not a specification of 
mechanism of any determinate form, having 
component parts, capable of precise arrange* 
ment, and of pai'ticular descriptioa On the 
other hand, if the patent is not for a fire en- 
gine, but in effect for a manner of working a 
fire engincj 8o as to lessen the cpnstnnption of 
stearn^ which, as I conceive, the words of the 
patent import ; let us see whether this speci- 
fication does not sufficiently describe the man- 
ner of working the fire engines, so as to pro*- 
duce the effects expressed in the patent ; and 
whether the only objection to this specifica* 
tion, is not that it is loaded with a redundan- 
cy of superfluous matter. 

The substance of the invention is a discov- 
ery, that the condensing the steam out of the 
cylinder, the protecting the cylinder from the 
external air, and keeping it hot to the degree 
of steam heat, will lessen the consumption of 
* steam. This is no abstract principle ; it is, 
in its very statement, clothed with practical 
application. It points out what is to be done^ 
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in order to lessen the consumption of steam. 
Now the specification of such a discovery, 
seems to consist in nothing more than saying 
to the constructor of a fire engine, ^ for the 
future, condense your steam without the body 
of the cylinder, instead of condensing it within 
it : put something round the cylinder to pro- 
tect it from the external air, and to preserve 
;the heat within it; and keep your piston air 
tight without water.'' Any particular man- 
ner of doing this, one should think, could hard- 
ly need to be pointed out ; for it can scarcely 
be supposed that a workman, capable of con- 
structii^ a fire engine, would not be capable 
of making such additions to it, as should be 
necessary to enable him to execute that which 
the specification requires him to do. But if 
a very stupid workman should want to know 
how to go about this improvement, and in 
answer to this question, was directed to coi>- 
duct the steam, which was to be condensed, 
from the cylinder into a close vessel, to keep 
the close vessel in a state of coldness, sufii- 
cient to produce condensation, and to extract 
from it any part of the steam which might 
not be condensed by the pump ; and was also 
told to inclose the cylinder in a wooden case, 
and use a resinous substance, instead of water, 
to keep the piston air tight ; can it be imag- 
ined that he would be so stupid as not to be 
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able to execute this improvement, with the 
assistance of these plain directions ? If any 
man could for a moment imagine that this 
was possible, I observe that difficulty is put 
an end to, because the jury have found that a 
workman can execute this improvement in 
consequence of the specification. Some ma- 
chinery, it is true, must be employed ; but the 
machinery is not of the essence of the inven- 
tion,' but incidental to it. The steam must 
pass from the cylinder to the condensing ves- 
sel ; for which purpose, there must be a valve 
to open, a pipe to convey, and a vessel to re- 
ceive the steam. But this cannot be called 
new invented machinery, whether considered 
in the parts or in the whole ; and therefore 
there can be no patent for this addition to 
the fire engines. Suppose a new invented 
chemical process, and the specification should 
direct that some particular chemical substance 
should be poured upon gold in a state of fusion ; 
it would be necessary, in order to this opera- 
tion, that the gold should be put in a crucible, 
and should be melted in a crucible ; but it 
would hardly be necessary to state in the 
specification, the manner in which, or the 
utensils with which, the operation of putting 
gold into a state of fusion, was to be performed. 
They are mere incidents, with which every 
man acquainted with the subject, is familiar. 
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Some objections were made, in the comise 
ef the argument at the bar, on its being left 
imascertained, both in the specification and 
case, to what extent the consumption of steam 
would be lessened by the invention ; but the 
method does not profess to ascertain this : it 
professes to lessen the consumption, and to 
make the patent good, — the method must be 
capable of lessening the consumption to such 
extent as to make the invention useftd. More 
precision is not necessary, and absolute pre* 
cision is not practicable. The quantity of 
steam which will be saved in each machine, 
must depend on a great variety of circum* 
stances respecting each individual fire engine ; 
such as the accuracy of casting or boring the 
cylinder, or the dimensions of it ; the accura- 
cy of the workman in putting his apparatus to- . 
gether ; the care in keeping the cylinder in a 
proper degree of heat ; and the more or less 
perfect order for working, in which the en- 
gine is kept. All these circumstances will 
affect the quantity of steam that is to be les^ 
sened. 

Some weighty observations have been made 
upon parts of this specification; but these 
parts appear to me not properly to relate to 
the method described in the patent: they 
are rather intimations of new projects of im- 
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provement in fire engines ; and some of them, 
I am very ready to confess, either very loose- 
ly described, or not accurately ccmceived. I 
do not undertake to pronounce which, but 
one or the other is pretty clear. They are 
the fourth and fifth articles : the first, second, 
and third, appear to me to belong to this 
i^thod, and very cleariy to *point out and ex- 
plain the method, to every man who has a 
common acquaintance with the subject ; and 
to be intelligible even to those who are unac- 
quainted with it. If there be a specification 
to be lound m that paper, which goes to the 
subject of the invention, as described in the 
patent ; I thii* the rest may very well be 
rejected as «uperfluoiB. If, indeed, the de- 
fendant could have shown that he had* not 
pirated the invention, which is sufficiently spe- 
cified, but that what he hath done, hath a 
reference to another method of lessening the 
consumption of steam, to which the question- 
able parts of the specification were meant to 
relate ; the objections which have been allud- 
ed to, might have been taken both to the pa- 
tent and specification. But I would observe 
here, that with regard to this, and some other 
difficulties there is no question reserved in 
this tase respecting the infringement of the 
patent. The general fact only is stated ; that 
it has been kifiringed by the defendant ; and 
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in the consideration of a case reserved, we 
are not to search for difficulties^ upon which 
the parties hare not proposed to state any 
point to us for our judgment, and into which, 
I think, we are not at hbertj to go. The 
difliculty which struck me, as it did my broth- 
er Btdler^ with respect to the declaration^ is 
applied to the patent as it originally stood i 
not as it now stands, continued by act of Par* 
liament. If we were at liberty to go into it, 
that difficulty might perhaps produce a noAp 
suit, and that nonsuit a new action, in wludi 
the difficulty would be removed. But this 
cause was instituted to try the merits of the 
patent : I thought, therefore, that a formal r 

objection was very wisely ov^looked. Sup* 
posing then the difficulties npcxk the patent it* 
self and the specification, to be got over, the 
act of Parliament remains to be considered* 
The objection stated in the stroi^est maimer, 
would amouirt to this ; that the act continues 
a patent for a nmchdm^ when in fact the pa* 
tent is for a procese. It is to be observed 
that there is nothing technical in the compo 
sition or language of an act of Parliament 
In the exposition of statutes, the intent of 
Parliament is the guide. It i^ exf^e$sly laid 
down in our books, (I do mt Hiere speak of 
penal statutes,) that eveiy st^tutts ought tp 
be expoimded, not aopopdiiig to the letter, 
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but to the intent: 2 Roll. Abn 118. Plowd* 
350, 363. This doctrine has been carried 
into effect by cases. Though a corporation 
be misnamed in an act of Parliament, if it ap» 
pears that the corporation was intended, it is 
sufficient : 10 Ca 576. So the statute of quia 
emptares terrarum^ has said that every one 
shall hold of the Lord paramount secundum 
quantitatem terras; but this shaU be constiiied 
secundum valorem terras^ for so was the intent : 
Plowd. 10, 57. We all know that an act of 
Parliament may be extended in equity. 

No authority has been cited which amounts 
to proof, that a mistake in point of descrip- 
tion in an act of Parliament of this nature, 
when the true meaning can be discovered, 
stad when there is a foundation on which the 
act can be supported, shall vitiate it. The 
case cited from Plowden, differs essentially 
from this case. The act of Parliament in 
that case gave effect to a supposed legal 'at- 
tainder, and proceeded upon it altogether. 
If the ground work fell,and there was no le- 
gal attainder, nothing remained ; the suppos- 
ed attainder in that case fell, consequently all 
fell. Now the diflference between that case 
and the {present, is this, here the true patent 
meant to be described, exists ; andonay there- 
fore be a ground work to support the act. 
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This case was compared to^ the case of the 
king beiog deceived in his grant But I am 
not satisfied that the king proceeding by, and 
with advice of Parliament, is in that situation, 
in respect of which he was under the special 
protection of the law ; and that he could on 
that ground, be considered as deceived in his 
grant : no case was cited to prove that posi- 
tion. The objection on the act of Parlia- 
ment, is of the same nature as one of the ob- 
jections to the specification. The specifica- 
tion calls a method of lessening the consump- 
tion of fuel in fire engines, a principle^ which 
it is not : the act calls it an engine, which per- 
haps also it is not : but both the specification 
and the statute, are referable to the same 
thing ; and when they are taken with their 
correlative, are perfectly intelligible. Upon 
the wi^er ground, I am therefore of opinion, 
that the act has continued this patent A 
narrower ground was taken in the argument, 
which was to expound the word engine^ in the 
body of the act, in opposition to the title of 
it, to mean a method ; and I am ready to say, 
I would resort to that ground if necessary, in 
order to support the patent ut res magis vcdeat 
quam pereat. But it is not necessary ; for let 
it be remembered, that though monopolies in 
the eye of the law, are odious, the considera- 
tion of the privilege created by this patent, is 
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meritorious; because, to use the words of 
Lord Coke, ** the inventor bringeth to, and 
for the commoniirealth, a new manufacture, 
by his invention, costs and charges." I con- ' 
elude therefore, that the judgment of the 
court ought to be for the plaintiff 

The principles advanced in this case, by 
judges Rooke and Eyre, were corroborated 
by the unanimous opinions of the judges of 
8 Duni. the King^s bench, in the case of HornblovFer 
*"95. ' and Maberly, against Boulton and Watt, in 
Error 8. T. R. 95. The defendants below, 
pleaded not guilty; and a general verdict 
having been found for the plaintiffs below, 
and judgment given for them by the Court of 
Common Pleas, the defendants brought a writ 
of error; and besides the general error as- 
signed for error, that the invention for which 
the letters patent were granted, is not an in- 
vention of any formed or organized machine, 
instrument or manufacture, but of mere prin- 
ciples only, for which no such letters patent 
could by law be granted. The court deliv- 
ered their opinions seriatim^ as follows. 

Lord Kenyon^ Ch. J. It was rather from 
a deference to the very respectable opinions 
given in the Court of Common Pleas, on the 
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former oceasion,"^ than from any doubt we 
entertained on the subject that a second ar* 
gument was awarded here ; but the case 
haying been most ably argued, and every ar- 
gument advanced at the bar that bears upon 
it, I wish to deliver my opinion now, to pre- 
vent any farther delay to the parties interest- 
ed. I confess I am not one of those who 
greatly favour patents ; for though in many 
instances, and particularly in this, the public 
are benefited by them ; yet on striking the 
balance upon this subject, I think that great 
oppression is practised on inferior mechanics, 
by those who are more opulent. The prin- 
cipal objection made to the patent by the 
plainti^ in error, is that it is a patent for a 
philosophical principle only, neither organiz- 
ed, or capable of being organized ; and if the 
objection were founded in fact, it would be 
decisive ; but I do not think that it is so ; as 
Lord Hardwicke said upon another occasion, 
there is no magic in words. The questions 
here are, whether, by looking at the patent 
as explained by the specification, it does not 
appear to be a patent for a new manufacture ; 
and whether the specification is not sufficient 
to enable a mechanic to make the thing des- 
cribed ? The jury have not, indeed^ answer- 

* See tbe case of Boulton and Watt vt. Bull, quoted last 
above. 
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ed those questions in the aflirmative, in terms ; 
but they have .impliedly done so, by finding a 
general verdict for the defendant below. By 
comparing the patent and the manufacture 
together, it evidently appears that the paten- 
tee claims a monopoly for an engine or ma- 
chine, composed of material parts, which are 
to produce the effect described ; and that the 
mode of producing this, is so described as to 
enable mechanics to produce it. Having said 
thus much, it appears that the subject, so far 
as we have to treat of it, is exhausted. I 
have great respect for the contrary opinions 
that are given in the Common Pleas; and 
probably if I had been called upon on a sud- 
den to determine upon this case, I should 
have been at a loss to decide. But having 
now heard every thing that can be said on 
the subject, I have no doubt in saying this is a 
patent for a manufacture, which I understand 
to be something made by the hands of man. 

AshuTst J. Every new invention is of im- 
portance to the wealth and convenience of 
the public ; and when they are enjoying the 
fruits of an useful discovery, it would be hard 
on the inventor to deprive him of his reward. 
In this case the jury have found by their ver- 
dict, that all allegations in the declaration 
were proved; one of which was, that the iu- 
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ventor had, by his specification, particularly 
described the nature of his invention, and the 
manner in which it was to be performed, and 
haying thus complied with the terms of the 
patent, I think he is in point of law as well as 
justice entitled to the benefit, which the pa- 
tent and the act of Parliament intended to 
confer on him. 

Grose J. This is an action for violating 
that right supposed to have been given orig- 
inally for 14 years, by the patent in 1769, and 
contended to be continued to James Wattj his 
representatives and assigns, for 25 years, by 
the statute in 1774, The statute recites the 
patent, the benefit of which is now deteiv 
mined by the flux of time ; and therefore the 
action can only be sustained on the continu- 
ance of the benefit to the patentee by the le- 
gislature. The statute, however, expressly 
provides that every objection in law, compe- 
tent against the patent, shall also be compe- 
tent against the statute, that is, against the 
benefit to be derived to the patentee under 
the statute. The question then is, whether 
the patent be good in law ; in other words, 
whether it be conformable to the statute of 
the 21 Jac. 1. c. 3, s. 6, under which the plain- 
tifi^ or any party can alone claim the privi- 
lege of a monopoly. The power thereby re- 
15 
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served to the king is, ^ that any declaration 
before mentioned shall not extend to letters 
patent, and gfrants of privileges for the term 
of fourteen years or under, to be made fer the 
sole working or making of any manner of new 
manufhctures within the realm, to the true 
and first inventor or inventors of such manu- 
factures, which others at the time of making 
such letters patent shall not use ; so as also 
they be not contrary to the law, nor mischiev- 
ous to the state, by raising the prices of com- 
modities at home, or hurt of trade, or gener- 
ally inconvenient'' The questions then upon 
this patent are, whether it be a patent for the 
sole workii^ or making any manner of new 
manufacture : whether the patentee weUe the 
first inventor ; whether it be contrary to law, 
mischievous to the state or to trade, or gen- 
erally inconvenient? By a proviso in the 
patent the patentee is bound particularly to 
describe and ascertain his invention, and in 
vyhat manner the same was to be performed, 
by an instrument under his hand and seal, ' 
" and cause the same to be enrolled in the 

Court of Chancery. On which another <jues- 
tJon arises, namely, whether the specification 
enrolled be snilicient. The aim of the legis- 
lature is dbrvious ; on the one hand it was to 
encourage ingenious artificers, and aWe and 
rtudious men to invent and brii^ forward for 
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the me of the public new manufactures, the 
produce of their ingenuity, bj holding out to 
them the reward of fourteen years monopoly: 
CMQ the other hand, to secure to the public the 
benefit of the discovery, by causing to be en** 
rolled a complete description of the thing to 
be done, and the manner of doing it, that oth* 
ers might be fully informed of it, and at the 
end of fourteen years be enabled to work or 
make the manufacture of which the patentee 
was the inventor. Upon some of the ques* 
tions there seems to be no doubt. There is 
no doubt on record, coujJed with the finding 
of the jury, that the patentee was the in* 
ventor of that which is stated in the decla* 
ration, to be (by whatever name it may be 
called) an invention, method, principle or 
maiMnfacture. Neither is it contended that 
the '* subject of the patent is mischievous to 
the state, hurtful to trade, or generally incon* 
venient" On the contrary, eveiy man's ex* 
perience, as far as report goes, tells him that 
the invention has infinite merit ; is for very 
many purposes highly beneficial to the public, 
and is in great request. As to the specifica* 
tion, I shall content myself with repeating 
what was said by one of the learned Judges 
of the Court of Common Pleas, that if the 
specification be such as will enable artists to 
adopt the invention , and make the manufae- 
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ture, it is sufficient It is ayerred in the de« 
claration, that the patentee did, in pursuance 
of the proyiso, particularly describe and ascer- 
tain the nature of the inyention, and in what 
manner the same was to be performed by an 
instrument in writing, under his hand and seal 
in the court of Chancery : that fact was ne- 
cessary to be proyed to entitle the plaintifli 
to a yerdict, and by the yerdict obtained, I 
consider that fact as ascertained and conclud- 
ed in their fayour. 

The important question is, whether it be a 
patent ^for the making or working of any 
manner of new manufacture.'' It is argued by 
the plaintiff in error, first, that it is a patent 
for a mere principltj and not a new mofmfacture^ 
and that nothing can be the object of a pa- 
tent but a new manufacture. 2dly, That if it 
be a patent iov^new rMmufatture^ namely, the 
steam engine^ it is not new^ and that the pa- 
tent should haye been for the addition only, 
and not for the whole engine. As to the first 
of these propositions, that under the statute 
of James, there camiot be a patent for a new 
principle, which this is contended to be, it is 
not necessary for me, in my way of considei;- 
ing the case, to form a decided opinion on 
that point ; for if I can shew that this is a 
patent for a new mmmfacturej whether a pa- 
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tent for a new principle be good or not will 
be immaterial. Upon that point I shall only 
say, that having veiy much turned the ques- 
tion in my mind, and weighed and considered 
again and again the words of the statute, spe- 
cifying what patents the crown may grant, 
upon which alone I conceive the question 
must ultimately depend, I am not prepared 
to say that a patent for a mere principle was 
intended to be comprehended in these words. 
It is indeed difficult to conceive that the le- 
gislature, in giving power to the crown to 
grant patents for the sole working or making 
of any manner of new manufacture intended a 
power to grant patents for any other purpose 
than that expressly mentioned. But as I said 
before, this is not material for me to deter- 
mine, inasmuch as it seems to me upon the 
best consideration that this is not a patent for 
a new principle, but for working and making 
a new manufacture, within the words of the 
statute. I have been led to adopt this opin- 
ion by considering, the words and description 
of the invention in the patent as referring to 
and explained by the specification, and the 
specification itself as a part of the patent. 
The ground on which I have felt myself at 
liberty so to do is this. The benefit to the 
public is from the specification, disclosing to 
the world how others may make and use the 
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same manufacture ; without the specification 
the public have not the information, and by 
the ccmdition of the letters patent, without 
the specification the patentee is not entitled 
to this monopoly. Providing therefore by 
the patent, that there must be a specification, 
and there being necessarily one in consequence 
of the proviso, I consider the patent and 
specification so connected t(^ether as to make 
a part of each other, and that to learn what 
the patent is, I may read the specification, 
and consider it as incorporated in the patent. 

Now the patent recites, that Mr. Watt 
had invented a method of lessening the con- 
sumption of fuel and steam in fire-engines ; 
it grants to him the sole use and exercise 
of that invention, upon condition that he 
would disclose the nature of the invention, 
and b what manner the same was perform- 
ed by an instrument enrolled. He does so, 
and that instrument describes the princijdes 
of the method, and the method by which 
those principles are to be carried into effect 
The method is founded on the principle of 
keeping the steam-vessel the whole time 
the engine is at work, as hot as the steam 
that is in it : this is to be done by the man- 
ufacture of a case of wood or some other 
material that transmits heat slowly, and by 
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surrounding it with steam^ or oth^r heated 
bodies, and suffering neither water or any 
other substance colder than steam, to touch it 
Secondly, he points out a mode of condensing 
the steam by yessek to be used distinct from 
the steam vessels, at some times, at others 
they are to communicate with them, which 
he calls condensers ; and these are new, at 
least not part of the old engine, and are to be 
kept as cold as the air in the neighborhood of 
the engines. Thirdly, he gives directions as 
to drawii^ out the air not condensed by the 
cold of the condenser. Fourthly, he states 
how he means to employ steam to press on 
the pston in given cases. Fifthly, he di- 
rects how steam vessels should be formed 
where rotatory motions, or motions round an 
axis, are required, namely, with weights and 
valves ; and directs how, in such case, the 
steam-vessel shall be supplied with steam, 
and how that which has done its office shall 
be discharged. And he also states a method 
by which the engine shaU be worked by the 
alternate contraction and expansion of the 
steam. This method, however, if not effect- 
ed or accompanied by a manufacture, I should 
hardly consider within the statute of James. 
But it seems to me that in this specification 
he does describe a new manufacture, by which 
his principle is realized, that is by which his 
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steam-yedsel is kept as hot as the steam, dur^ 
ing the time the engme is at work by which 
means the consumption of steam and fuel is 
lessened. Thus he specifies the particular 
parts requisite to produce the effect intended, 
and states the manner how they are to be ap 
plied. He describes the case of wood in 
which the steam vessel is to be inclosed, the 
engines that are to be worked wholly or par- 
tially, by condensation of steam, the vessels 
that he denominates condensers, and the 
steam vessels where rotatory matters are re- 
quired. Can it then be said that the makuig 
and combining of these parts is not some man- 
ner of new manufacture ? I cannot say that it 
is not But if that had been doubtful the 
verdict ascertains the fact. But then it is 
objected that the patent should have been 
for that manufacture ; whereas it is for prin- 
ciples which the specification describes. To 
which I answer, that the patent is not merely 
for principles, nor does the specification des- 
cribe principles only. The patent states the 
^principles on which the invention proceeds, 
and shews in the specification the manufac- 
ture, by means of which these principles are 
to take effect, which effect is to be the les- 
sening of the consumption of s^eam and fuel, 
by keeping the steam-vessel of one uniform 
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temperature with the steam, so long as the 
engine is worked- 

Taking it, however, as a patent for an en- 
gine, it is objected that the thing was made 
before, and that the patent should have been 
for the addition only, and not for the whole 
engine. But I do not consider it as a patent 
for the old engine ; but only for the addition 
to, or improvement o^ the old engine : and 
so the act of Parliament considers it. The 
old engine consumed too much steam and 
fuel ; and it was considered that by a case of 
wood, or of other materials that would trans- 
mit heat slowly, surrounding it with steam by 
the use of condensers, and doing that which 
was not done in the old engme, but is in this, 
the defects in the old engine might be cor- 
rected, and the new one by its additions, 
made more useful. Experiments were tried, 
as appears by the act of Parliament ; and the 
purpose for which these additions were made, 
is ultimately found to be completely attained 
by the methods pointed out in the specifica- 
tion. It possibly occurred to the inventor, 
that if the patent were to be obtained for the 
whole engine, it might be open to cavil ; and 
therefore he took out his patent, not for the 
engine, but for the invention of lessening the 

consumption of steam and Juel in fire engines. 
16 
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The method is disclosed in the specificatioQ ; 
and it is by the addition of what is there dis- 
closed, and bj managing it in the waj des- 
cribed. The patent, therefore, is only for 
the additi(X)aI improvement, as described in 
the specification ; and there is no pretence to 
say, tliat he claims, or could claim, the sde 
making of the (Jd engine. But a doubt is 
entertained, whether there can be a patent 
for an addition to an old manufacture. This 
doubt rests altogether upon Driscott's case : 
3 Ins. 184 ; and if that were to be consider- 
ed as law at this day, it would set aside many 
patents for very ingenious inventions, in cases 
where the additions to manufactures before 
existing, are much more valuable than the 
original manufactures themselves. I shall 
content myself with referring to what Lord 
Chief Justice Eyre said in this case, in the 
Court of ComoMKi Pleas, in answer to this pas- 
sage ; and to the case of Morris vs. Branson, 
cited by my brother Btdler upon the same 
|)oiEvt. If, indeed, a patent could not be grant- 
ed for an addition, it would be deprivHig the 
public of one of the best benefits of the stat- 
ute of James. Lord Coke's opinion, there- 
tfore, seeHis to ha^e been formed without due 
<50nsideration ; and modern experience shows 
tfcat it is not well founded. The statute, 15 
Geo. 3. (I observe,) secm-es to the patentee 
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the privilege of constructing and selling the 
engines in words : on which account, it haa 
been observed^ that it falsely recites the pa- 
tent, and therefore cannot operate in support 
of it : but the statute must have a reasonable 
eonBtniction, to suppo^rt^ rather than defeat, 
the kitentipn of the legislature in their grant ; 
and by attending to every part of the statute, 
it is obvious that the ei^ines, secured to the 
patentee, are such as are improved in the 
manner stated in the specification; and not 
the original fire engines. For the statute, 
reciting the patent, recites it as a grant of the 
benefit and advantage of making, and vending 
certain engines, hy him irmented^ for lessening 
the consumption of steam and fuel in fire engines. 
Now these were not the original fire engines, 
but the improved ones ; and those that were 
so improved, were the only ones invented for 
lessening the consumption of steam and fuel 
in fire engines : which shows that the legisla* 
ture considered the patent as a patent for the 
improvement of the engine, described in the 
specification ; and not as a patent for a mere 
method, or for the original fire engine. The 
subject is new to me, not affecting to be a me- 
chanic ; and I have had great difficulties in 
making up my mind upon it. I am inclined 
to think, however, that a patent cannot be 
grranted for a mere principle ; but I think that 
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although in words, the privilege granted, is to 
exercise a method in making or doing any 
thing, yet if that thing is to be done by any 
manufacture, and the mode of making that 
manufacture is described, it then becomes an 
effect : (by whatever name it may be called) 
not a patent for a mere principle, but for a 
manufacture, for the thing so made ; and not 
for the principle upon which it is made. 
Where then is the mischief to the public ; or 
how, in this case, is the intention of the legis^ 
lature defeated ? They intend that after the 
fourteen years, the public should, from the 
specification, be in possession of the manufac- 
ture, and the art of making it ; and that for 
those fourteen years, the patentee should 
have the monopoly of it as his reward. The 
patent is nothing without the specification; 
and the patentee can gain no advantage by 
it. It is also useless, unless the specification 
be such from which the public can gain infor- 
mation: therefore, whether the patent call 
the manufacture by its own name, or style it 
an invention, a mode, or method, or in any 
other manner, it signifies nothing; for the 
specification, describing the thing as required 
by the patent, must be resorted to, and may 
be fairly deemed a part of the patent itself. 
If that be so, I read this patent, and find that 
it IS for a method to be pursued, according to 
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the directions of the specification ; and look- 
ing to the specification, I see that by pursu- 
ing the method pointed out, a manufacture is 
produced by the ingenuity of the inventor, 
and of which the public are to have the ben- 
efit. Then the intention of the legislature is 
fulfilled; the public enjoy the fruits of the 
author's ingenuity, and the author enjoys the 
monopoly for a certain term. It signifies 
nothing to either, whether the patent be for 
the engine so made, or for the method of mak- 
ing it, if that method be sufficiently described 
in the specification. Upon these grounds, 
with that deference I ought to feel upon a 
subject with which I do not profess to be 
much conversant, my opinion is, that the judg- 
ment of the court ought to be affirmed. 

Laurence J. Two objections have been 
made by the plabtiffs in error; 1st, that this 
is not an invention for any formed or organiz- 
ed machine, instalment, or manufacture, but 
of mere principles only : 2ndly, that the spe- 
cification is' bad. As to the first, the claim 
of the plaintiffs below, is founded on the pro- 
viso in the statute of James, which allows the 
crown to grant patents in favour of new man- 
ufactures ; and therefore it must rest on the 
ground of Watfs having invented some new 
manufacture. If it were necessary to consid- 



■\ 
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er whether or not mere abstract (Nrinciples 
are the subject of a patent, I should feel 
great difficulty in deciding what thej are; 
but that consideration is unnecessary on the 
present occasion ; because by looking at the 
patent and the recital in the act of Parlia- 
ment, it appears that fVatt applied for, and 
obtained a patent for an enginey or mechanical 
carUrivance^ for lessening the consumption of 
steam in fire engines. The letters patent re- 
cite that he had invented a method of lessen- 
ii^ the consumption of steam, and grant to 
him the sole right of using the said invention 
for fourteen years. 

In order to see what the invention was, it 
is necessary to refer to the specification ; that 
states what the invention is, and that the 
method consists of certain principles, as they 
are called, which are described in the specifi- 
cation. Then followed the statute, which 
after reciting that the king had granted to 
Watt the sole benefit of making and vending 
certain engines^ invented by him, for lessening 
the consumption of steam in fire engines ; and 
that he had enrolled in the Court of Chance- 
ry, a description of the said engine, vests in 
him the sole right of makii^ and selling the 
said engines for twenty-five years- 
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From this, therefore, it is clear, that the 
legislature understood that the patent was 
for an engine for some mechanical contri- 
vance ; and the form of the patent and the 
specification does not contradict this. Engine 
and method mean the same thing, and may 
be the subject of a patent. ^ Method," prop- 
erly speaking, is only placing several things, 
and performing several operations, in the 
most convenient order : but it may signify a 
contrivance or device : so may an engine; and 
therefore, I think it may answer the word 
method. So " principle" may mean a mere 
elementary truth ; but it may also mean con- * 
stituent parts. And in effect, the specification 
is this ; " the contrivance, by which I lessen 
the consumption of steam, consists in princi- 
ples, that is, constituent and elementary parts ; 
a steam vessel, in which the powers of steam 
are to operate, to be kept as hot as the steam 
by a case ; a distinct vessel to condense the 
steam, and pumps to draw off such vapour as 
is likely to impede the motion of the fire en- 
gine, &c." That is the description of the 
thing, when put into different lat^age. 

Then taking this to be a patent for an en- 
gine, it is objected that the specification is 
bad. In considering that question, it is ne- 
cessary to see for what Mn Watt has obtain- 
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ed his patent He does not claim it for an 
improyement to a fire engine for any particu- 
lar purpose, e. g. for raising water out of 
mines, or any other specific thing : but his 
claim is generally to an invention, for lessen- 
ing the consumption of steam ; applicable to 
all fire engines, for whatever purpose they 
may be used, and whatever may be their con- 
struction; by an alteration and addition to 
parts, which are common to all, and upon 
which their powers of working depend. The 
objection ^hat requires a more full description - 
of the engine, goes the length of requiring a 
description of every engine, that is acted up- 
on, and worked by, the force of steam. But 
I do not think that if his specification had 
been so comprehensive, his invention would 
have entitled him to a patent for the sole 
vending and working the whole engine, so al- 
tered and improved : for such patent would 
have been more extensive than the thing in- 
vented. The patent must be supported as 
granted for an improvement, and addition to 
old engines, known and in use ; and I think 
that the patent is good in this point of view. 
For Watt claims no right to the construction 
of engines for any determinate object, except 
that of lessening the consumption of steam in 
fire engines. His patent supposes the exist- 
ence of such engines; and hi« contrivance. 
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method, or engiae, is for lessening the con- 
sumption of fuel in such fireNesisting engines, 
and for nothing else. In the argument, the 
engine to diminish the consumption of steam^ 
was ccxifounded with that which it was in* 
tended to improve. Some of the difficulties 
HI the case hare arisen from ciHisidering the 
word engine in its popular sense; namely, 
some mechanical contrirance to efi^t that to 
which human strength without such assist- 
ance is unequal ; but it may also signify, ^ de* 
vice," and that Watt meant it in that sense, 
and the legislature so understood, it is evident 
from the word " engine'' and ^ method" being 
used as convertible terms. Now there is no 
doubt but that for such a contrivance a patent 
may be granted, as well as for a more com- 
plicated machine ; it equally falls within the 
description of a manufacture, and unless such 
devices did fall within that description, no ad- 
dition, or improvement could be the subject 
of a patent If this be so, it only remains to 
be considered whether or not for the im- 
provement of fire engines. Watt has with suf- 
ficient accuracy stated a definite alteration or 
addition, which may be made in all fire en- 
gines, in such a way as to enable a workman 
to execute it : and it seems to me that he has. 
For he has directed him to make a vessel for 

the condensation, distinct from that in which 
17 
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th^ powers of steam operate, and to convey 
steam as occasion requires, from the cylinder 
to the condensing vessel ; to keep the cylin* 
der hot hj means distinctly described, and to 
extract by pumps the rapour which may im- 
pede the work. Therefore, it seems to me 
that he has giyen distinct directions for the 
purpose. • Whether those directions were or 
were not sufficient is not now a question for 
our decision ; it was a question for the de- 
termination of *the jury ; and they have de- 
cided it. 

..^ .^ At a Circuit Court of the United States, 

Wnitney 

ta. Carter, for the district of Georgia was tried the case 
of Eli Whitney vs. Isaiah Carter, for infring-^ 
ing' a right vested by patent for a new and 
useful improvement in the mode of ginning 
cotton. The plaintiff supported his declara- 
tion, by proving the patent, model and speci- 
fication, and proving the use of the machine in 
question by the defendant. He also intro- 
duced the testimony of several witnesses, re- 
siding in New-Haven, to prove the origin and 
progress of his invention 

The defendant rested his defence on tWo 
grounds. First, That the machine was not 
originally invented by Whitney. Second, that 
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the specification does not contain the whole 
truth relative to the discovery. 

General Mitchel, of counsel for the defend- 
ant, produced a model, which was intended 
to represent a machine used in Great Britain, 
for cleaning cotton, denominated the ^ Teazer 
or Devil." A witness was produced, who 
testified that he had seen in England, about 
seventeen years ago, a machine for separating 
cotton from the seed, which resembled in 
principle, the model now exhibited by the 
defendant. 

Another witness testified, that he had seen 
a machine in Ireland, upon the same princi- 
ciple; which was used for separating the 
motes from the cotton, before going to the 
carding machine. 

By the machine of which a model was ex- 
hibited, the cotton is applied in the first in- 
stance to the rollers, made of iron, revolving 
inversely. By these rollers, the fibres are 
separated from the seeds, and protracted 
within the sweep of certain straight pieces of 
wire, revolving on a cylinder, which tear and 
loosen the cotton as they revolve. It was 
contended by the defendant's counsel, that 
this model conforms in principle, to Mr. Whit- 
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ney's machme ; a&d that the evidence given 
in support of it, established the presumption^ 
that he must have derived the plan of his 
machine from a similar one, used in the man* 
ufactures in Great Britain* 

In support of the second ground of de- 
fence, evidence was produced to show that 
Mr. Whitney now uses, and that the defend- 
ant also uses teeth^ formed of circular plates, 
instead of teeth made of wire. And it was 
contended that this was a departure from the 
specification, and an improvement on the orig- 
inal discovery, which destroys the merit of 
that discovery, and the validity of the plaiiih 
tiff's patent. It was also contended that the 
plaintiff had concealed the best means of pro- 
ducing the effect contemplated. 

Mr. Noel, of counsel for the plamtiff, in op- 
position to the first ground of defence, stated 
two points : 1st, That if the principle be the 
same, yet the plaintiff's application of the prin- 
ciple being new, and for a distinct purpose, 
has all the merit of an original invention. 
2ndly, That the principle of Mr. Whitney's 
machine is entirely different from that exhib- 
ited by the defendant. He defined the term 
principle, as applied to the mechanic arts, to 
mean the elements and rudiments of those 
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arts ; or in other words, the first grounds and 
rule for them. That for a mere principle, 
a patent cannot be obtained. That neither 
the elements, nor the manner of combinii^ 
them, nor even the effect produced, can be 
the subject of a patent ; and that it can only 
be obtained (or the application of this effect 
to some new and useful purpose. 

To prove this position, several examples 
were stated of important inventions, for which 
patents had been obtained, which had result- 
ed from principles in common use; and an 
argument of a celebrated judge at Westmin- 
ster Hall was cited ; in which it was asserted 
^ that two thirds or three fourths of all pa- 
tents granted since the statute passed, are 
for methods of operating and manufacturing, 
producing no new substances, and employing 
no new machinery ; and he adds in the signi- 
ficant words of Lord Mansfield, ^ a patent 
must be for a method detached from all phy- 
sical existence whatever."* 

The second point was principally relied on : 
to wit. That the principle of Mr. Whitney's 
machine, is distinct from that produced by 
the defendant, and new in its origia 

• See anie p., 99. 
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It consists of teeth, or sharp metallic pcnnts, 
of a particular form and shape ; and its appli- 
cation is, to separate cotton from the seed : 
whereas, the principle of that model exhibit- 
ed by the defendant, and of every other ma- 
chine before invented, and used for the same 
or a similar purpose, consists of two small 
rollers, made of wood or iron. In illustration 
of this point, the plaintiff's council cited the 
following extracts from the opinion of the 
court, delivered by Judge Johnson, in Decem- 
ber term, 1807, in the case of Whitney and 
others vs. Fort, upon a bill of injunction. 

"To support the originality, of the inven- 
tion, the complainants have produced a varie- 
ty of depositions of witnesses, examined under 
commission, whose examinations expressly 
prove the origin, progress, and completion of 
the machine by Whitney, one of the co-part- 
ners. Persons who were made privy to his 
first discovery, testify to the several experi- 
ments which he made in their presence, be- 
fcwe he ventured to expose his invention to 
the scrutiny of the public eye. But it is not 
necessary to resort to such testimony to main- 
tain this point. The jealousy of the artist to 
maintain that reputation which his ingenuity 
has justly acquired, urged him to take unne- 
cessary pains on this subject. 
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^ There are circumstances within the know- 
ledge of all mankind, which prove the origin- 
ality of this invention more satisfactorily to 
the mind, than the direct testimony of a host 
of witnesses. The cotton plant, has furnished 
clothing to mankind before the age of Hero- 
dotus. The green seed is a species much 
more productive than the black, and by na- 
ture adapted to a much greater variety of 
climate; but by reason of the strong adher- 
ence of the fibre to the seed, without the aid 
of some n\ore powerful machine for separat- 
ing it, than any formerly known among us, 
the cultivation of it could never have been 
made an object. The machine, of which Mr- 
Whitney claims the invention, so facilitates 
the preparation of this species for use, that 
the cultivation of it, has suddenly become an 
object of infinitely greater importance than 
that of the other species ever can be. Is it 
then to be imagined that if this machine had 
been before discovered, the use of it would 
ever have been lost, or could have been con- 
fined to any tract of country left unexplored 
by comniercial enterprise ? But it is unne- 
cessary to remark further on this subject. 
A number of years have elapsed since Mr. 
Whitney took out a patent ; and no one has 
produced, or pretended to prove the existence 
of a machine of similar construction or use. 
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With regard to the utility of this dtsGovery, 
the court would deem it a waste of time to 
dwell loDg on this topic Is there a man who 
hears us, who has not experienced its utility ? 
The whole interior of the southern states 
was lai^ishing, and its inhabitants emigrat- 
ing, for want of some objects to engage their 
attention, and employ their industry, when 
the invention of this machine at once open- 
ed views to them which set the whole 
country in active motion. From cbfldhood 
to age, it has presented us a lucrative em- 
ployment. Individuals who were depressed 
with poverty, and sunk in idleness, have sud- 
deiJy risen to wealth and respectability. — 
Our debts have been paid off; our capitals 
increased ; and our lands have trebled in value. 
We cannot express the weight of obligation 
which the country owes to this invention ; the 
extent of it cannot now be seen ; some faint 
presentiment may be formed from the reflec- 
tion that cotton is rapidlv supplantii^ wool, 
flax, silk, and even furs, in manufactures, and 
may one day profitably supply the want of 
specie in our East-India trade. Our sister 
states also participate in the benefits of this 
invention : for besides affording the raw ma- 
terials for their manufactories, the bulkiness 
and quality of the article afford a valuable 
employment for their shipping. 
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The second objection relied on by the de- 
fendant was, " that the specification does not 
contain the whole truth respecting the disr 
covery." To this it was answered, that 'by 
the testimony it appears Mr. Whitney, in the 
original construction of his machine, contem- 
plated each mode of making the teeth, and 
doubted which mode was best adapted to the 
purpose. If the alteration, which forms the 
basis of this objection, has the merit of an 
improvement, how far does it extend ? An 
improvement, not in the principle, nor in the 
operation of the machine, but in making one 
of its component parts : merely in forming 
the same thing to produce the same effect by 
means somewhat different. In the case above 
cited. Judge Johnson remarked on this point 
as follows : — 

A Mr. Holmes has cut teeth in plates of 
iron and passed them over the cylinder. This 
is certainly a meritorious improvement in the 
mechanical process of constructing this ma- 
chine. But at last, what does it amount to 
except a more convenient mode of making 
the same thing ? Every characteristic of Mr. 
Whitney's machine is preserved. The coun- 
sel for Whitney admitted that an improve- 
ment in a particular part of the machine, 

would entitle the inventor to a patent for that 

18 



13^ LAW Of PAmfVS. 

specific part, but not for the whole machine, 
as in the case of Boulton vs. Bull, where a 
patent was granted for an invention to lessen 
the quantity of fuel in the use of a certain 
steam engme. It was decided ^^that the 
patent was vdid for the improTement ; but 
that it gave no title to the machine itselE^' 

It was also stated, that bj experiments 
made on the plaintiff's model, in the face of 
the court and juij, and by testimony produo- 
ed^ it was apparent, no improvement had re- 
sulted from this alteration ; that no beneficial 
chaise, or amendment in the principle, had 
taken place ; nor had the effect been aided 
or facilitated* In the charge of the court to 
the jury, Judge Stevens remarked, that the 
case cited, Whitney and others, vs. Fort, was 
decided without any evidence on the part of 
the defendant : that from the testimony now 
produced, his opinion is, that the plaintiff 
must have received his first impressions from 
a machine previously in us|e on a similar prin- 
ciple; and that an improvement had been 
made as to the teeth, by which the merit of 
Mr. Whitney's invention was diminished. — 
For these reasons, Judge Stevens had some 
doubts whether the plaintiff ought to recover. 

Judge Johnson remarked, that after hear- 
ii^ the evidence which had been relied on by 
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the defendant, he remained eontent with the 
cpinioD which he had given in the case of 
Whitney against Fort ; and that he was also 
as fully satisfied with the charge he was 
about to give, as any he had delivered. That 
as to the origin of this invention, the plaintiff's 
title remained unimpeached by any evidence 
which has been adduced in this cause. He 
agreed with the plaintiff's counsel, that the 
legal title to a patent consists not in a principle 
merely, but in an application of a principle, 
whether previously in existence or not, to 
some new and useful purpose. And he was 
also of opmion, that the principle of Mr. Whit- 
ney's machine was entirely new ; that it ori- 
ginated with himself, and that it had no re- 
semblance to that of the model exhibited by 
the defendant. 

He considered the defendant's second ob- 
jection equally unsupported, and referred to 
the sixth section of the patent law of the 
United States, by which it is required that 
the concealment alleged (in order to defeat 
the patentee's recovery) must appear to have 
been made for the purpose of deceiving the 
public. That Mr. Whitney, in the original 
formation of this machine could have no mo- 
tive for such concealment, and that in making 
use of wire in preference to any other mod«^ 
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he appears to haye acted according to the dic- 
tates of his judgment, the error related to a 
point, not affecting the merits of his invention^ 
or the validity of his patent. Verdict for the 
plaintiiH Damages 1500 dollars. 

A patent can in no case he for an effect 
only, but for an effect produced in a given 
manner, or by a peculiar operation For in- 
stance, no patent can be obtained for the ad- 
measurement of time, or the expansive oper- 
ations of steam ; but only for a new mode or 
new application of machinery, to produce 
these effects ; and therefore, if new effects 
are produced by an old machine in its unal- 
tered' state, I apprehend that no patent can 
be legally supported ; for it is a patent for an 
effect only. 

On the other hand, if well known effects are 
produced by machinery in all its combinations 
entirely new, a patent may be claimed for the 
whole machine. So if the principles of the 
machine are new, either to produce a new or 
an old effect, the inventor may well entitle 
himself to the exclusive right of the "^f^hole 
machine.* 

A patentee in his specification sums up the 
principle on which his invention consists ; but 

* Whittemore V9 Cutter, 1 Gal. 486. 
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if this principle is not new, the patent cannot 
be supported although it appear that the ap- 
plication of the principle, as described in the 
specification is new. This was decided in 
the case of Rex vs. Cutler, 1 Starkie's Rep. 
354 

This was a scire facias brought to repeal 
letters patent, which had been granted for an 
invention claimed by the defendaHt. 

The material question arising on the plead- 
ings was whether the invention was new. It 
appeared upon the defendant's specification 
that the invention consisted in a new mode of 
feeding the fire in a grate, by a supply of fuel 
from below, instead of from above, in the 
usual way. The coals intended to be con- 
sumed in the course of the day, were to be 
deposited in a chamber beneath the grate, 
so placed, that at first the higher surface of 
the chamber was to be on a level with the 
lower surface of the grate. The fire being 
afterwards lighted in the grate, as the coals 
in the grate were gradually consumed, their 
place was to be supplied by winding up the 
coals from the chamber by means of a rack 
and pinion. The coals, as long as they re- 
mained in the box, were unignited, the air be- 
ing excluded from below, and did not become 
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jgnited, untfl, by being woimd up into the 
grate^ they had been brought into contact 
with the coals preyiously ignited^ and expos- 
ed to the access of the air. 

The defendant, in his specification, had 
summed up the amount of his claim ; stating, 
^ my inrention consists in tfak, that the fiiel 
necessary for supplying the fire shall be intro- 
duced at the lower part of the grate, in a per- 
pendicular or in an oblique direction : as to 
the manner of performing it, it is set forth in 
the annexed descriptions and drawings.^' 

In order to disprove the novelty of this in- 
vention, evidence was given that Mr. JUarriotty 
a manufacturer of grates and stoves, had, in 
the year 1812, made a model (which was pro* 
duced) of a grate, and its appendages for 
cookii^. The grate, which Was of consider- 
able length, was furnished with a door ; when 
this door was open the grate in no respect 
differed from an ordinary one, but when the 
door was shut, no part of the grate was visi- 
ble, except a few of the highest bars, and the 
whole of the grate, having been filled with 
coals, and the coals within the bar above the 
door having been lighted, the coals in the 
lower part of the grate were carried up, for 
the purpose of supplyii^ the consumption 
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above by means of a rack and pimon, at the ^ 
discretion of the cook. The principle of this 
grate, it was contended, was precisely the 
same with that for which the patent was 
claimed : the lower part of the grate, when 
the door was shut, beii]^ in efiect a closed 
chamber, to which the air had no access, and 
the coals being gradually wound up from 
this chamber so as to afford a supply to 
the fire above. Marriott stated that he had 
also applied the same principle to a common 
grate, long before the date of the patent. 

Another manufacturer of the name of 
Coombe exhibited a grate for cooking, nearly 
on the same construction. The grate was 
supplied with two doors, one above the other ; 
when both were shut, the air was supplied by 
a ventilator from below ; when the lower 
door was shut, and also the ventilator, and 
higher door thrown open, the closed part of 
the grate supplied the place of a chamber, 
from which the coals were wound up by a 
rack and pinion, in order to supply the fire 
above, as it was wanted for culinary purposes. 

It was contended for the defendant, that 
the invention went beyond that exhibited in 
these grates, in the latter there was no fresh 
introduction of fuel into the grates, so as to 
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gire a perpetual supply, there was nothing 
more than a means of contracting or compress- 
ing coals already within the grate, which 
could not be done without diminishing the size 
of the grate itself. According to the defend- 
ant's construction, on the contrary, the cham- 
ber was independent of the grate, placed be- 
low it, and the fuel was gradually wound up 
from the chamber, without at all contracting 
the size of the grate itself. It was also con- 
tended that there were Some minor advan- 
tages, which the patent grate possessed over 
those which had been exhibited in evidence. 

Lord Elknborough was of opinion that 
the principle on which the two grates were 
constructed was identical with that describ- 
ed in the terms of the specification, which 
was for a mode of supplying fuel from below, 
and there was nothing predicated in the spe- 
cification of raising the fuel from below the 
grate, it was merely for elevating fuel from 
below, and that the defendant had confined 
himself, by thus summing up the extent of his 
mvention to the benefit of this principle. — 
Verdict for the Crown. 

A patent may be sustained not only for 
** any new and useful art, machine, manufac- 
ture or composition of matter ;" but likewise 
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s 

for " any new and useful improvement on any 
art, machine, manufacture, or composition of 
matter." 

But the patent must not be more extensive ^^^ 
than the invention, therefore if the invention N. P. 76. 
consists in an addition, or improvement oiJy, 
and the patent is for the whole machine, it is 
void. 

In the case of Lowell vs. Lewis quoted in j ^^3.182. 
part ante p. 60, Story^ Justice, observed that 
the patentee is bound to describe, in full and 
exact terms, in what his invention consists ; 
and if it be an improvement only upon an ex- 
isting machine, he should, distinguish what is 
new and what is old in his specification, so that 
it may clearly appear for what the patent is 
granted. The reason of this principle of law 
will be manifest upon the slightest examina- 
tion. A patent is grantable only for a new and 
useful invention; and unless it be distinctly 
stated in what that invention specifically con- 
sists, it is impossible to say whether it ought 
to be patented or not ; and it is equally dif- 
ficult to know, whether the public infringe 
upon or violate the exclusive right secured 
by the patent. The patentee is clearly not 
entitled to include in his patent the exclusive 
use of any machinery already known; and if 
he does, his patent will be broader than hie 
19 
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invention, and consequently void. If there- 
fore the description in the patent mixes up 
the old with the new, and does not distinctly 
ascertain, for which in particular the patent 
is claimed it must be yoid ; since if it coyers 
the whole it covers too much, and if not in- 
tended to cover the whole it is impossible for 
the Court to say what, in particular, is cover- 
ed as the new invention. The language of 
the patent act itself is decisive on this point. 
It requires (§ 3) that the inventor shall de- 
liver a written description of his invention " in 
such full, clear and exact terms, as to distin- 
guish the same from all other things before 
known ; and in the case of any machine, he 
shall fully explain the principles and the sev- 
eral modes, in which he has contemplated the 
application of that principle, or character, by 
which it may be distinguished from other in- 
ventions." 

It is, however, sufficient, if what is claimed 
as new appear with reasonable certainty on 
the face of the patent, either expressly or by 
necessary implication. But it ought to ap- 
pear with reasonable certainty, for it is not to 
be left to minute references and conjectures, 
from what was previously known or un- 
. known ; since the question is not, what was 
hefore known, but what the patentee claims 
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as new ; and he may in fact claim as new and 
patentable, what has been long used by the 
public. Whether the invention itself be thus 
specifically described with reasonable certain^ i. Mason 
ty, is a question of law upon the construction u Gaa.53. 
of the terms of the patent, of which the spe-* 
cification is a part. 

With regard to what constitutes the iden- 
tity, or diversity of two machines the follow- l^- C^al.54. 
ing observations by Story Justice, in the case 
of Odiome vs. Winkhy^ are pertinent : 

It is often a point of intrinsic difficulty to 
decide, whether one machine operates upon 
the same principles as another. In the pres- 
ent improved state of mechanics, the same el* 
ements of motion and the same powers must 
be employed in almost all machines. The 
lever, the wheel, and the screw, are powers 
well known ; and if no person could be enti- 
tled to a patent, who used them in his machine, 
it would be in vain to seek for a patent. The 
material question, therefore, is not whether 
the same elements of motion, or the same 
component parts, are used, but, whether the 
given e£^t is produced substantially by the 
same mode of operation, and the same com- 
bination of powers in both machines. Mere 
colourable differences, or slight improvements, 
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cannot shake the right of the original invent* 
or. To illustrate these positions ; suppose a 
watch was first invented by a person, so as to 
mark the hours only, and another person ad- 
ded to the work to mark the minutes, and a 
third the seconds ; each of them using the 
same combinations and mode of operations to 
mark the hours as the first. In such a case 
the inventor of the second hand could not 
have entitled himself to a patent embracing 
the inventions of the other parties. Each in- 
ventor would undoubtedly be entitled to his 
own invention, and no more. 

A patent may well be for a new combina- 
tion of machines, whether the machine be old 
or new. But one patent cannot, at the same 
time, include an exclusive right in the combi- 
nation, and in each of the machines ; and it is 
no infringement of a patent for the combina- 
tion, to use either of the machines separately. 

In the case of Barrett and al. vs. Hall^ (1 
Mason 474) it is affirmed by Mr. Justice Sto- 
ry, that a patent may be for a new combina- 
tion of machines, to produce certain effects ; 
and this, whether the machines constituting 
the combination, be new or old. But in such 
case, the patent being for the combination on- 
ly, it is no infringement of the patent 'to use 
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any of the machines separately, if the whole 
combination be not used ; for in such a case 
the thing patented is not the separate ma- 
chines, but the combination ; and the statute 
gives no remedy, except for a violation of the 
thing patented. This was the doctrine of 
Mr. Justice Washington^ in his most able opin- 
ion in Evans vs. Eat(m ; and it has not in the 
slightest degree been shaken in the Supreme 
Court.* I hesitate not one moment in adopt- 
ing it, as established on solid foundations. It 
has indeed been said, that where there is a 
patent for the whole of a machine, whoever 
imitates it, either in whole or in part, is sub- 
ject to an action at the suit of the patentect 
But supposing this doctrine to be true in any 
case, and under any qualifications, (which 
may well be doubted) it can only apply where 
the whole machine is entirely new; and can- 
not apply where the patent is limited, by its 
very tei*ms, to ther combination of several ma- 
chines. 

Further. A patent under the general pa- 
tent act, cannot embrace various distinct im- 
provements or inventions ; but in such case, 
the party must take out separate patents. 
If the patentee has invented certain improv- 

* Eyans vs, Eaton. 3 Wheaton's R. 454, 476, 508. 
t Bovil vs. Moore, 2 Marsh. R. 211. 
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ed machines, which are capable of a distinct 
operation; and has also invented a combina- 
tion of these machines, to produce a connect- 
ed result, the same patent cannot at once be 
for the combination, and for each of the im- 
proved machines; for the inventions are as 
distinct as if the subjects were entirely differ- 
ent A very significant doubt has been ex- 
pressed on this subject by the Supreme Court ; 
and I am persuaded, that the doubt can nev- 
er be successfully removed.* 

A patent for an improved machine, must 
show in what the improvement precisely con- 
sists ; and the patent be limited to those im- 
provements. If not specified, the patent is 
void for ambiguity : if broader than the im- 
provement, it is void on other grounds. 

Mr. Justice Story^ in the case Barrett and 
al. vs. HaU^ and al. 1 Mason R. 475, observes, 
if a patent be for an improved machine,, or 
for an improvement of a machine, (for I fol- 
low Mr. Justice Heaih^ and the Supreme 
Court4 in thinking that the meaning of the 
terms is substantially the same,) then the pa- 
tent must state in what the improvement spe- 

*' Evans vs. Eaton^ 3 WheatonU R. 454, 506. 
t BouUon Ts. BuU, 2 H. BU 463, 482. 
X Evaru vs. Eaton^ 3 Wheatm'*s R. 454. 
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eifically consists ; and it must be limited to 
such improvement. If, therefore, the terms 
be so obscure or doubtful, that the Court 
cannot say what is the particular improve- 
ment, which the patentee claims, and to what 
it is limited, the patent is void for ambiguity.* 
And if it covers more than the improvement, 
it is void for another reason, that it is broader 
than the invention. 

Further. Where a combination of machine- 
ry already exists up to a certain point, and the 
patentee makes an addition or improvement 
to the machinery, he must confine his patent 
to the improvement : for if he takes a patent 
for the whole machine as improved, not dis- 
tinguishing between the new and the old, nor 
limiting his patent to the improvement, it is 
void ; because, as so claimed, it is not his in- 
ventioat 

'Further. If an invention consist in a new 
combination of machinery, or in improvements 
upon an old machine, to produce an old effect, 
the patent should be for the combined ma- 
chinery, or improvements on the old machine ; 
and not for a mere mode or device for pro- 

* Mc FarUme vs. Price^ 1 Starkit^s R, 199. 
t BtUl vs. Jtfbore, 2 Marsh R. 211. 



152 LAW OP PATENTS. 

ducing such effects, detached from the ma- 
chinery. This appears to have been the 
doctrine of all the judges in Boulton vs. BvU ;* 
and was illustrated by several of the cases 
there put. And in a recent case, where a 
patent was obtained for " an improved mode 
of lighting cities," it was held, that it was not 
supported by a specification, describing an 
improved street lamp; and that the patent 
ought to have been for an improved street 
lamp-t So where the patent was for a new 
invented manufacture of lace, called French, 
otherwise ground lace ; '' and the specification 
went generally to the invention of mixing silk 
and cotton thread upon the frame, it being 
proved, that, prior to the patent, silk and 
cotton thread had been used together, and 
intermixed upon the same frame ; the court 
held the patent bad, since the plaintiff claim- 
ed the exclusive liberty of making lace, com- 
posed of silk and cotton thread mixed, and 
not of any particular mode of mixing it ; and 
the evidence proved that it had been mixed 
before."J This doctrine may not be of as 
extensive consequence under our patent act, 
where the specification forms a part of the 
patent, and controls its generality as in Eng- 

* 2 H. Bl. 462. 

t Cochrane vs. Smithurst^ 1 Starkie, R. 206. 

t The King vs. Else, 11 Eabt. R. 109. 
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land, where the specification is separated 
from it ; but it distinctly shews the necessity 
of an exact description, so that the patent may 
conform to the invention. 

Where the patent is for sereral improve- 
ments in a machine, and each improvement is 
summed up in the patent as the invention of 
the patentee, he is bound by his summary, 
and if any one of the improvements is proved 
not to be new, his patent is void. And 

When several improvements in a machbe 
are distinctly claimed in a patent, an action lies 
for the piracy of the improvements, although 
the defendants have not used the whole im- 
provements. 

These points were decided in the case of Paui Moqr 
Paul Moody vs. Jonathan Fisk and another, in j^^^f ^. 
the Circuit Court of the United States, held 
in Boston, October, 1820. The action was 
brought for an infringement of certain patent 
rights granted to the plaintifil There were 
two counts in two distinct patents in the de- 
claration, but the first was the only one re- 
lied on at the trial, being a patent for ** an 
improvement in the Double Speeder for rop 

ing cotton.'' &c. The cause was tried on the 

,1 

general issue. The patent was dated t^e 
20 
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third of April, 1819, and the specification an- 
nexed to it contained a very minute descrip- 
tion of the Double Speeder, as improved by 
the plaintiff under distinct articles. 

The defence at the trial turned mainly on 
two points; 1st, That the machines used by 
the defendants were not identical with those 
of the {Jaintifi^2d, That part of the im- 
provements claimed by the plaintiffs were 
known before, and so the patent was broader 
than the inrention^ and void. The counsel 
for the defendants contended — 1st, That the 
position of the rollers was not new — 2d, That 
the plaintiff had no right to the two upper 
cones, they not being his invention, and as to 
the machinery connected with them, it was 
not used by the defendants — 3d, That the 
method of moving the belt of the lower cone, 
&C. and the mechanism connected with it, was 
not used by the defendants — 4th, That the 
methods of communicating motion from the 
driver cone to the arbors or axis of the per^ 
petual or endless screw, and perpendicular 
rack, were not used by the defendants. 

The proof in the cause being very strong 
that the position of the rollers was not new, 
two questions arose — 1st, whether the plaii>- 
tiff was concluded by the smnmii^ up in his 
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patent from contending that the position of 
the rollers was not a tubstantial part of his 
inventicu), or was not^ per se patentable — ^2d9 
If not so precluded^ and if the patent was not 
void, whether the defendants were not liable 
in this action if they used any one of the 
plaintiff's improvements, although the proof 
should be satisfactory that they did not use aU 
the improvements. 

Story J. Upon the last point there has 
hitherto been considerable difficulty on my 
mind. But after a good deal of reflection on 
it, I have ' come to the result, that Ivben 
the plaintiff claims, as in this case, sev- 
eral distinct and independent improvements 
in the same machine, and procures a patent 
for them in the aggregate, he is entitled . to 
recover against any person, who shall use any 
one of the improvements so patented, not- 
withstanding there has been no violation of 
the other improvements. In such a case, the 
patent goes for the whole of the improve- 
ments, and if each be new, will be claimed 
distinctly in the patent, as such, there does 
not seem any good reason why the party who 
{urates any part of the invention should not 
be liable in damages. Take the case of a 
copy right. It has never been supposed that 
in order to maintain, an action, the whole 
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book should be pirated It has been adjudg- 
ed sufficient if a considerable part of the book 
be pirated, so that such part be that of which 
the plaintiff is truly and substantiallj the au- 
thor.* To be sure a mere extract would not 
be piracy, but if the substance of the book be 
taken, or so large a part of it as makes it a 
substitute for the original, and materially in- 
jures the Jiterary property of the author, it is 
thought to be actionable.t 

There is no doubt that by the law of Eng- 
land, a party who pirates any part of the in- 
vention of the patentee is liable in damages, 
notwithstanding he has not violated the whole. 
I say pirate any part of the invention^ for any 
person may lawfully us^p any machinery com- 
bined with the patentee's invention, which 
he does not claim as new, or which, if so claim- 
ed has been previously known and used. 
This is the doctrine in Bovill vs Moore 4: 
which was an action for the violation of a 
patent for a machine for the manufacture of 
bobbin lace, or twist net, similar to and re- 
sembliug the Buckinghamshire lace, and 
French lace net, as made by the hand with 
bobbins on pillows. Lord Chief Justice 

• Carey va. Longman, I East. R. 358, and cases cited. 

t Raworth w. Wilks, I Camp. R. 94. 

X 2d Marsh. R. 211,'«tna Davies on Patents, 361. 
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Gibbs there said, " We must consider what 
the patent purposes to give the patentee, and 
what privileges he would possess under the 
patent. Now the patentee is entitled to the 
sole use of this machine^ and whoever imitates 
it, either in whole or in part is subject to an 
action at the suit of the patentee." The de- 
fendant had used the invention in part, but he 
obtained a verdict on the ground that the 
plaintiff had not invented the whole machine, 
but had only made improvements in it ; the 
combination having existed up to a certain 
point before, therefore his patent was void, as 
covering more than his invention. It may be 
that the decisions have turned upon the pe- 
culiar language of the English patents, for in all 
the precedents which I have seen, the patent 
gives the exclusive right of the whole inven- 
tion, and prohibits all other persons, " directly 
and indirectly to make, use, and put in practice 
the said invention, or any part of the same.^ 
But as no such intimation is given by the re- 
porter, I incline to believe that the doctrine 
stands upon the general principle of law, that 
he who has the exclusive right to the whole 
of a thing, has the same right to all the parts, 
which the general right legally includes, that 

* See forms in Collier on Patents, 54 and 57, and Davies on 
Patents, 27, 30. 
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is, in cases like the present, to all the parts 
which he has invented. 

The principal difficulty that arises in the 
apjJication of the doctrine, and that may, in 
most cases, be remoyed by considering the 
nature and extent of the patent, or rather of 
the thing invented and patented. When the 
patent goes for the whole of a machine as a 
new invention, and the machine is in its struc- 
ture substantially new ; any person who pi- 
rates a part of the machine, substantially new 
in its structure, deprives the inventor, so far 
of his exclusive right in his invention, and may 
in a great measure destroy the value of the 
patent. When the patent is for several dis- 
tinct improvements in an existing machine, or 
for an improved machine, incorporating sev- 
eral distinct improvements, which are clearly 
specified there, if a person pirates one of the 
improvements, he violates the exclusive right 
of the patentee, for the patent is as broad as 
the invention, and the invention covers all the 
improvements ; and it is a wrong done to the 
patentee to deprive him of his exclusive right 
in any of his improvements. Where a pa- 
tent is for a new combination of existing ma- 
chinery or machines, and does not specify or 
claim any improvements or inventions except 
the combination, unless that combination be 



LAW OF PATENTS 159 

subBtantiaUy violated, the patentee is not en- 
titled to any remedy, although parts of the , 
machinery be used by another, because the 
patent by its terms stands upon the combina- 
tion only. In such a case, proof that the ma- 
chines, or any part of their structure, existed 
before, forms no objection to the patent un- 
less the conUnnation has existed before, for 
the reason that the invention is limited to the 
combination. And yet, if the combination it- 
self be not wholly new, but up to a certain 
point has existed before, and the patentee 
claims the whole combination as new instead 
of his own improvement only, as by taking 
out a patent for the whole machine, doubtless 
his patent is void, for it exceeds his invention. 
But if there are different and distinct improve- 
ments, constituting parts of the combination, 
which are specified as such in the patent spe- 
cification, and any one of them be pirated, the 
same rule would seem to apply as in the cases 
where part of an invention is pirated, for the 
patent then shews that the invention is not 
limited to the mere combination, but including 
the particular improvements. It is often a 
serious difficulty from the obscure language of 
the specification, to ascertain what is the na- 
ture and extent of the invention claimed by 
the patentee. Whether his patent be valid 
er not must materially depend upon the accn- 
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racy and distiDctness with which the inreiK 
tioD is stated But in all cases where the pa- 
tentee claims anj thing as his own invention 
in his specification, courts of law cannot re- 
ject the claim, and if included in the patent, 
and found not to be new, the patent is void, 
however small and unimportant such asserted 
invention may be. This leads me to the first 
point made at the bar, as to which it ap 
pears to me clear, both upon principles and 
authority, that when a man in his specification 
states and sums up the particulars of his in- 
vention, and his patent covers them, he is 
confined to such summary, and he cannot, 
afterwards, be permitted to sustain his pa- 
tent by shewing that some part, which he 
claims in his summing up as his invention, 
though not in fact his invention, is of slight 
value or importance in his patent.^ His pa- 
tent covers it, and if it be not new, the patent 
must be void. Here the plaintiff* claims a 
particular position of machinery as his inven- * 
tion, and it clearly appears in evidence that 
the position is not new. It has existed be- 
fore, not in machines exactly like the present, 
but in machines, applied to analogous purpos- 
es, viz. in machines for roping cotton, and ap 

- ♦Rexw.Cutler, IStarkie^sR. 355. Davies on Patents. 398, 
404. BoviU w. Moore, S. C. Marsh. R. 211. 
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plied for the same purpose as the plaintiff ap- 
plies them. Without doubt, he supposed 
that, he was the first inventor, but that was 
his mistake, and will not help the case. — The 
objection is therefore fatal. 

I wish it to be understood in this^ opinion, 
that though several distinttimprovements in 
one machine may be united in one patent, it 
does not follow that several improvements in 
two different machines, having distinct and in- 
dependent operations, can be so included, 
much less that the same patent may be for a 
comb'mation of different machines, and for dis- 
tinct improvements in each. 

The plaintiff upon this intimation agreed to 
take a verdict against him, declaring his pa- 
tent void^ that he might obtain a new patent* 
Verdict for the Defendants. 

An invention, to be a proper subject for a , 
patent, must be ^ not known or used before 
the application.'' In Great Britain it has 
been thought necessary that every operation, 
connected with the invention for which a pa- 
tent is proposed, should be kept a profound 
secret, till after the letters patent are obtain- 
ed. It appears to have been generally sup- 
posed, in that country, that if an invention or 
21 
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discovery ceased to be a secret, the inrentor 
lost his right to a patent, for the thing invent- 
ed or discovered. In consequence of this 
supposition, experiments for testing the prac- 
ticability of running carriages by steam, &c. 
have been made in the night And in the 
case of Wood and others vs. Zimmer and othr 
^s^* it was stated by Gibbs^ C •/. that to en- 
title a man to a patent, the invention must be 
new. to the world. The public sale of that 
which is afterwards made the subject of a 
patent, though sold by the inventor only, 
makes the patent void. In England the pa- 
tent ia void, if the invention is used before 
granting the patent. In the United States the 
patent is void if the thing for which it is 
granted is in use before the supposed inven- 
tion. 

The patentee must not oidy be the invent-^ 
or, but the sole and first inventor of the thing 
which is the subject of his patent This will 
appear from the following report of Tenant's 
ease. 

Mr.. Tenant, brought his. actiofn for an in- 
friogmient. of his patent for a bleaching li*- 
^^pioi:;. ^Feral witneasea were called in sup 
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port of the patent, who proved the great 
utility of the inyention, and the general igtio* 
ranee of the bleacher with respect to such 
bleaching liquor, until after the date of Mr. 
Tenant's patent On the other side, a bleach- 
er near Nottingham deposed that he had used 
the same means for preparing his liquor for 
five or six years anterior to the date of the 
patent He also stated that he had kept his 
method a secret from all but his two part- 
ners, and two servants concerned in prepar- 
ing it. A chymist at Glasgow deposed, that 
having had frequent conversations with Mr« 
Tenant on the means of improving bleaching 
liquor, he had, in one of them, suggested to 
Mr. Tenant that he would probably attain his 
end by keeping the lime-Water constantly ag* 
itated. Mr. Tenant afterwards informed the 
witness that this method had succeeded. 
These conversations took place in 1796, 
and Mr. Tenant obtained his patent in 1798. 
Lord Ellenborough declared this to be a scan- 
dalous patent, equally unfounded in law and 
justice. The plaintiff was nonsuited on two 
grounds, first that the process had been used 
five or six yeBTii prior to the date of the pa* 
tent, and therefore was not a new invention ; 
and secondly, that the chymist had su^ested 
to Mr. Tenant the agitation of the lime wa- 
ter, which was indispensable in th^ process, 
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and therefore it was not the myentioD of the 
patentee* 

This inyentioD being known before the pa^ 
tent to five diflferent persons, it might perhaps 
also have been considered as both hurtful to 
trade and mischievous to the state ; hurtful to 
trade, as coniSning the use of an article to one 
person for fourteen years, which was before 
known to fire who might, during that time, 
hare disseminated it to the various persons 
engaged in that trade, if not prevented by the 
patent ; and injurious to the state, as by grant- 
ing the exclusive benefit of a thing already 
used by, or known to the public, the patentee 
would not pay for his privilege in the coin re- 
quired by the patent, namely, a disclosure of a 
new invention, having nothing to give as a 
consideration for his monopoly. 

The United States Statute of Feb. 21st, 
1793 next points out the mode of proceedidg 
necessary to be adopted by the patentee, in 
order to obtain a patent The inventor of 
any new and useful art, &c ^ ShaU present a 
*' petition to the Secretary of State, signifying 
^ a desire of obtaining an exclusive property 
^ in the same, and praying that a patent may 
** be granted therefor," and, « it shall and may 
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** be lawful for the said Secretary of State to 
^ cause letters patent to be made out in the 
** name of the United States, bearing test bj 
*• the President of the United States, reciting 
^^ the allegations and suggestions of the said 
•* petition, and giving a short description of ^ 
^ the said invention or discovery, and there- 
^ upon granting to such petitioner, or petition- 
^ ers, his, her, or their heirs, administrators, or 
^ assigns, for a term not exceeding fourteen 
" years, the full and exclusive right and liber- 
^ ty of making, constructing, using, and vend- 
^ ing to others to be used, the said invention 
^ or discovery, which letters patent shall be 
" delivered to the Attorney General of the 
^ United States, to be examined, who, within 
^ fifteen days after such delivery, if he finds 
^^ the same conformable to this act, shall cer- 
^ tify accordingly, at the foot thereof, and re* 
^ turn the same to the Secretary of State, 
^ who shall present the letters patent, thus 
'' certified, to be signed, and shall cause the 
^ seal of the United States to be thereto af- 
'' fixed ; and the same shall be good and avail- 
^ able to the grantee or grantees, by force of 
*^ this act ; and shall be recorded in a book, to 
^ be kept for that purpose, in the office of the 
^ Secretary of State, and delivered to the 
^ patentee, or his order.** 
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A brief account of the mode of [AtNseeding 
to obtain letters patent in Ghreat-Britain may 
perhaps be acceptable, especiaUj as informa- 
tion on this subject is often a desideratum 
with American inventors, who {propose to ob- 
tain a patent monopoly in that country, and 
its colonies. 

Grants, or letters patent must first pass by 
bill, which is prepared by the Attorney or 
Solicitor General, in consequence of a war- 
rant from the crown ; and are then signed, 
that is superscribed at the top with the king's 
own sign manual, and sealed with his privy 
signet, which is always in custody of the prin- 
cipal Secretary of State ; and then, sometimes, 
it passes immediately under the great seal, in 
which case the patent is subscribed in these 
words : ^per ipsum regem^^ — ^by the king him- 
self. Otherwise, the course is to carry an ex- 
tract of the bill to the keeper of the privy 
seal, who makes out a writ, or warrant, there- 
upon to the chancery, so that the sign manu- 
al is the warrant to the privy seal, and the 
privy seal is the warrant to the great seal ; 
and, in this last case, the patent is subscribed, 
"per breve de privcUo stgiW^'-^y writ of privy 
seal. 
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In the letters patent which are granted Tor 
new inveDtions, the im[»'OTement$ or inven- 
tions are first stated; the prayer of the peti- 
tioner to have the exclusive benefit for him- 
self, or his assigns, for fourteen years, is next 
given ; and this prayer is declared to be com- 
plied with according to the statute. After 
commanding all subjects not to interfere with 
the patent right, and issuing a mandate to all 
ofiicers not to molest the patentee in the ex- 
ercise of it, the letters patent declare the 
patent to be void, if it appear that the grant 
is contrary to law, or prejudicial to the sub- 
ject ; or if the thing invented have been in 
use before the date of the grant ; or if the 
patentee be not the inventor ; or if it inter- 
fere with prior letters patent ; or if the patent 
be transferred to more than -five persons, or 
to any who act as a corporate body ; or, fir 
nally, if the nature of the invention be not 
described, or the description be not enrolled 
within one calendar month after the date of 
the letters patent. The letters patent con- 
clude with a declaration that they shall be 
construed in the most beneficial sense for the 
patentee. 

It is frequently for the convenience or inte- 
rest of a person who has invented or improv- 
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ed a machine, &c. to delay taking out a patent 
for it ; in this case he may enter a caveat. A 
caveat will protect his invention, or improve- 
ment for the space of one year, after which 
if he have not brought his contrivance to 
maturity, he may renew it again for an equal 
period, and so on for any successive number 
of years. The caveat must be delivered at 
the chambers of the Attorney and Solicitor 
General ; and if an application be made for a 
patent for an invention of the same nature, 
notice is given to the person who has entered 
the caveat : if he requires it, the Attorney 
General gives a separate audience to each of 
the rival inventors, and makes his report to 
the king, according to his opinion of the pri- 
ority of invention. A petition to the krng, 
stating the nature of the invention, and pray- 
mg letters patent, accompanied by an oath ta- 
ken before a master in chancery, that the in- 
vention is new, are the steps preparatory to 
taking out a patent. Separate patents must 
be taken out for England, Scotland, and Ire- 
land ; but in a patent for England, the paten- 
tee may, on the payment of a small additional 
sum, have the colonies and plantations abroad 
included. The petition and oath are referred 
by the Secretary of State for the home de- 
partment, to the Attorney General, and on his 
report, recommeiyling letters patent, his ma- 
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jesty issues his warrant, in consequence of 
which the bill is made out, which is the grant 
of his majesty, and of this the patent is a 
transcript. 

The second section of the act of Feb. 21, 
1793, is as follows. ** Provided always, and 
be it further enacted, that any person, who 
shall have discovered an improvement in the 
•* principle of any machine, or in the process 
" of any composition of matter, which shall 
'^ have been patented, and shall have obtain- 
•* ed a patent for such improvement, he shall 
" not be at liberty to make, use or vend the 
•* original discovery, nor shall the first invent- 
** or be at liberty to use the improvement. 
" And it is hereby further enacted and de» 
** clared, that simply changing the form or 
** the proportions of any machine, or cpmpo- 
<^ sition of matter, in any degree shall not be 
^ deemed a discovery.'' 

In the specification of a patent for an itnr M^Farianc^ 
proved instrument, it is essential to point out *** ^"^' 
precisely what is new, and what is old ; and 
it is not sufiicient to give a general descrip- 
tion of the instrument, without making sucji 
distinction, although a plate is annexed con- 
taining a detached and separate representa- 
tion of the parts in which the improvement 
22 
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consists. This principle was decided in the 
case of Macfarlane vs. Price 1 Starkie^s Rep* 
199. 

This was an action upon the case for in- 
fringing a patent. The patent was describ- 
ed, generally, as a patent for certain improve- 
jnents in the making of umbrellas and para- 
sols. The specification professed to set out 
the improvements as specified in certain des- 
criptions and drawings, annexed. 

The subjoined description contained a mi- 
nute detail of the construction of umbrellas 
atid parasols, partly including the usual mode 
of stretching the silk of the umbrella by 
means of metallic stretchers or rods, attached 
to a tube, moveable along the stem, and also 
certain improvements which consisted chiefly 
in the insertion of the stretchers, which were 
knobbed at the end, in sockets formed in the 
whalebone, instead of attaching them to the 
whalebone in the usual way, by means of 
forked ligaments, which came in contact with 
the silk. The advantage of which was, that 
by the specified mode, the bone being inter* 
posed between the stretchers and the silk, 
the stretcher did not wear the silk in stretch- 
ing the umbrella, as it was apt to do in um- 
brellas of the old construction, where the 
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stretcher'^came in contact with the silk. Some 
other advantages of minor importance were 
also stated, and drawings were given of the 
umbrellas and parasols in their improved 
state. Throughout the whole specification 
no distinction was made between what was 
new and what was old. 

The Attorney General for the plaintiff, 
contended that the specification was sufficient, 
since one of the annexed drawings contained a 
representation of the particular invention, 
which had been pirated and was confined to 
the exhibition of the insertion of the knobbed 
stretchers in the whalebone sockets, from 
which an artist would be able to construct 
an umbrella on the improved plan. 

Lord EUenborough. The patentee in his 
specification ought to inform the person, who 
consults it, what is new, and what is old. He 
should say, my improvement consists in this, 
describing it by words if he can, or if not, by 
reference to figures. But here the improve- 
ment is neither described by words, nor by 
figures, and it would not be in the wit of man, 
unless he were previously acquainted with the 
construction of the instrument, to say what 
was new and what was old. The specifica- 
tion states that the improved instrument is 
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made in the manner followii^; this is not 
true, since the description comprises that 
which is old, as well as that which is new. 
Then it is said that the patentee may put in 
aid the figures, hut how can it be collected 
from the whole of these in what the improve- 
ment consists. A perscoi ought to be warn- 
ed bj the specification against the use of the 
particular invention, but it would exceed the 
wit of man to discover from what he is warn- 
ed in a case like this. Plaintiff nonsuited. 

Section 3 enacts, that " Every inventor, 
" before he can receive a patent, shall swear 
"or affirm that he does verily believe that 
" he is the true inventor or discoverer of the 
" art, machine, or improvement, for which he 
^ solicits a patent, ^ which oath or affirmation 
^ may be made before any person authorised 
" to administer oaths.' " &c. 



Whitte- In the case of Whittemore vs. Cutter, (I 

more »#, ' v 

Cutter. Gal. 429.) Story J. observes — ^^ Another ob- 
jection to the direction of the Court is that 
the oath taken by the inventor not being con- 
formable to the statute, formed no objection 
to the recovery in this action. The statute re- 
quires that the patentee should swear "that he 
is the true inventor or discoverer of the art, 
machme or improvement." The oath taken by 
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Whittemore was, that he was the true " m- 
ventor or improver of the machine.'* The 
taking the oath was but a prerequisite to the 
granting the patent, and in no degree essen- 
tial to its validity. It might as well have 
been contended that the patent was void, un- 
less the thirty dollars required by the 11th 
Section of the act had been previously paid. 

It is further enacted -in the third Section^ 
that the inventor ** shall deliver a written 
^^description of his invention; and of the 
^ manner of using, or process of compounding 
^ the same in such full, clear and exact terms, 
^' as to distinguish the same from all other 
'^ things before known, and to enable any per- 
" son, skilled in the art or science of which it 
** is a branch, or with which it is most near- 
^' ly connected, to make, compound and use 
" the same. And in the case of any machine, 
" he shall fully explain the principles, and the 
^ several modes in which he has contemplat- 
** ed the application of that principle, or cha- 
" racter, by which it may be distinguished 
*' from other inventions ; and he shall accom- 
" pany the whole with drawings aud written 
** references, where the nature^ of the case 
** admits of drawing, or with specimens of the 
** ingredients, and of the composition of mat- 
" ter, sufficient in quantity, for the purpose of 
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^experiment, where the invention is of a 
^ compositicH) of matter ; which description, 
^ signed by himself, and attested by two wit- 
^ nesses, shall be filed in the office of the Sec- 
^ retary of State, and certified copies thereof 
^ shall be competent evidence, in all courts, 
^ where any matter or thing, touching such 
^ patent right shall come in question. And 
^ such inventor shall moreover, deliver a mo- 
^ del of his machine, provided the Secretary 
^ shall deem such model to be necessary.'' 

The operation of the part of the section 
last quoted is modified and controlled by the 
sixth section of the same act in such a man- 
ner, that it has been decided " that no defect 
or concealment in any specification is suffi- 
cient to avoid a patent, unless it be with in- 
tent to deceive the public^ This decision took 
place in the case of Whittemore vs. Cutter^ 
1. Gal. 429. 

This was an action for the violation of a 
Whitte- patent right in a machine for the making of 
more w. cotton and wool cards. A verdict having 
been returned against the defendant, he mov- 
ed for a new trial upon several grounds, one 
of which was to the direction of the Judge 
respecting the specification, which was as 
follows : ** That if the jury should be satisfied 
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that the specification and drawings filed by 
the patentee, in the ofiice of the Secretary of 
State, were not made in such full, clear, and 
exact terms and manner as to distinguish the 
game from all other things before known, and 
to enable any person skilled in the art or sci- 
ence, of which it is a branch, or with which 
it is most nearly connected, to make and use 
the same, this would not be sufficient to de* 
feat the right of the plaintiff to recover in 
this action, unless the jury were also satis- 
fied that the specification and drawing were 
thus materially defective and obscure, by de- 
sign, and the concealment made for the pur- 
pose of deceiving the public. In this respect, 
our law differed from that of England. That 
if the specification and drawings were thus 
materially defective, it afforded a presump 
tion of a designed concealment, which the jury 
were to judge of. That in deciding as to the 
materiality of the deficiencies in the specifi- 
cation and drawings, it was not sufficient ev- 
idence to disprove the materiaUty, that by 
studiously examining such specification and 
drawings, a man of extraordinary genius might 
be able to construct the machine by invent- 
ing parts, and by trying experiments. The 
object of the law was, to prevent the expen- 
diture of time and money in trying experi- 
ments, and to obtain such exact directions, 
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that if properly followed, a man of reasona- 
ble skOl in the particular branch of the art 
or science might construct the machine, and 
if, from the deficiencies, it was impracticable 
for such a man to construct it, the deficien- 
cies were material." In order fully to under- 
stand the objections to this direction, it is ne- 
cessary to advert to the third section of the 
act of 1793, which specifies the requisites to 
be complied with in procuring a patent, and 
the sixth section of the same act, which states 
certain defences, of which the defendant may 
avail himself to defeat the action and to avoid 
the patent. The third section, among other 
things, requires the party applying for a pa- 
tent to deliver a written description of his 
invention, and of the manner of using, or pro- 
cess of compounding the same, in such full, 
clear, and exact terms, as to distinguish the 
same from all other things before known, and 
to enable any person skilled in the art or sci- 
ence, of which it is a branch, or with which 
it is most intimately connected, to make com- 
pound, and use the same ; and, in the case of 
any machine, he shall fully explain the princi- 
ple, and the several modes in which he ha® 
contemplated the application of that princi- 
ple, or character, by which it may be distin- 
gnished from other inventions. The sixth 
section provides, among other things, that the 
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defendant may give in his defence, that the 
specification filed by the plaintiff does not 
contain the whole truth relative to his dis- 
covery, or that it contains more than is neces- 
sary to produce the described effect, which 
$oncealmmij or addition^ shall fvUy appear to 
have been made for the purpose of deceiving the 
public. 

It is very clear that the sixth section does 
not enumerate all the defences of which the 
defendant may legally avail himself;' for he 
may clearly give in evidence that he never 
did the act attributed to him, that the paten* 
tee is an aUen not entitled under the act, or 
that he has a license or authority from the 
patentee. It is therefore argued, that if the 
specification be materially defective, or ob- 
scurely or so loosely worded, that a skilful 
workman in that particular art could not con- 
struct the machine, it is a good defence against 
the action, although no intentional deception 
has been practised. And this is, beyond all 
question, the doctrine of the common law ; 
and it is founded on good reason ; for the mo- 
nopoly is granted upon the express condition 
that the party shall make a full and explicit 
disclosure, so as to enable the public, at the 
expiration of his patent, to make and use the 

invention or improvement in as ample and 
23 
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beneficial a manner as the patentee himself. 
If, therefore, it be so obscure, loose, and im- 
perfect that this cannot be done, it is defraud- 
ing the public of all the consideration upon 
which the monopoly is granted.* And the 
motive of the party, whether innocent or 
otherwise, becomes immaterial, because the 
public mischief remains the same. 

It is said that the law is the same in the 
United States, notwithstanding the wording of 
the sixth section, for there is a great distinc- 
tion between a concealment of material parts, 
and a defective and ambiguous description of 
all the parts ; and that in the latter case, al- 
though there may be no intentional conceal- 
ment, yet the patent may be avoided for un- 
certainty as to the subject matter of it. There 
is considerable force in this distinction at first 
view ; and yet, upon more close examination, 
it will be difficult to support it. What is a 
defective description but a concealment of 
some parts necessary to be known in order to 
present a complete view of the mechanism ? 
In the present case, the material defects 
were stated, among other things, to consist of 
a want of a specific description of the dimen- 
sions of the component parts, and of the 

• BuUer, N. P. 77. Turner w. Winter 1 T. R. 62. 
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shapes and positions of the various knobs. — 
Were these a concealment of material parts, 
or a defective and ambiguous disclosure of 
them ? Could the legislature have intended 
to pronounce that the concealment of a ma- 
terial spring should not, unless made with a 
design to deceive the public, avoid the pa- 
tent, and yet that an obscure description of 
the same spring should at all events avoid it ? 
It would be somewhat hazardous to attempt 
to sustain such a proposition. 

It was probably with a view to guard the 
public against the injury arising from defec- 
tive specifications, that the statute requires 
the letters patent to be examined by^ the At- 
torney General, and certified to be in confor- 
mity to the law, before the great seal is affix- 
ed to them. In point of practice, this must un- 
avoidably be a very insufficient security, and 
the policy of the provision that changed the 
common law may be very doubtful. This, 
however, is a consideration proper before 
another tribunal. We must administer the 
law as we find it. And without going more 
at large into this point, we think that the 
manifest intention of th^ legislature was not 
to allow any defect or concealment in a spe- 
cification, to avoid the patent, unless it arose 
from an intention to deceive the public. 
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In the case of Lowell vs. Lewisj I. Mason^ 
189, J. Story observes that : ^ By the coin- 
mon law, if any thing material to the con- 
struction of the thing invented be omitted or 
concealed in the specification, or more be in- 
serted or added than is necessary to produce 
the required effect, the patent is void. This 
doctrine of the common law our patent act 
has (whether wisely, admits of serious doubts) 
materially altered ; for it does not avoid the 
patent in such case, ^ unless the concealment 
* or addition shall fully appear to have been 
made for the purpose of deceiving the pub- 
lic.'' (Sect. 6.) Yet certainly the public 
may be as seriously injured by a materially 
defective specification resulting from inere 
accident, as if it resulted from a fraudulent 
design. Our law, however, is as I have stat- 
ed ; and the question here is, and it is a ques- 
tion of fact, whether the specification be so 
clear and full, that a pump-maker of ordinary 
skill, could, from the terms of the specifica- 
tion, be able to construct one upon the plan of 
Mr. Perkins. The principal objection to the 
specification in this case is, that it does not 
describe the check bolt, or the form, or use, 
or the size of the leather, or the mode of 
forming the edge and fixing it upon the valve, 
or the exact position or elevaticxi of the valve. 
(Here the Judge read the specification, and 
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commented on the evidence applicable to the 
objections ; and left it to the jury to say, up- 
on the facts, whether the specification was 
materially defective, and if so, whether it was 
by design to deceive the public,) 

With regard to the requisites according to 
British law to make a valid specification the 
following decisions are in point. 

This was an action on the case brought Turner «#. 

TXT*  

against the defendant for infringing on the j ^^J^ 
plaintiff's patent, which was granted to him »«P- 2«M- 
for producii^ a yellow colour, for painting in 
oil or water, &nd making white lead, and sep 
aratiiig the mineral alkali from common sah, 
all by one process. On the trial before But' 
ler, J. at the last sittings at Westminster, a 
verdict was found for the plaintiff, and on a 
motion to set aside that verdict, and grant a 
new trial, these facts were reported. The 
plaintiff within the usual time had enrolled 
the following specification. " Take any quan- 
tity of lead and calcine it, or minium or red 
lead, litharge, lead ash, or any calx or prepar- 
ation of lead fit for the purpose ; to any giv» 
en quantity of the above mentioned materials, 
add half the weight of sea salt, with a suffi- 
cient quantity of water to dissolve it, or rock 
salt, or sal gem, or fossil salt, or any marine 
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salt, or salt water, proper for the purpose ; 
mix them tc^ether by trituration till the lead 
becomes impalpable, or sufficiently comminut- 
ed. When the materials have been ground, 
let them stand for twenty-four hours, in which 
time the lead will be changed into a good 
white, and the salt decomposed ; if not, the* 
trituration must be repeated with a further 
addition of salt, till the white colour be ob- 
tained; the decomposition of the salt may 
also be brought about by digestion, or by cal- 
cination. The materials may be suffered to 
remain together, before the alkali is separat- 
ed by the addition of water for a longer time 
than is specified above, according to the dis- 
cretion of the operator, and the end he wish- 
es to obtain. The yellow colour is produced 
by calcining the lead after the alkaj^i has been 
separated from it till it shall acquire the co- 
lour wanted : This will be of different tints, 
according to the .continuance of the calcina- 
tion, or the degree of heat employed. The 
white lead must be finished by repeated ab- 
lutions, and by bleaching it till the white be 
made perfect." On the part of the plaintiff, 
it was proved that the first effect of the pro- 
cess was the separating of the mineral alkali 
from common salt ; that that produced white 
lead ; and that by continuing the process to 
a certain degree, and afterwards exposing the 



LAW OP PATENTS. 



183 



matter, the yellow colour was produced. 
That as the specification required the heat 
to be continued till the colour was obtained^ 
any person trying the experiment woiild ne- 
cessarily be led to fusion. That a chymist 
would see by the specification, that if less 
heat would not answer the purpose, he must 
go on to fusion. The difference between fu- 
sion and calcination, both of which proceed 
from different degrees of heat operating on 
the subject matter, was that the substance to 
be calcined continued in a solid form ; where- 
as fusion is a liquid state, to which the sub- 
stance may be reduced by continuing the heat* 
Instances were produced of persons who had 
made the colour by help of the specification, 
after trying some experiments. In trying 
these experiments, minium had been used in 
the first instance. The white lead produced 
by following the directions in the specifica- 
tion, was not what was sold as such, but a 
white substance, the basis of which was lead. 
For the defendant it was proved that the pa- 
tent colour could not be made by following 
the directions in the specification. The cal- 
cination was not sufficient to produce the ef- 
fect intended ; it was necessary to go on to 
fusion. That, as it appeared upon the speci- 
fication, minium, or red lead, might be con- 
^ sidered most convenient for the purpose, be- 
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cause a previous process was necessary to re* 
duce lead to minium or litharge, before the 
other parts of the process were to be begun ; 
minium and litharge differing only in havii^ 
undergone different degrees of calcination. 
But that minium would not produce the effect 
unless first fused. And that if red lead were 
calcined, the experiment would not succeed 
without fusion: whereas, accordii^ to the 
terms of the specification, fusion should be 
cautiously avoided. That the specification 
was calculated to mislead also with respect 
to the salts. For Jhssil sal is a generic term, 
including all mineral salts ; but only one spe- 
cies of fossil salt, namely, scd gem^ has marine 
acid, without which the colour could jiot be 
produced. That several persons had tried 
io make white lead by the specification, but 
had not succeeded. They could only pro- 
duce a greyish white powder, quite unfit for 
painting, and not merchantable. 

Mr. J. BuUer, after stating the facts, ob- 
served that at the trial, these objections had 
been taken to the specification — 1st That af- 
ter directing that lead should be calcined, it 
directed another ingredient to be taken, 
which would not answer the purpose, name- 
ly minium. Neither was it said that the 
minium should be calcined, or fused ; but if it 
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had any reference to the preceding words, 
then it should be calcined, which would not 
produce the effect, fusion being necessary. — 
2dly, That fossil salt was improperly men- 
tioned. There were many kinds of fossil 
salt, only one of which, namely, " sal gern^^ 
would answer the purpose, because it must 
be a marine salt. — 3dly, That all these things 
put together did not produce the thing in- 
tended : and that the patent was for an in* 
vention to do three things in one process, 
whereas, one of them, namely, white lead, 
could not be produced at all : for that a white 
substance like lead remained, applicable only 
to some of the purposes of common white 
lead. The learned Judge then said, that at 
the trial he had told the jury, that if either 
of these objections were well founded it 
would avoid the patent. 

Erskine and Pigot shewed cause against 
the rule for granting a new trial, and contend- 
ed that in actions for infringing patents, it is 
not necessary for the plaintiff to give any evi- 
dence to shew what the invention is, but it is 
incumbent on the defendant, if he objects to 
the specification, to show that it is defective, 
and that persons acquainted with the subject 
could not, by the assistance of the specifica- 
tion effect the thing intended* The consider- 
24 
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ation which the patentee gives for the mono- 
poly, is the benefit which the public are to 
derive from his invention, after the patent is 
expired : and that benefit is secured to them 
by means of a specification of the invention. 
But it is not necessary that the specification 
ehould be such as that persons unacquainted 
with the terms of art, which must necessarily 
be used in writing it, should be able to under- 
stand it. It is sufiicient if persons of skill can 
understand the process by means of the spe- 
cification, so as to keep alive the discovery 
after the patentee's exclusive title has ex- 
pired. 

The first objection which has been raised 
against the sufficiency of the specification ha& 
BO weight ; for though the direction to calcine 
is applicable to all the ingredients in the first 
part of the description, yet scientific persons 
would instantly discover what degree of heat 
was necessary to be used to each of those in- 
gredients ; and that minium, being already a 
calx, must be fused. 2dly. The heat is or- 
dered to be continued till the experiment 
succeeds, and the colour is produced. Fusion 
is a necessary consequence of continuing the 
heat ; and this direction would be sufficiently 
* understood by all persons acquainted with 
the subject. 
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As to the second objectioii^ with respect to 
the fossil salt, the specification begins with 
** sea .salt," which is the genus, then it after- 
wards states not '' any fossil salt," but ^ fossil 
salt" or " any marine salt ;" the marine ^alt 
is therefore the basi^ of the experiment. So 
that no fossil ^altj but what is likewise a nior 
rine salt can be taken under this description. 

The answer to the third objection is, that 
a species of white lead is produced, though 
not the common ceruse; and the patent does 
not profess to make the common white lead. 
Besides, the making of white lead was not the 
subject of the present action, which was for 
making the yellow colour ; this accounts for 
the plaintiff's not being prepared to prov(e this 
part of the specification. Upon the whole 
this was a mere matter of evidence, as to the 
sufficiency of the specification, upon which the 
jury have exercised a soiind discretion. 

Bearcroft^ in support of the rule was stop 
ped by the Court. 

jlshursty J. I think that as every patent 
is calculated to give a monopoly to the pa- 
tentee, it is so far against the jffiticiples of 
law, and would be a reason against it, were it 
not for the advantages which the public de-* 
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live from the communication of the invention, 
after the expiration of the time for which the 
patent is granted. It is therefore incumbent 
on the patentee to give a specification of the 
invention in the clearest and most unequivo- 
cal terms of which the subject is capable. 
And if it appear that there is any unnecessa- 
ry ambiguity affectedly introduced into the 
specification, or any thing which tend^ to mis- 
lead the public, in that case the patent is void. 
Here it does appear that there is at least 
such a doubt on the evidence that I cannot 
say this matter has been so fully and fairly 
examined as to preclude any further investi- 
gation of the subject. Three objections have 
been made to this specification. The first is, 
that in the specification the public are direct- 
ed to ^ take any quantity of lead and calcine 
it, or minium or red lead ;" from whence it is 
inferred that calcining is only to be applied to 
lead. I confess, if the objection had rested 
here, I should have entertained some doubt. 
The next objection is, that in the subsequent 
materials to be added, the public are directed 
** to add half the weight of *sea salt,' or 'sal 
gem,' or * fossil salt, or any marine salt." 
Now " fossil salt" is a generic term, including 
'' sal gem," as well as other species of " fossil 
salt." And I understand that ^ sal gem" is 
the only one which can be applied to this pur- 
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pose ; so that throwing m fossil salt can only 
be calculated to mislead the public. Those 
words could not have been added with any 
good view ; they must produce many unpeces- 
sary experiments ; therefore, in that respect, 
the specification is not so accurate as it ought 
to have been. 

Another objection was taken as to the 
white lead ; to which it is answered, that the 
invention did not profess to make common 
white lead. But that is no answer ; for if 
the patentee had intended to produce some- 
thing only like white lead, or answering some 
of the purposes of common white lead, it 
should have been so expressed in the specifi- 
cation. But in truth, the patent is for mak- 
ing white lead and two other things by the 
^ame process. Therefore, if the process as 
directed by the specification, does not produce 
that which the patent professes to do, the 
patent itself is void. It is certainly of conse- 
quence that the terms of the specification 
should express the invention in the clearest 
and most explicit manner ; so that a man of 
science may be able to produce the thing in- 
tended, without the necessity of trying exper- 
iments. 
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BuUefy J. Many cases upon patents hare 
arisen in our memory, most of i/^hich have 
been decided against the patentees, upon the 
ground of their not havii^ made a full and fair 
discovery of their inventions. Wherever the 
patentee has made a fair disclosure, I have 
always had a strong bias in his favour, be- 
cause in that case he is entitled to the pro- 
tection which the law gives him. How far 
that law is politic, it is not for us to deter- 
mine. When attempts are made to evade 
a fair patent, I am strongly inclined in fa- 
vour of the patentee : but where the dis- 
covery is not fully made, the Court ought to 
look with a very watchful eye to prevent any 
imposition on the public. Then the question 
is, whether the present plaintiff has made a 
fair discovery. I do not agree with the coun- 
sel, who have argued against the rule, in say- 
ing it was not neccessary for the plaintiff to 
give any evidence to show what the invjention 
was, and that the proof that the specification 
was improper lay on the defendant; for I 
hold that a plaintiff must give some evidence 
to show what his invention was, unless the 
other side admits that it has been tried and 
succeeds. But wherever the patentee brings 
an action on his patent, if the novelty or ef- 
fect of the invention is disputed he must show 
in what his invention consists, and that he 



LAW OP PATENTSU 19 j 

produced the effect proposed by the patent 
in the manner specified. Slight evidence 
of this on his part is sufficient ; and it is 
then incumbent on the defendant to falsi- 
fy the specification. Now in this case no 
evidence was offered by the plaintiff to show 
that he had ever made use of the sev- 
er^ different ingredients, mentioned in the 
specification, as, for instance, minium, which 
he had nevertheless inserted in the patent ; 
nor did he give any evidence to show how 
the yellow colour was produced. If he 
could only make it with two or three of the 
ingredients specified, and he has inserted 
others, which will not answer the purpose, 
that will avoid the patent. So if he makes 
the article for which the patent is granted, 
with cheaper materials than those which he 
has enumerated, although the latter will ans- 
wer the purpose equally well, the patent is 
void, because he does not put the public in 
possession of his invention, or enable them to 
derive the same benefit from it which he 
him3elf does. 

As to the first objection, which has been 
taken with respect to the minium, it was not 
pretended by any of the plaintiff's witnesses 
that he ever made use of minium. And it was 
proved from the defendant's witnesses, that 
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from the specification, they should be led to use 
minium, because minium is lead already calcin- 
ed, which is what the specification directs in 
the first instance. But minium will not answer 
the purpose. Then, as to fusion; it is said, 
that the public are directed by the words of 
the specification to contbue the heat till the 
effect is produced, which must necessarily 
lead to fusion though fusion is not expressly 
mentioned. But that is no answer to the ob- 
jection; for the specification should hare 
shown by what degree of heat the fusion was 
to be produced. Now it does not mention 
fusion, and as one of the witnesses said, in or- 
der to produce the effect ''you must go out of 
the patent," for fusion is beyond calcination, 
and in some sense contrary to it ; and by men- 
tioning calcination, it should seem that fusion 
was to be avoided. 

The next objection was to the salts. " Fos- 
sil salt" is mentioned as a distinct species of 
salt, and many other salts are also mentioned as 
indifferent whether one or the other be used. 
But it was proved that fossil salt was a gene- 
ric term, including several species, and that 
^sal genC^ was the only species of it that 
would answer the purpose ; because none of 
the others contained a marine acid, which was 
essential. 
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There was no contradiction by the witness- 
es on the third objection, for the most that 
the plaintiff witnesses said, was, that following 
the specification the experiment only produc- 
ed a white substance like lead. 

» 

Now on either of these grounds the patent 
was yoid. Because, if the patentee says that 
by one process he can produce three things, * 

and he fails in any one of them, the consider- 
ation of his merit, and for which the patent 
was granted fails, and the crown has been 
deceived in the grant. Slight defects in the 
specification will be sufficient to vacate the 
patent. In a case before Lord Mansfield, 
for infringing a patent for steel trusses, it ap- 
peared that the patentee, in tempering the 
steel, rubbed it with tallow, which was of 
some use in the operation, and because this 
was omitted, the specification was held to he 
insufficient, and the patent was avoided. 

It has been decided in the Court of King's 
Bench, that one having obtained a patent for 
a certain manufacturing machine of which he 
duly enrolled a specification, afterwards ob- 
tained another patent for certain improve^ 
merits in the said machine, in which the grant 
of the former patent was recited : and the 

latter patent contained the usual condition 
25 
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that it should be void if the patentee did not 
within one month enrol a specification parti- 
cidarly describing and ascertaining the nature of 
said inoentian^ and in what manner the same 
was to be performed^ a specification containing 
a full description of the whole machine so im- 
proved, but not distinguishing the new im- 
proved parts from the old parts, or referring 
to the former specification, otherwise than as 
the second patent recited the first, was a per- 
formance of that condition* The foUowii^ is 
the report of the case, which was stated for 
the opinion of the court by the Lord Chan- 
cellor.* 

By letters patent of the 20th of March, 
1787, the king granted to John Harmar (the 
plaintiff) for 14 years the sole privilege of 
making, using, and vending, a certain machine 
by him invented, for raising a shag on all sortd 
of woollen cloths, and cropping or shearii^ 
them, which together come under the de- 
scription of dressing woollen cloths, and also 
for cropping and shearing of fustians ; with 
the usual condition or provision for avoiding 
the patent on failure of enrolling a specifica- 
tion. In pursuance of this proviso, Harmar 
duly enrolled a specification of the said inven- 

^ Harmar vs, Playne and another, II. East. 101. 



tion, with drawings of the same in the majgin 
thereof. On the 29th of March, 1794, his 
majesty granted another patent to Harmar 
whereby, after reciting that Harmar had ob- 
tained letters patent on the 20th of March, 
1787, authorising him to make, use, and vend 
his invention of a machine for raising a shag 
on all sorts of woollen cloths, &c. for 14 
years ; and further, that he had invented 
considerable improvements in the said ma- 
chine, for which improvements in the said 
machine he prayed his majesty's letters pa- 
tent for the exclusive enjoyment thereof for 
fourteen years, pursuant to the statute ; the 
letters patent, therefore, granted to him the 
sole privilege and authority to make, use, and 
vend his said invention^ and have the whole 
profit thereof 

The letters patent also contained a proviso 
that if Harmon should not particularly de- 
scribe and ascertain the nature of his inven- 
tion, and in what manner the same was to be 
performed, by an instrument in writing under 
his hand and seal, and cause the same to be 
enrolled in the Court of Chancery, withm one 
calendar month next and immediately after 
the date of the said letters patent, then they 
should become void. In pursuance of this 
proviso, Harmar did, in due time, enrol a spe- 
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cifioation in Chancery, with drawings of the 
machine in the margin thereof; the introduc- 
tory part of which specification is as follows : 
"To all, &c. I, John Harmar, of Sheffield, 
" send greeting. Whereas his majesty, by his 
" letters patent, dated the 29th of March, in 
« the 34th year of his reign, hath granted to 
" me especial license, and sole privilege, &c. 
** that I, my executors, &c. and assigns, at all 
" times during the term of years therein ex- 
" pressed, should and lawfully might make, 
" use, and vend, the machine by me invented and 
^ found out, for raismg a shag on all sorts of 
'^ woollen cloth, &c. (as before) within Eng- 
" landj &c. ; and that I should enjoy the whole 
" profit, and benefit, &c. of said invention, for 
" fourteen years from the date of the said 
"letters patent, according to the statute, &c. 
"and, whereas, m the said letters patent, 
" there is a proviso, or condition, that if I, 
" John Harmar, should not particularly describe 
" and ascertain the nature of the said invention, 
" and in what manner the same is to he perforwr 
" ed, by an instrument in writing under my 
" hand and seal, and cause the same to be en- 
'' rolled in Chancery, within one calendar 
" month next after the date of said letters 
"patent, then the said letters patent, &c. 
" should become void — Now, know you that, 
. " in obedience to the said letters patent, and 
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* proviso, &C. I, John Harmar^ do by these 
" presents particuligrly describe and ascertain 
" the nature of the said invention, referring to 
" the drawings in the margin of these pre- 
^ sents, which I explain as follows." The 
specification then proceeds under different 
letters of the alphabet, corresponding with 
similar letters on the drawing, to set forth a 
full description of the whole of the machine ; 
and the specification ends with these words : 
** And I, John Harmar^ do hereby declare that 
'' my said invention is intended to be worked 
" in the manner hereinbefore particularly men- 
tioned." It was admitted by the defendants 
that the improvements for which the second 
patent was granted are included in the gene- 
ral description of the second, or improved ma- 
chine, as set forth in the specification of the 
second patent ; and that the second specifica- 
tion does contain a full and proper description 
of th^ whole nmchine in its improved state : but 
the second specification does not in any maiv 
ner point out or describe the improvements 
upon the former machine by any verbal de- 
scription, or by any delineation or mark in the 
drawing ; and which drawing is not a repre- 
sentation of the improvements alone^ but of the 
whole machine in its improved state : nor are 
the improvements in any manner substantive- 
ly and individually explained by the second 
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specification ; nor is the machine in the imj^roy- 
ed state, contradistinguished from the state 
and condition of it under the former patent, 
by any explanation whatever, nor by any de- 
lineation, or mark, in the drawing ; but what 
the former machine was, and what were the 
said improvements thereupon, are ascertaina- 
ble and appear by referring to the first speci- 
fication and the drawings thereon, and com- 
paring the second specification and the draw* 
ings thereon with the same. The defendants 
insisted that the second specification was not 
a due performance of the condition of the 
second patent ; and the question, therefore, 
for the opinion of the Court, was, whether 
the proviso, or condition, in the letters patent 
of the 29th o{ March, 1794, had been duly 
performed by the enrolment of the said spe- 
cification thereof. 

• 

Holroydj for the plaintifi^ contended that 
the condition had been duly performed. The 
patent, and the specification referring to it, are 
to be construed together as one instrument, 
as in Homblower vs. Boulton ; and the second 
patent recites the first, and that the patentee 
had invented certain improvements in the for- 
mer patent machine, for which improvements 
another patent was prayed, which the king 
grants. The first patent and specification be- 
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ing enrolled, the public must be taken to know 
their contents ; or, at least, the second patent, 
by referring to the first, directs the party to 
the source from whence information may be 
obtained in the manner required by law. The 
very nature of the second patent, which is 
for improvements in a machine for which a 
former patent had been granted, points to 
such former patent and the specification an- 
nexed : there need not be an express refer- 
ence : and by comparing the two patents and 
specifications together, the party seeking for 
information as to what he may lawfully make 
without the license of the patentee, must 
necessarily see for what particular parts of 
the improved machine the second patent was 
granted ; and the patentee was not bound to 
state in his second specification that which he 
had before stated separately in his first, and 
which the subject was bound to know. A 
specification need not contain every thing at 
length relating to the subject matter, but may 
refer to other public instruments, or to the 
general sources of knowledge, which every 
person of reasonable skill and information on 
the subject may fairly be presumed to know. 
There is a constant reference in these instru- 
ments to drawings which accompany them, 
and without which the description of the par- 
ticular invention would not be intelligible : 
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(Lord Ettenborough^ C. J. asked whether it 
were meant to be contended that a specifica- 
tion might refer to such and such articles in 
Chamher^s Dictionary for a description of one 
part of a machine, and to certain other de- 
scriptions in other books, for other parts, and 
so on, which would lead to great inconve- 
nience, and make the hew invented parts de- 
scribed wholly unintelligible to those who 
were not furnished with their works ; when 
the object of requiring a specification to be 
enrolled seemed to be to enable persons of 
reasonable intelligence and skill in the 'subject 
matter to tell from the inspection of the spe- 
cification itself what the invention was for 
which the patent was granted, and how it was 
to be executed.) The public must take no- 
tice at their peril of all patents on record, 
and the last of them to which the specifica- 
tion belongs, refers to the other. No person 
can be misled by the specification of a patent 
for an improved machine, describing the whole 
machine so improved ; it is even more conve- 
nient than merely statii^ what the improve- 
ments are, which would be a literal compli- 
ance with the condition, but far less intelligi- 
ble ; for such a bare method of describing 
the new invention would require a much high- 
er degree of knowledge and memory of the 
subject matter, and of every former patent 
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than this, which describes the whole combina- 
tion of new and old parts, forming the entire im- 
proved machine. The patentee has only an ex- 
clusive right to the whok comhination for which 
his patent is granted, and the use of particu- 
lar parts only is no breach of his rights ; the 
description, therefore, of the particular im- 
provements, distinct from the parts in general 
use before, would be useless to all, and less in- 
telligible to many. Patents were formerly 
considered as injurious monopolies, and were, 
therefore, construed by the Courts with great 
strictness ; but now, when a more liberal and 
just view of the subject prevails, they are 
properly considered as highly advantageous 
to the public, by holding out an encourage- 
ment to ingenious men to disclose their invei>- 
tions: and Lord Elden^ when presiding in 
C B. said in the case of Cartright vs. ^mott^ 
in Easter term, 1800, in that court, that they 
were to be considered as bargains between 
the inventors and the public, to be judged of 
on the principle of keeping good faith by 
making a fair disclosure of the invention, and 
to be construed as other bargains. 

Lord EUenboroughj C. J. — The difficulty 

that presses most is, whether this mode of 

making the specification be not calculated to 

mislead a person lookiog at it, and induce him 

26 
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to suppose that the term for which the pa- 
tent is granted may extend to preclude the 
imitation of other parts of the machbe than 
those for which the new patent is granted, 
when he can only tell by comparing it with 
some other patent what are the new and 
what are the old parts ; and if this may be 
done by reference to one, why not by refer- 
ence to many other patents, so as to render 
the investigation very complicated. It may 
not be necessary indeed, in stating a specifica- 
tion of a patent for an improvement, to state 
precisely all the former known parts of the 
machine, and then to apply to these the im- 
provements; but, on many occasions, it may 
be suflficient to refer generally to them. As 
in the instance of a common watch, it may be 
sufficient lor the patentee to say — take a com- 
mon watch and add or alter such and such 
parts — describing them. And when Lord 
Mansfield sBi^ that the meaning of the spe- 
• cification was that others might be taught to 
do the thing for which the patent was grant- 
ed, it must be understood to enable persons of 
reasonably competent skill, in such matters to 
make it ; for no sort of specification would 
probably enable a ploughman, utterly ignor- 
ant of^ the whole art, to make a watch. 

* lAardet vs. Johnson^ sitting^s at WestmimteTy after Hilary^ 
1778, BiM. Ni. Pii. (76.) 
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Wetherell^ contrsu — The proriso in the sec? 
ond patent is express that the patentee shall 
«( partictdarly describe and ascertain the nature 
of the said invention^ (i e. the improvements^) 
and in what manner the sanve was to be per- 
formed," &c. : if that condition be not per- 
formed, the patent is declared yoid. Now it 
is not pretended that the improvements of 
the machine, for which alone the second pa- 
tent was granted, are particularly described and 
ascertained in the specification, but the whole 
machine, including indeed those improyements, 
is so described, without ascertaining the new- 
ly invented parts. But the patent was not 
for the whole machine^ but for a part only ; so 
th^t no person looking only to the second spe- 
cification, or to that and the patent to which 
it appertained, could inform himself for what 
parts of the machine that patent was grant- 
ed ; and that knowledge can only be acquired 
by looking to both the patents and specifica- 
tions. Unless the alteration of, or addition to, 
an old machine be bma fide an improvement, 
and useful to the public, the crown cannot 
grant a patent for it ; and, therefore, it should 
appear upon the face of the instrument itself 
what the improvement is. Mr. Justice Butter^ 

* yide BuU. N. P. (77.) pi. 4. Rule the fourth. 
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in the case of The King v^ ^rkrtght^^ lays 
down certain rules for the construction of pa- 
tents, under the third and fourth of which the 
objections to the patent range — 3dly, If the 
specification be in any part of it materially 
false or defective " the patent is yoid. — 4thly, 
The patent must not be more extensive than 
the invention ; therefore, if the invention con- 
sist in an addition or improvement only, and 
the patent be for the whole machine or manu- 
facture, it is void.t" Now here the specifica- 

• Sitting at Wutminster^ after Trinityy 1785. ib, 

t For this latter is cited (among other cases, in which it wat 
•o ruled bj Lord Man^etd^) the case of the King vs. Else, sit- 
tings at Westminster Michaelmas , 1785, cor. BuUer^ J. The 
* patent there was for a new inyented manufacture of lace, call- 
ed French, otherwise, Ground Lace. The speciiication went 
generally to the mixing of silk and cotton thread on the frame. 
On the part of the prosecutor it was clearly shown that prior 
to the patent, silk and cotton thread had been used together 
and intermixed upon the same frame ; and the defendant's 
counsel acknowledged the fact ; but said he could prove clear- 
ly that the former method of using the silk and cotton thread 
^ was quite inadequate to the purpose of making lace, on ac- 

count of its coarseness, and that the defendant alone had in- 
vented the method of intermingling them so as to unite strength 
with fineness. But per BuUer^ J. It will be to no piup^se. — 
The patent claims the exclusive liberty of making lace com- 
posed of silk and cotton thread mixed ; not of any particular 
mode of mixing it ; and, therefore, as it has been clearly prov- 
ed and admitted that silk and cotton thread were before mixed 
on the same frame for lace in some mode or other, the patent 
is clearly void, and the jury must find for the crown. Verdict 
accordingly. 
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tion is materially defective, in not ascertain- 
ing how much of the whole machine describ- 
ed is the new invention : and though the 
plaintiff has not taken out this patent for the 
whole machine, yet having obtained his pa- 
tent for the improvement of the m^achine^ he 
has not made a specification of that improve- 
ment, as he was bound by the condition of 
the grant to do : but has made a specification 
larger than the patent, upon the face of 
which the particular improvement cannot be 
ascertained. In Turner vs. Winter^ it was 
held that if the specification were ambiguous, 
or gave directions which tended to mislead 
the public, it avoided the patent. It is not 
enough, then, that persons of great skill and 
experience may be able to find out the inven- 
tion from the specification : but it should be 
plainly stated, so that a person of reasonable 
knowledge and experience upon the subject, 
may immediately be made acquainted with 
the invention. The specification ought to vor 
form the public what the thing is for which 
the patent was granted, and how it is to be 
made, and not merely inform them where 
else that information is to be acquired, for 
that is not a compliance with the condition. 
No person applying to the specification of one 

* 1, Term Rep. 602. 
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patent is bound to know that another has been 
granted* If inquiry be necessary to be made 
for facts dehors the instrument itself, it is diffi- 
cult to say where the line is to be drawn : re- 
ferences may as well be made to dictionaries 
of arts and sciences, philosophical transac- 
tions, &c as to other patents and specifica- 
tions ; the patentee is not to throw on the 
party inquiring the trouble and expense and 
loss of time of acquiring the knowledge of 
his inyenti(»i, by inrestigation and comparison. 
The generality of the whole description mTiy 
render it as ambiguous and difficult to be un- 
derstood, as the too great generality of the 
particular terms in Turner vs. Winter^ did. — 
The public may well imagine from this spe- 
cification that the plaintiff had a patent for 
the whole machine, when in truth it was only 
for a part of it. It may be doubtful whether 
a direct reference to the former specification 
would^ have sufficed ; but here is no such re- 
ference, but the two instruments are endeav- 
oured to be connected through the invention 
of the second and first patents. If there 
were a succession of patents for several im- 
provements, ending at different periods, it 
might be extremely difficult for a person to 
collect from specifications of this kind the 
periods when the several inventions would be 
open to the public. But the true sense of 



I 
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the condition is to give the public direct and 
complete information of the manner of exe- 
cuting the invention, without further search 
or trouble. (Le Blanc J. There lies the 
difficulty : for suppose the specification had 
merely described the improvements, such as 
the addition of a crank or a screw to such or 
such a part ; must not the party still have re- 
ferred to the original specification, or at least 
have brought a full knowledge of it with 
him, before he could understand fully how to 
adapt the new parts described to the old ma- 
chine ?) Admitting that there may be some 
difficulty in satisQring the object of the speci- 
fication by a mere description of the new 
parts to be added to the old machine, the pa- 
tentee would be bound to state so much of the 
original specification as would makehis des- 
cription of the improvement intelligible ; and 
perhaps the better and safer way would be 
to state the whole, and then to mark by re- 
ference the new parts : but in whatever way 
it be done, the public should be able to ascer- 
tain at once, without looking to any other in- 
strument, which are the new parts for which 
the patent is granted ; and no objection could 
be made to any surplusage of explanation, 
provided it was not given in a manner to con- 
found the enquirer as to the new invention. 
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Holroydy in reply, said, That if references 

to other instruments were made in such a 
manner as to obscure the subject and con- 
found the inquirer, that would avoid the pa- 
tent : but so far as the public are interested 
in haying a perspicuous description of the 
machine in its most improved state, it cannot 
be done more effectually than by describing 
the entire improved machine ; and those who 
are interested in discriminating between the 
old and new parts can have no difficulty in do- 
ing so by comparing the two specifications ; 
the latter of which through the medium of 
the patent having express reference to the 
former one : and every person being bound 
at his peril to notice the enrolments, and be- 
ing liable to an action for infringing the pa- 
tent, without having personal notice of it. 
Admitting therefore that a patentee cannot 
refer an inquirer to books and other writings 
which he may or may not be able to obtain, 
or can only obtain by paying for it, or by the 
indulgence of another; yet here he is referred 
to a public source of information appropriat- 
ed to this express purpose, which the paten- 
tee himself has afforded, and which the other 
has a right to have. (BayUy^ /. Suppose , 
the former patent and specification to be lost 
by accident, how is the public to know from 
the specification of the second pa.ent huw 
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much of the whole improved machine they 
may use ?) The law presumes that all re- 
cords will be properly preserved. The same 
difficulty, however, would occur if a drawing 
annexed to the specification in question were 
lost : and indeed in the case put, there would 
be an advantage to the public in this mode of 
specification more than sufficient to counter- 
balance the loss of the particular information, 
as thereby the knowledge of the whole im- 
proved invention would be preserved. The 
greater difficulty would be thrown upon the 
patentee himself in shewing what the pre- 
cise improvement was, in an action for the in- 
fringement of his patent : his claim of mono- 
poly being confined to the whole combbation 
described. As to the labour or difficulty of 
comparing the second with the first specifica- 
tion in order to find out the invention, some 
labour apd difficulty of the sort must always 
occur where drawings are referred to in the 
annexed specification ; they must be read and 
compared together, and the party must bring 
his general scientific or mechanical knowledge, 
and perhaps other general information, to 
bear upon the subject. If the first specifica- 
,tion had been actually recited in the second, 
there must have been the same labour of 
comparison as in this case : the only differ- 
27 
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ence here is, that the party must refer to an- 
other parchment on record. 

Lord EUenboroughj C. «/. I own I was dis- 
posed to think that it was a departure from 
the terms of the proviso for the patentee 
merely to tell the inquirer, who came to con- 
sult the specification, how he might learn 
what the invention was, instead of giving him 
the information directly. But I feel impress- 
ed by the observation of my brother Le 
Blancj that the trouble and labour of refer- 
ring to and comparing the former specifica- 
tion with the latter, would be fully as great 
if the patentee only described in this the pre- 
cise improvements upon the former machine. 
Reference must, indeed, often be necessarily 
made in these cases to matters of general sci- 
ence, or the party must carry a reasonable 
knowledge of the subject matter with him, in 
order clearly to comprehend specifications of 
this nature, though intended to be fairly made. 
We Will, however, consider of the case, and 
certify.our opinions. 

« « 

The Court afterwards certified to the Lord 
Chancellor, that they had heard the case ar- 
gued by counsel, and were of opinion that the 
proviso or condition of the letters patent, 
. bearing date the 29th of March, 1794, had 
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been performed by the enrdment of the spe- 
cification thereof set forth in the case. 

A patent taken out for « a method of more 
completely lighting cities, towns and villages," 
when the specification described improve- 
ments upon street lamps, was held to be tak- 
en out too large ; it was in substance a patent 
for an improvement in street lamps, and should 
have been so taken. 

This principle was decided in the case of Cochran 
Lord Cochran vs. Smethhurst. This was an sme^urst. 
action brought in the Court of King's Bench 
under an order of the Lord Chancellor, to try 
the validity of a patent granted to the plain^ 
tifl^ dated 3d March, 53 Geo. III. for " a me- 
thod or methods of more completely lighting 
cities, towns, and villages," and an alleged in- 
jringement by the defendant ; in which let- 
ters patent was contained the usual proviso 
relative to enrolling the specification in Chan- 
eery within six months, from the date of the 
patent, and the specification was enrolled 
within the term prescribed. The declaration 
states, that the plaintiflFhad from the date of 
the patent exercised the said invention to his 
great profit, yet the defendant had without 
license of the plaintiflT, made and sold lamps in 
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imitation of the invention of the plaintiff! 
Defendant pleaded the general issue. 

The Attorney-General explained the prin- 
ciple of the construction of Lord Cochran's 
lamps, stating that there must be a current 
of pure air, but a current of air was no part 
of Lord Cochran's invention : the placing of 
flame betwen two currents of air was not 
new, it was the principle of Argand's lamp; 
but if Argand's lamp was put into a case 
without a regular supply of atmospheric air, 
it would not answer ; the air being burnt and 
burnt again would become exhausted, and in- 
capable of any longer feeding the flame. 
There must be a succession of pure air to 
feed the flame, which should not mix with 
the contaminated air: this was accomplished 
by Lord Cochrane's invention, by taking care 
that the foul air should not return to bum 
over and over again, by means of an air tube 
through the external part of the lamp, which 
conducts the air to the flame. Argand's 
chimney must be brought down close to the 
flame and surround it : in this invention it was 
different, the heated air ascends out of the 
glass vase, with no possibility of returning to 
it : it goes out like smoke from a chimney. 
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Upon the patent and specification being put 
in and read, an objection was taken to the pa- 
tent, which does not appear upon the declara- 
tion, because the reference to the said irwen-' 
Hon being connected with the introductory 
averment of invention and discovery, namely, 
*' That the plaintiff, before and at the time of 
granting the patent, had invented and discov- 
ered divers improvements upon lamps, and 
was therefore the true and first inventor of a 
method or methods of more completely light- 
ing cities, towns and villages,^ &c« and the 
patent is stated in the declaration to be for 
the " said inventioa" An objection was also 
taken to the specification, as it extends to ship 
lights, convoy signals, theatres, churches, &c. 
being therefore larger than the patent, which 
is for ^ a method or methods of more com- 
pletely lighting cities, towns, and villages,^' 
and also to the generality of the words ** or 
otherwise by preserving it in a state of purity." 

Mr. Justice Le Blanc thought the cause 
had better proceed, but reserved to the de- 
fendant the benefit of the objections taken. 

The plaintiff proceeded to call his witnesses 
in support of his case. 

* This introductory avermeDt appears to have been intro- 
duced in order to cure the defect in thf title which the plain- 
tiff had i^iven to hii invention. 
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When the plaintiff had closed his case, Mr. 
Justice Le Blanc enquired where there was 
any specification of the use of the line of ex- 
clusion, or a description of what it is ? 

Mr. Attomey-Geoeral contended that Lord 
Cochran had not hj his patent claimed too 
much, although he might have inserted too 
much in the specification. 

Mr. Justice Le Blanc. — ^Under the general 
terms of the patent, must it not be taken with 
reference to the specification ? land if the 
specification is too large, is not the patent so 
too? Bringing in a current of pure atmospher- 
ic air is not new. 

Mr. Attorney-General. But bringing in the 
current of pure atmospheric air and excluding 
all other air is new. 

Mr. Justice Le Blanc. 1 think this patent 
cannot be supported : it is in substance a pa- 
tent for an improvement in street lamps, and 
should have been so takea Plaintiff non- 
suited. 

The following case contains some principles 
which shew the necessity of accuracy in the 
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specification, and of limiting its claims precise- 
ly to the real invention of the patentee. 

Bovill, vs. Moore and others.* 

This was an action brought by Mr. Bovill, 
assignee of a patent taken out by Mr. Brown, 
dated 24th April, 51 Geo. III. for "a ma- 
chine or machines for the manufacture of bob- 
bin lace, or twist net, similar to, and resem- 
bhng the Buckinghamshire lace net and French 
lace net, as made by the hand with bobbins, 
or pillows," against Messrs. Moore, Long- 
mire and Noble, lace manufacturers at Not- 
tingham, for an infringement of the said pa- 
tent. 

Mr. Solicitor General, (Shepherd) on be- 
half of the plaintiff, stated the questions to 
be, first, whether the patent of the plaintiff 
was a good and valid patent in point of law ; 
and, secondly, if it be, whether the defend- 
ants have pirated the patent. 

On the part of the defendant, it was con- 
tended by Mr. Sergeant Copley that the ma- 
chine, taken together, was not the plaintiff's 
sole invention ; because every person who m 
acquainted with the mystery of this manu- 

* Davies on Patents, 361, 
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facture knows that machine is a machine of 
gradual improvement ; that the minds of many 
ingenious men who have been concerned in in- 
quiries of this kind, have, for forty or fifty 
years, been directed to the compilation of in- 
struments of this nature, and though the 
principal parts of the machine may be refer- 
red to individuals, machines for the purpose of 
producing bobbin net have been in use for 
many years, and have been in the course of 
gradual improvement. 

Lord Chief Justice Gibbs charged the jury 
as follows : — This is an action brought by 
Mr. Bovill, against Mr. Moore and others, for 
having infringed a privilege granted to Mr. 
Brown for the sole use of a machine for making 
lace ; and the questions are, whether the pa- 
tent, under which he claims the sole privilege 
of making this machine, be a legal one, confer- 
ring upon him 'that sole privilege, and whether 
the defendant has or has not pirated it. It is 
necessary for the plaintiff to show that he is en- 
titled to this sole privilege, and that the defend- 
ant has pirated it, and that he, the plaintifi^ 
has conformed to all the conditions upon which 
this privilege was granted to him, if it was 
granted at all, in order to entitle him to re- 
cover under this action. 
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The case is stated differently in the differ- 
ent parts of this record. It is stated that 
the defendant made a machine like the plain- 
tiff's ; it is stated that he imitated the ma- 
chine of the plaintiff; it is stated that he sold 
machines like the plaintiff's ; and it is stated 
that he imitated parts of the machine of the ' 
plaintiff 

They have produced the patent granted to 
the plaintiff for a machine for the manufac- 
ture of bobbin lace^ or twist net, similar to, 
and resembling the Buckinghamshire lace net, 
and French lace net, as made by the hand 
with bobbins on pillows. It is for a machine 
of this description the plaintiff has obtained 
his patent. 

The specification contains an account of 
all which is stated to be invented by him, and 
he is bound to confine himself to that which is 
his invention ; and if in his specification he 
has exceeded the limits of what he has invent- 
ed, and of which he is entitled to the ^ole 
privilege, though in other respects there may 
be no objection to his patent, that will over- 
turn it, for he will not then have registered a 
specification of his invention — it will be ir- 
regular in having exceeded the limits of that 

invention. 
28 
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Having made these general observations, I 
will state to you in what manner he has in- 
troduced this in his specification. ^Now 
know je that in compliance with said provi- 
so, I, the said John Brown, do hereby de- 
scribe and ascertam the nature of my said in* 
vention,^* which he has recited to be that 
which I have stated from the patent, ** and in 
what manner the same is to be performed 
and operated, by the plans or drawings hereto 
annexed as hereinafter described." What- 
ever, therefore, is contained in the drawings^ 
annexed, is claimed by him as his invention, 
and if it be his invention he is entitled to 
maintain an action against any one who shall 
either practise the whole of the invention, or 
shall practise any part of that which he states 
in his specification to be his invention. 

In point of law it is necessary that the plain^ 
tiff should prove that this is a new and useiu^ 
invention, in order to entitle himself to th^ 
present action — that I think he has satisfacto^ 
rily done, and no resistance is made to hia 
claim upon that ground. It is not pretended 
that the invention as far as respects a cer« 
tain part of the manufacture, is not new ; nor 
is it pretended that it is not useful. I need 
not, therefore, leave it to you as if there was 
any question on this part of the case. 
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Then the next question is, whether the 
specification would enable a workman of com- 
mon skill to make the machine. Upon the 
evidence adduced to you, I think there is no 
doubt it would, for with the exception of 
some slight difficulties thrown in the way, I 
think the eridence is uniform, that a work- 
man of common skill applying a great deal 
of attention to it, (which so complicated a 
machine, however described, must require) 
and bringing a competent degree of skill, would 
be able to make the machine ; therefore I 
think you may discharge your minds from 
that consideration* 

< 
There is another consideration respecting 
the specification, which is also a material one, 
and that is« whether the patentee has given a 
full specification of his invention, not only one 
that will enable a workman to construct a 
machine answerable to the patent, but one 
that will enaUe a workman to construct a ma- 
chine answerable to the patent to the extent 
most beneficial within the knowledge of the 
patentee at the time ; for a patentee who 
has invented a machine useful to the public, 
and can construct it in one way more exten* 
sive in its benefit than m another, and states ^ 
in his specification only that mode which 
would be least beneficial, reserving to himself 
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the more beneficial mode of practising it, al- 
though he will have so far answered the pa- 
tent as to describe in his specification a ma- 
chine to which the patent extends ; yet he 
will not have satisfied the law by communi- 
cating to the public the most beneficial mode 
he was then possessed of, for exercising the 
privilege granted to him. 

In the present case, this, I thmk, appears 
clearly proved, that lace may be made in 
breadths, without resorting to the means that 
certainly have been used, either of bending 
the teeth of the dividers, or making the ex- 
ternal tooth longer ; and it is certainly clear 
that this specification does not point out to 
the artist that he is either to bend these 
teeth, or to make one longer than the rest ; 
the effect of not doing that will only be that 
there will be some danger of the threads en- 
tangling, but still, with a competent degree of 
attention in the workmen, although with some 
delay in the work, that entanglement may be 
avoided ; or if not avoided, may at least be 
corrected as it occurs, so that the work may 
be performed, though in a less perfect de- 
gree, without this bending together of the 
teeth, or without inserting teeth longer than 
the others. If Mr. Brown, since he obtained 
his patent has discovered an improvement 
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effected by bending the teeth, or adding a 
longer tooth, he may apply that improvement, 
and his patent will not be affected by his using 
his own machine in that improved state ; but 
if at the time when he. obtained his patent, he 
was apprised of this more beneficial mode of 
working, and did not by his specification com- 
municate this more beneficial mode of working 
to the public, that will have been a fraudulent 
concealment from the public, and that will ren- 
derhis patent void. Now the evidence in the 
case stands thus, that there is no machine of 
Mr. Brown's proved ever to have existed 
without this improvement, which is certainly 
a considerable improvement in it. I threw 
out this view of the case, that it might be 
shown, if it could, that Mr. Brown had used 
any of his machines without that improve- 
ment ; no such evidence has been produced, 
and therefore I must take it that no machines 
have been used by Mr. Brown without that 
improvement. Now, if upon the whole of 
the evidence, you think this was industriously 
and studiously kept back from the public, that 
Mr. Brown might have an advantage over 
and above others that worked these machines, 
that will be a suppression that will avoid his 
his patent ; but if you think this was a mat- 
ter which had not occurred to Mr. Brown at 
the time he invented this machine, and that 
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it was an improyement afterwards ; the va- 
lidity of the patent will not be affected by it, 
though he will have added to the original 
merit of the invention, the further merit of 
beii^ able to use his own invention more bene- 
ficially than the patent points out. 

Having disposed of that part of the case, 
and having stated to you, as I believe 1 have, 
that it is admitted, on all hands that the pa- 
tent, if a valid one, has been infringed, hav- 
"^ mg freed the case of those questions which 
arise in it, I come to that which is most ma- 
terial, namely, whether the specification in 
this case be or be not a good one in respect 
to the extent of it 

I understand the case better now than I 
did in the outset, though I cannot say that I 
understand it in a way so satisfactory to my- 
self as I could wish. I collect, however, from 
the testimony of the plaintiff's witnesses what 
they ccHitend their mvention to be, in what 
its novelty consists, and what are its merits ; 
and in order to state this, I would refer to the 
evidence of the first, and who is certainly 
not the least, perhaps I may say he is the 
most intelligent of their witnesses. He clears 
the case of all the preceding difficulties of it, 
on all those points upon which I have already 
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troubled you, and upon this question being 
asked, what the particular merits of this in- 
vention were, he says, ** The advantage of 
this machine is that the twist can be perform- 
ed by the agency of the f^obbins, which, if they 
came from the common beam, could not be 
performed, the diagonal threads coming off a 
roller or beam, which revolves round its axis 
to which the diagonal threads are fixed, and 
the roller so clothed with threads has a spe- 
cies of planetary motion by which the threads 
traverse right and left, the effect of which is 
to dispose of the diagonal threads over the 
whole breadth of the particular piece of 
lace." Now there he commences his descrip- 
tion of the advantage, and he shows a piece 
containing two of the diagonal threads in 
black thread ; in order to explain the man- 
ner in which they pass across, he says — ^ I 
never saw any machine that acted in this way 
before ; I have never perceived any which 
contained, in whole or in part, the two char- 
acters which I have described ; namely, the 
mode of obtaining the warp threads, and the 
mode of obtaining the diagonal threads. These 
effects are produced by a perfectly new me- 
chanical operation. These two points consti- 
tute the originality of the machine in their 
combined character ; that is, you see, making 
the feeding the warp threads, which are the 
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upright threads in the bobhins, in the way in 
which they are manufactured. In these par- 
ticulars, Mr. Galleway states that the novelty 
and the merit of the invention consist ; and 
there is no doubt, as I stated to you before, 
that this is a beneficial invention for the pub- 
lic, and that in this respect it is new. But, al- 
though it is beneficial to the public, and may, 
in this respect, be new ; yet if the plaintiff 
has in his specification asserted to himself a 
lai^er extent of invention than belongs to him 
— ^if he states himself to have invented that 
which was well known before — then the spe- 
cification will be bad, because that will affect 
to give him, through the means of his patent, 
a larger privilege than could be legally grant- 
ed to him. 

I have stated in what terms the specifica- 
tion runs. The defendant says, I do not dis- 
pute your specification, after the operation is 
brought to the point of crossing the threads, 
except in this respect, I say your cross-bar and 
your fork are not new, and that, therefore, in 
claiming them you have claimed too much. — 
With respect to the contrivance of applying 
the beam threads to the diagonal, that I ad- 
mit to be new. I admit that may be an ex- 
cellency, and I admit your specification for 
that part of your machine may be a perfect 
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one ; and if you had expressed yourself in this 
way, if you had stated that you had invented 
an improvement of the existing machine, and 
that it followed that period of the process I 
have been describing, I would not have quarrel- 
led with it; but I insist that all that precedes 
that part of the operation had been practised 
before ; and the defendant calls several wit- 
nesses to show that under the warp machine, 
and under Heathcote's machine, all that pre- 
cedes in this operation had been previously 
pratised by the same means, that is to say, in 
substance, by the same means as it is described 
in the specification of Mr. Brown, and actually 
practised by Mr. Brown — I say by the same 
means in substance ; (it will be the same in sub- 
stance, if the principle be the same in effect,) 
though the form of the machine be different. 

I remember that that was the expedient 
used by a man in Cornwall, who endeavoured 
to pirate the steam engine. He produced an 
engine which, on the first view of it, had not 
the least resemblance to Boulton and Watt's ; 
where you looked for the head, you found the 
feet, and where you looked for the feet, you 
found the head ; but it turned out that he had 
taken the principle of Boulton and Watt's — 
it acted as well one way as the other ; but if 
29 
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jou set it upright it was exactly Boidton and 
Watt's engine ; so here I make the observa- 
tion, because I observe it is stated that one 
acts upwards, and the other down wards— cMie 
commences from the bottom and produces the 
lace by an upward operation, the other acts 
from above, and produces it by an operation 
downwards; but that, if the principle.be the 
same, must be considered as the same in point 
of invention. 

« 

The objections made to this specification 
are, that it goes further than it ought ; that 
it states more to be the invention of Mr. 
Brown than really was so ; and I think I may 
state generally to you that they say that all 
that precedes the crossing of the threads is 
old, whereas he has stated it as a part of his 
invention ; and, besides that, they state that 
the forks and dividers, which he has stated as 
a part of his invention, are equally old. I 
think, with respect to the principle, if there 
existed at the time Mr. Brown took out his 
patent, engines for the making of lace, of 
which his was oriy an improvement, then his 
•patent ought to have been only for an im- 
provement ; and certainly, even if he could 
have supported his patent for an engine, his 
specification ought to have pointed out those 
parts only which were of his invention as 
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those to which his privilege apjJied : and if 
you shall be of opinion that he has, in his spe- 
cification, stated more than he is entitled to, 
by the proof in the case, as what was his in- 
vention, then, in my opinion, the specification 
will be bad. 

Now the answer that the plaintiffs hare 
endeavoured to give to that objection is this : 
they say that there is nothing in the world 
that is absolutely new ; you may refer it all 
to first principles : the which are well known, 
and yet you may state them in your specifica- 
tion as one of the means by which you effect 
your purpose ; levers are well known, but 
yet you may state them in the same way : 
that certaihly is so. They go on to say, their 
invention consists not in this or that particular 
part of which their machine is composed as 
being new, but in the conformation of all the 
parts of it, the novelty consisting in that con- 
formation ; and if the new conformation of 
all those parts was of the plaintiff's inven- 
tion, then, although every one of the parts 
was old, they would be entitled to a patent 
for a machine composed by that new conform- 
ation of the whole ; but if you find that anoth- 
er person had combined all those parts up to 
a given point, and that Mr. Brown took up 
his combination at that point, and went on 
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combining beyond that, if the subsequent 
combination alone were his invention, the for- 
mer combinations he will have no right to. — 
Those combinations could not exist before, 
unless there had existed an engine in which 
they- were found; and if there existed before 
this time an engine in which they were found, 
it is for you to say, whether this which Mr. 
Brown invented is any more than an improve- 
ment of that engine, or whether it is the in- 
vention of a new engine. If Mr. Brown has 
only invented an improvement of the old en- 
gine, be it Heathcote's, or be it any one or two 
engines which existed before, then his speci- 
fication, by which he claims the whole to him- 
self, will be bad. If, on the other hand, you 
think that he has invented an engine which 
consists of a perfectly new conformation of 
parts, although all the parts were used before, 
yet he will be entitled to support his patent 
for a new machine. 

Now I wish to have what I state upon this 
subject observed by the counsel on both sides, 
that they may be aware how I put it. If a 
conformation of those parts existed before; 
if a combination of a certain number of these 
parts existed up to a certain given point before, 
and Mr. Brown's invention sprung from that 
point, and added other combinations to it, then 
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I think his specification, stating the whole ma- 
chine as his invention, is bad. If, on the other 
hand, you think he has the merit of inventing 
the combination of all the parts from the be- 
ginning, then I think this specification is good, 
I and that he is entitled to your verdict. I have 

! said nothing about the fork, bars and dividers, 

because precisely the same question arises 
out of them, only not so strong for the de- 
fendant ; therefore, I think that the case 
would be encumbered only by my saying any 
! thing upon the subject. 

i 

i The counsel will take a note of the man- 

ner in which I have left the case to you ; and 
you will say, first, whether you think there is 
any fraudulent concealment in the specifica- 
tion ; and next, if there was not, whether 
you think he has in his specification described 

I an invention, as I have stated to you, to a 

greater extent than the proof goes to estab- 
lish. 



j A jurymaa — It might be inadvertent, and 

; not fraudulent. 



Lord Chief Justice Gibbs. — ^Certainly, and 
if it was inadvertent, if he actually knew, 
and meant to practise that mode, and inad- 
vertently did not state the whole in his spe- 
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cification, he must answer for his inadvertence ; 
but it might be a subsequent discoTery. 

Verdict for the defendant- 
Lord Chief Justice Gibbs. — Grentlemen, I 
will just ask jou this ; do you find that the 
combination of the parts up to the crossing of 
the threads is not new ? 

Foreman of the Jury. — ^Yes, my Lord. 

A Juryman. — ^The threads then taking a 
new direction, and certainly the most valuable 
part to the plaintiff is a new invention; but we 
are of opinion it is nothing more than an im- 
provement. 

A rule to set aside the verdict in the fore- 

« 

going cause was moved for in the Court of 
Common Pleas, but was refused.— Sice //. Mar^ 
shaiPs Rep. 211. 

The case of Rex vs. Metcalf, II. Starkie's 
Rep. is likewise in point to show the accura- 
cy requisite in order to make a valid specifica- . 
tion of a patent. 

Rex vs. This was a scire Jhcias^ brought to repeal 
a patent obtained by the defendant for the 
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manufacture of hair brushes, which were de- 
scribed as tapering brushes. 

It appeared from the specification that the 
mode of manufacturing the patent brushes 
differed from the common mode chiefly in 
this respect, that the specification directed 
that the hairs or bristles were to be taken of 
the length of an inch and a quarter, and be- 
fore their insertion in the holes in the stock, 
were to be mixed up together, so that when 
they were collected and drawn through the 
holes, and secured by a brass wire, the bris- 
tles would be of unequal lengths, whereas, 
according to the usual mode the bristles were 
to be inserted in the stock, so as to be as near- 
ly as possible of the same length, and were 
afterwards cut down so as to be of the same 
length. 

Lord EUenborough. Tapering means grad- 
ually converging to a point. According to the 
specification the bristles would be of unequal 
length ; but there would be no tapering to a 
point which the description assumes. 

Scarlettj for the defendant, stated that by 
compressing the bristles in each tuft of hairs, 
the effect would be to make them converge 
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to a point, and he suggested that the brushes 
were known by this description in the trade. 

Lord EUenborough. If the word tapering, 
be used in its general sense, the description is 
defective ; there is no converging to a point. 
If the term has had a different meaning an- 
nexed to it by the usage of trade, it may be 
received in its perverted sense. At present, 
however, I cannot hold out any prospect that 
this difficulty, arising from the grammatical 
construction can be removed. 

After some further evidence had been gone 

into, which did not remove the difficulty. 

Lord Ellenborough advised the jury to find 

that it was not a tapering, but only an unequal 
brush. 

Verdict for the Crown. 

Sec. 4. regulates the mode of assigning 
patent rights, and enacts, "That it shall 
" be lawful for any inventor, his executor, or 
" administrator, to assign the title and inte- 
" rest in the said invention at any time, and the 
" assignee having recorded the said assignment 
" in the office of the Secretary of State, shall 
" thereafter stand in the place of the original 
" inventor, both as to right and responsibility, 
" and so the assignees of assigns to any degree." 
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On this clause, we have the following deci- 
sion obligin^j futtuahed bj a gentlemaa of 
the bar m Vermoikt. 

Supreme Court of the United States, Feb- 
ruary term, 1810. 

» 
John TyUr^ et al. vs. CHlbert TueL* 

This was an action of the case brought . 
originallj in the Circuit Court for the District 
of Vermont, October Term, 1804, by the 
plaintiffs as assignees of Benjamin Tyler, the 
original patentee, for a violation of the patent 
set forth in the record. 

There are two counts in the declaration. 
The first recites the substance of the statutes 
authorising the issuing of patents, the facts 
which were supposed necessajy to entitle the 
patentee to a patent for his supposed inven- 
tion, and the patent and specijfications them- 
selves verbatim. 

The patent is for an improvement in build- 
ing mills, and is dated Feb. 20, 1800. 

The assignment is set forth in the first 
count in the following words: — ^'^And the 

* This case is more briefly reported, 6 Crandi^i Rep. 334, 

30 
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plaintiffi further saj, that the said Benjamin 
Tyler, afterwards, to wit, at the said Clare- 
mont, on the fifteenth day of May, in the year 
last aforesaid, by his certain deed of that 
date by him signed, sealed, and to the plain- 
tiSk then and there delivered by the said Ben- 
jamin, and ready to be shown to the Court, 
did, in consideration of the sum of six thou- 
sand dollars, to him before that time by the 
plaintiffi paid, grant, bargain, sell, assign and 
set over to the plaintiffs, their executors, ad- 
ministrators and assigns, aU the rights title and 
privilege^ in, unto, and over the said improve- 
ment in the said patent described, and there- 
by vested in the said Benjamin in any part of 
the United States, excepting in the counties of 
Chittenden^ Addison^ Rutland and Windham^ in 
the State of Vermont. 

The second count states concisely the same 
facts as the first, omitting the recital of the 
statutes and the patent at large. 

The assignment in this count is stated as 
follows : " And that the said Benjamin Tyler 
afterwards, and before the expiration of said 
fourteen years, to wit, at said Claremont, on 
the 15th day of May, in the year last afore- 
said by his certain deed of that date by him 
then and there signed, sealed, and to the 
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plaintiffs delivered, assigned to the plaintiffs 
the full and exclusive right and liberty of 
making, constructing, using, and vending to 
others to be used, the said improvement, in 
and throughout the United States, excepting 
in the counties of Chittenden^ Addison^ Rutland^ 
and Windham^ in the State of Vermont, as 
fullj and amply as by said letters patent the 
said Benjamin Tykr was thereto entitled, and 
all his title and interest in and unto said im- 
^provement, excepting as aforesaid." 

The defendant pleaded the general issue 
with liberty under the statute to give special 
matter in evidence. The action came to be 
tried at Rutland, October Term of the Cir- 
cuit Court, 1807, when a general verdict was 
found by the jury for the plaintiffs, damages 
assessed at thirty dollars. 

The record then set forth a motion in ar- 
rest of judgment filed by the defendant's 
counsel, stating among other reasons " that it 
is not alleged in the plaintiff's declaration, 
that the said patent mentioned therein, was 
assigned to the plaintiffs according to law. 
Whereupon, on the discussion of which mo- 
tion last aforesaid, by the defendant's counsel 
in arrest of judgment, it became a question 
whether the plaintiffs by their own showing. 
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Are l^al assigiieeB to maintain this action?'' 
Oo which question the judges were opposed 
in opinioa 

The cause was remored into this court un- 
der the 6th sect of the Act of Cixi^essy toI* 
6, p. 89. 

Cmmsel/or the Dtfendant* 

The question presented by the record for 
the opinion of the Court is, whether the 
plaintiffs, ca assignees^ are entitled to main- 
tain this actioa 

It is contended in behalf of the defendant, 
that an assignee cannot maintain an action for 
the invasion of a patent right, in his own nams^ 
unless he is assignee in the technical sense of 
the word, unless he holds the whole interest 
in the inventioa 

The patent not being a common law in- 
strument, can only be assigned in the manner 
authorised by the statute. 

It is made assignable by the fourth section 
of the statute of 1793, as is found in yoL 2, 
page 202, in the fc^owing words : 
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^' And be it further enacted, that it shall 
be kw&l for any inventor, his executor, o^ 
administrator, to assign the title and intent in 
the said invention at any time, emd the assignee, 
havii^ recorded the said assignment in the 
office of the Secretary of State, shall thereaf-- 
ter stand in the place of the original inventor^ 
both as to RiGBT and responsibiutt, and so 
the assignee of assignees to any degree/' 

The plaintiffs are not assignees of the 
whole interest in the invention ; it appears 
from both counts in the declaration, that the 
whole interest was not conveyed ; there being 
an exception of four counties in the State of 
Vermont reserved to the patentee. 

The statute appears too plain to require or 
admit of reasonii^ on the subject. The^ word 
^^ to assign,'' used on this occasion is a technical 
term, and is understood to mean, to transfer 
the whole interest in the thing assigned, and 
is so used throughout the statute. See sec. 
1, page 200, sec 5, page 203, sec. 10, page 
^6. 

" To assign the title and interest in the in- 
vention," not a part of the title and a part of 
the interest in the invention. 
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^ And the ass^nee shall thereafter stand 
in the place of the original inventor both as to 
RIGHT and RESPONSiraLiTT.^ If the ^ title and 
interest^ in a patent can be so secured as to 
enable one purchaser to maintain an action in 
his own name, for an invasion of such part of 
the interest as he may have purchased, thej 
maj be subdivided without limitati(Hi, and in- 
stead of an entire thing, which may pass hy 
assignment, the interest in a patent would be- 
come like matter divisible ad infimtwn. It is 
not perceived how a person, claiming such an 
interest, could stand in the place of the ori- 
ginal inventor, either as to right or responsi- 
bility. If such person should bring a suit for 
an invasion of his part of the interest, and a 
verdict should be found against him upon any 
of the grounds mentioned in the sixth section 
of the act, would the judgment repeal a part 
of the patent, or the whole of it : and if the 
whole, would not such a construction present 
opportunities to those who were slightly in- 
terested in the invention, fraudulently to de- 
feat the rights of others, who were not parties 
to the suit ? Such construction would greatly 
increase the number of suits. 

By the 10th sect, an assignee is liable to be 
cited before the Judge of the District Court 
where he resides, and for certain causes to 
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hare his patent vacated, but there are such 
assignees, claiming partial interest in every 
district. Which of those assignees is to be 
thus cited, and before what District Judge ? 
Or is it necessary that each purchaser be cit- 
ed in his turn, to answer for his individual in- 
terest ? 

Such are the absurdities to which any con- 
struction of the statute, by which this action 
can be supported, does inevitably lead ; while 
that for which we contend, presents a plain • 
and practical course, by which the intention 
of the statute would be effectuated, and the 
rights of all parties preserved ; it is, that ev- 
ery purchaser holding less than the whole in- 
terest, pursues his remedies in the name of the 
original patentee. 

Counsel for the Plaintiffs. 

The objection in arrest of judgment is 
merely technical, and will not be favoured by 
the Court. It is presumable, as a verdict 
has been given for the plaintiffs, that the 
equity of the case is with them ; the Court 
will therefore sustain the verdict, if they can 
do so by the rules of law. 

1st. The first objection is to the regularity 
of the proceedings, the cause is not properly 
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before thk Court In case of an equal divi- 
sion in the i^nnion of the Court, the ju^ment 
passes of course. The court below should not 
therefore have certified the record to this 
Court ; but should have prcnounced judgment 
in favour of the plaintiflb. 

2d. Bj the words of the assignment of the 
patent, the whole legal estate passed to the 
assignees. It is a rule of law, that if there 
are contradictory words in a deed, the first 
being words of grant shall control the subse- 
quent contradictory words ; not so in the case 
of a will. A grant was made of all the un- 
derwood on a certain piece of land, excepting 
the underwood of the same land: it was 
holden that the exception was void, and that 
the grant was good for all the underwood. 
In this case the words in the assignment are 
very extensive : they are " all rights title^ and 
privil(^, f n, unto, and over the said improve- 
ment;^^ the exception being contradictory to 
these is void, and does not stand in the way 
of the grant made by words so extensive. 
The result is, that the case comes within the 
law relied upon by the defendant's counsel, 
and that therefore the plaintifii are entitled 
to judgment. 



J 
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Defendant'^ s Counsel in Reply. 

With respect to the first pomt made by the 
counsel for the plaintiffi, it is doubted wheth- 
er the law is as has been stated : the rule is 
applicable to interlocutory judgments; but 
will it extend to those that, are definitive ? It 
is however immaterial to inquire whether any 
judgment could have been rendered in the 
court below. The statute authorising the re- 
moval does not place the question upon such 
grounds. From the peculiar oiganization of 
the Circuit Court, consisting of two Judges, 
only, a division of opinion was to be appre- 
hended. By the rule of law relied on by the 
plaintiff's counsel the opinion of the District 
Judge might frequently decide a cause against 
the opinion of the presiding Judge, £^d against 
what he might know to be the practice of 
this court It was therefore provided by the 
statute under which this cause was removed, 
^ That whenever any question shall occur be- 
fore the Circuit Court, upon which the ojpin- 
ions of the Judges shall be opposed^ the point 
upon which the disagreement shall happen, 
shall, during the same term, upon the request 
of either party, or of their counsel, be stated 
under the direction of the Judges, and certi-^ 
fied under the seal of the Court to the Su- 
preme Court, at their next session to be h^d 
31 
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thereafter, and shall by said Court be finally 
decided^ It is immaterial, therefore, wheth- 
er the question be such that no judgment 
could be rendered, or not, the statute extends 
to all cases wherein the opinion of the judges 
shall be opposed 

2d With respect to the second point, in 
deeds as well as in wills, the mtention of the 
parties is to be carried into effect, if it can be 
done consistent with the rules of law. In this 
case, nothing can be clearer than the inten- 
tion of the parties, it was to transfer the 
whole right to the invention, except the four 
counties menti<Mied in the ass^;nment, and 
there is no rule of law which interferes with 
the justice of the case. The cases cited in 
behalf of the jdaintiff do not apjdj. In those 
cases the exception was as large as the grant, 
ooe Was a complete contradiction of the other, 
thej could not both stand together, the grant 
or the exception must be void But in this 
case the exception contains mere words of 
description and the whole may weH stand to- 
gether. The plaintiff therefore are not pro- 
prietors of the whole invention, and are not 
entitled to judgment. 

By the Court, the judgment must be ar- 
rested. 
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The Attorney General for the plaintiffs. 
J. H. Hubbard for defendant. 

If the patentee has sold out a moiety of 
his patent r^ht, a joint action lies, by himself 
and his assignee, for a violation of it 

This point was decided in the case of 
tVhdttemore vs. Cutter^ 1 Gal. 429. This was 
an action for the violation of a patent right in 
a machine for the making of cotton and 
wool cards. A verdict having been returned 
against the defendant he moved for a new trial 
upon several grounds ; one of which was to 
the mode of commencing the action, as will 
appear from the following extract from the 
opinion of the Court as delivered by Mr. Jus- 
tice Story. 

The first objection is founded on the in- 
competency of the plaintiffs to maintain the 
present action ; one of the plaintiffs being the 
original patentee, and the other an assignee 
of a moiety of the patent right, deriving his 
title under the patentee. It is contended 
that no action will lie in this Court for an 
infringement of a patent right in favour of an 
assignee, unless he be the assignee of the 
whole title and interest. And the language of 
the 4th Sec. of the act of the 2]st of Feb. 
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1793, cb. 11, and the case of Tyler, et al. rs. 
Tud, are relied od in support of the position. 

It is true that a party relying on an acticxi 
given by a statute must bring himself within 
the provisions of the statute. But where, as 
in the present case, the law is remedial, it 
should receive a liberal construction, to effect- 
uate the intentions oi the legislature. Upon 
the very rigid construction which is assumed 
by the defendant's counsel, an action could 
not be maintained, where a joint patent should 
be obtained by two persons, and one of them 
should assign his whole interest. The action 
could not be brought by the patentees, be- 
cause one would have parted with his whole 
interest ; nor jointly by the patentee and the 
assignee, for it would then be open to the 
yery difficulty which is pressed upon us in this 
case ; nor by either party separately, for it 
would be splitting the cause of actioa Oth- 
er cases might be put in which the parties 
would be wholly without remedy. We are 
well satisfied, however, that the direction giv- 
en at the trial on this point was correct. The 
statute gives to the assignee all the right and 
responsibility, which the original inventor had 
in the undivided portion of the patent, which 
is conveyed ; and an action may be well main- 
tained by all the parties who at the time of 
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the infringement are the holders of the whole 
title and interest. The case of Tykr et a/, vs. 
jHicZ, is clearly distinguishable. In the first 
|dace, it was brought by persons who did not 
purport to have the whole patent right in 
themselves. In the next place, there was, 
technically speaking, no assignment of the 
patent right. The instrument could only 
operate as a covenant, or license, for the ex- 
clusive use of the patent right in certain local 
districts. But a patent right itself is unsuscep 
tible of local subdivision. Nor is the present 
case within any of the mischiefs which were 
pressed on the court in that case. The Ian- * 
guage of the 4th section does not seem to 
have contemplated the case of joint inventors ; 
yet there can be no doubt that, being within 
the reason of the clause, they must be held 
within its purview. If either should die, can 
there be a question that the executor or ad- 
ministrator might well maintain an action 
jointly with the survivor for an infringement? 
And in what substantial respect can an as- 
signee in law be considered as distuiguisha- 
ble from an assignee in fact ? Upon the most 
mature reflection, we are satisfied that this 
objection cannot prevail upon the footing of 
the statute ; and if urged at common law, the 
case of Boulton and IVatt vs. Btdl^ where the 
action was brought by the inventor and his as- 
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signee of two thirds of the patent right, would 
afford a complete answer. 

Sec. 5 is repealed by the 4th section of 
the patent act of April 17, 1800. 

Sec 6 provides ^ That the defendant in 
^ such acticNi,'' to wit, an action on the case 
iounded on this act, ^ shall be permitted to 
^ plead the general issue, and give this act, 
^ and any special matter of which notice in 
^ writing may hare been giren to the plain- 
^ ti£^ or his attorney, thirty days before trial^ 
^ in evidence tending to prove that the speci- 
^ fication filed by the plaintiff does not con* 
^ tain the whole truth relative to the discove- 
^ ry, or that it contains more than is necessa- 
^ ry to jnroduce the described effect, which 
^ concealment or addition shall fully appear to 
^ have been made for the purpose of deceiv- 
^ ing the public, or that the thing thus secur- 
^ ed by patent was not originally discovered 
^' by the patentee^ but had been in use, or 
^^ had been described in some public work, 
** anterior to the supposed discovery of the 
'' patentee, or that he had surreptitiously ob- 
" tained a patent for the discovery of anoth- 
** er person ; in either of which cases, judg- 
^ ment shall be rendered for the defendant. 
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^^ with costs, and the patent shall be declared 
" void." 

The following important decision is found- 
ed in part on this section. 

Supreme Court of the United States, Feb- 
ruaiy term, 1818. 

Evans, t;^. Eaton.* 

Error to the Circuit Court for the district 
of Pennsylvania. 

This was an action brought by the plain- 
tiff in error against the defendant in error^ 
for an alleged infringement of the plaintiff's 
patent right to the use of his improved hop- 
per-ioy^ one of the several machines discover- 
ed, invented, improved, and applied by him 
to the art of manufacturing flour and meal, 
which patent was granted on the 22d of Jan- 
uary, 1808. The defendant pleaded the 
general issue, and gave the notice hereafter 
stated. The verdict was rendered, and judg- 
ment given thereupon for the defendant in 
the court below ; on which the cause was 
brought by writ of error to this court. 

* III. Wheatoa, 554. 



248 LAW OF FATEirrs. 

At the trial in the court below, the (Jain- 
tiff gave in eridence, the several acts of Con- 
gress entitled respectively, ^ An act to pro- 
mote the progress of useful arts, and to re- 
peal the acts heretofore made for that pur- 
pose ;'' " An act to extend the privilege of ob- 
taining patents for useful discoveries and in- 
ventions to certain persons therein mentioned, 
and to enlarge and define penalties for vio- 
lating the rights of patentees ;" and '^ An act 
for the relief of Oliver Evans;" the said 
Oliver's petition to the Secretaiy of State for 
a patent, and the patent thereupon granted to 
the said Oliver, dated the 22d day of Janua- 
ry, in the year 1 808 ; and further gave in evi- 
dence that an agent for the plaintiff wrote a 
note to the defendant, in answer to which he 
called on the agent at Chambersburg, at the 
house of Jacob Snyder, on the 9th of August, 
1813 : there were a number of millers pre- 
sent : the defendant then told the agent that 
he had got Mr. Evans' Book, a plate in the 
Millwright's Guide, and if the agent would 
take forty dollars, the defendant would give 
it him : the defendant said that his hopper- 
boy was taken from a plate in Mr. Evans' 
book : he said he would give no more, al- 
leging that the hundred dollars the agent 
asked was too much ; that the stream on 
which his mill was, was a small head of Cono- 



LAW OP PATENTS. 249 

gocheage. The agent then declared, that if 
the defendant would not pay him by Monday 
morning, he would commence a suit in the 
Circuit Court. a' 

The plaintiff further gives in evidence, that 
another agent for the plaintiff was in the de- 
fendant's mill on the second of November, 
1814, and saw a hopper-boy there, on the 
principles and construction of the plaintiff's 
hopperboy. This witness had heard that a 
right was obtained under Pennsylvania ; but 
did not know of any rights under Pennsylva- 
nia sold by the plaintiff; and did not know 
that it was erected in any mill after the pa- 
tent under Pennsylvania. The defendant's 
hopperboy had an upright shaft, with a lead- 
ing arm, in the first place, and a large arm 
inserted with flights, and leading lines, and 
sweepers ; a little board for the purpose of 
sweeping the meal in the bolting hoppers, and 
spreading it over the floor ; a balance weight 
to cause the arms to play up and down light- 
ly over the meal. The leading arms were 
about five feet long, and seemed to be in pro- 
portion^ the arm about fourteen, and the 
length of the sweep about 9 inches. And the 
defendant, having previously given the plains 
tiff written notice that upon the trial of the 
cause, the defendant would give in evidence, 
32 
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under the general issue, the following special 
matter, to wit: ^ 1st That the improved 
hopper-boy, for which, inter aleOj the plaintiff 
in his declaration alleges he has. obtained a 
patent, was not origmallj discovered by the 
patentee, but had been in use anterior to the 
supposed discovery of the patentee, in sundry 
places, to wit : at the mill of George Tug and 
John HoUii^worth, in Dauphin county, Penn- 
sylvania ; at Christian Stauffer's mill, in War- 
wick township, Lancaster county, Pennsylva- 
nia ; at Jacob Stauffer's mill, in the same 
county ; at Richard Downing^s mill, in Ches- 
ter county, Pennsylvania ; at Buffington's mill, 
on the Brandy wine ; at Daniel Huston's mill, 
in Lancaster county, Pennsylvania : at Henry 
Stauffer's mill, in York county, Pennsylvania ; 
and at DihPs mill, in the same county, or at 
some of the said places, and also at sundry 
other places in the said State of Pennsylvania, 
the State of Maryland, and elsewhere in the 
United States. 2d. That the patent given to 
the plaintifi^ as he alleges in his declaration, is 
more extensive than his discovery or inven- 
tion, for that certain parts of the machine in 
said patent, called an improved hopper^oy^ 
and which the plaintiff claims as his invention 
and discovery, to wit, the upright shaft, arms 
and flights, and sweeps, or some of them, and 
those parts by which the meal is spread, turn- 
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ed, and gathered at one operation, and also 
several other parts, were not originally in- 
vented and discovered by him, but were in 
use prior to his said supposed invention or 
discovery, to wit, at the places above-mention- 
ed, or some of them. 3d. That the said pa* 
tent is also more extensive than the plaintiff's 
invention or discovery ; for that the applica* 
tion of the power that moves the mill or 
other principal machine to the hopperboy, is 
not an original invention or discovery of the 
plaintiff, but was in use anterior to his said 
supposed invention or discovery, to wit, at the 
places above-mentioned, or some of them. 
4th. That the said patent is void because it 
purports to give him an exclusive property 
in an improvement in the art of manufactur- 
ing meal, by means of a certain machine, term- 
ed an improved hopper-boy, of which the 
said plaintiff is not the original inventor or 
discoverer ; parts of the machine in the des- 
cription thereof referred to by the patent, 
having been in use anterior to the plaintiff's 
said supposed discovery, to wit, at the places 
above-mentioned, or some of them ; and the 
said patent and description therein referred 
to, contains no statement, specification, or des- 
cription, by which those parts, so used^ as 
aforesaid, may be distinguished from those of 
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which the said plaintiJOf maj have been the 
inrentor or discoverer, protesting at the same 
time that he has not been the inventor or dis- 
coverer of any of the parts of the said ma- 
chine. 5th. That the improved elevator 
described in the declaration, or referred to 
therein, was not originally discovered by the 
[daintifl^ but was anterior to his said suppos- 
ed discovery or invention, described in cer- 
tain public works, or books, to wit, in Shawns 
TVavds ; m the first volume of the Universal 
History ; in the first volume of Mormer^s 
Husbandry ; in tergusofCs Mechanics ; in 
Bossuefs Historic desMatkcmatiques; in Wolffs 
Cours des JUathcmatiques ; in Desagulier^s Ex- 
pcrimentai Philosophy ; and in Proney*s Ar- 
chitecture HydrauHque^ or some of them. 6th. 
That the said patent is more extensive than 
the invention or discovery of the plaintiff^ be- 
cause certain parts of the machine called an 
improved elevator, were, anterior to the 
plaintiff's said supposed invention or discov- 
ery, described in certain public works, or 
books, to wit, the works or books above-men- 
tioned, or some of them ; and that the said 
patent is void, because it neither contains, nor 
refers to any specification or description by 
which the parts so before described in the said 
public works may be distinguished from those 
parts of which the plaintiff may be the inventor 
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or discoverer, protesting, at the same time, that 
he has not been the inventor or discoverer of 
any of the parts of the said machine ;" gave 
in evidence the existence of hopperbt^s pri- 
or to the plaintiff's alleged discovery, at sun- 
dry mills in the State of Pennsylvania, men- 
tioned in the said notice ; and further offered 
to give in evidence the existence of hopper- 
boys prior to the plaintiff's alleged discovery, 
at sundry other mills in the State of Pennsyl- 
vania, not mentioned in the said notice ; and 
the counsel for the plaintiff objected to the 
admission of any evidence of the existence of 
hopperboys in the said mills not mentioned 
in the said notice. But the Court decided 
that such evidence was competent and le^. 
To which decision the counsel for the plain- 
tiff excepted. The plaintiff, after the above 
evidence had been laid before the jury, offer- 
ed further to give in evidence that certain of 
the persons mentioned in the defendant's no- 
tice, as having hopperboys in their mills, and 
also certain of the persons not mentioned m 
the said notice, but of whom it had been 
shown by the defendant that they had hop- 
perboys in their mills, had, since the plaintiff's 
patent, paid the plabtiff for licence to use his 
improved hopperboy in the said mills re- 
spectively. But the counsel for the defend- 
ant objected to such evidence as incompetent 
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and ill^al, and the Court refused to permit 
the same to be laid before the Jury. To 
which decision the plaintiff's counsel ex- 
cepted. 

The Court below charged the Jury that 
the patent contained no grant of a right to 
the several machines, but was confined to the 
improvement in the art of manufacturing flour 
by means of those machines; and that the 
jjaintiff's claim must therefore be cpnfined 
to the right granted, such as it was. That 
it had been contended that the schedule was 
part 6f the patent, and contained a claim to 
the invention of the peculiar properties and 
principles of the hopper-boy, as well as the 
other machines. But the court was of opin- 
ion that the schedule is to be considered as a 
part of the patent, so far as it is descriptive of 
the machines, but no farther ; and even if this 
claim had been contained in the body of the 
patent, it would have conferred no right 
which was not granted by that instrument. 

The court further proceeded to instruct the 
jury that the law authorized the President to 
grant a patent for the exclusive right to make, 
construct, use, and vend to be used, any new 
and useful art, machine, manufacture, or com- 
position of matter, or any new and useful im- 
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provement in any art, machine, &c. not known 
or used before the application* As to what 
constitutes an improyement, it is declared that 
it must be' in the principles of the machine, 
and that a mere change in the form or pro- 
portions of any machine shall not be deemed 
a discovery. Previously to obtaining the 
patent, the applicant is required to swear, or 
affirm, that he verily believes that he is the 
true inventor or discoverer of the art, ma- 
chine, or improvement, for which he solicits 
a patent ; and he must also deliver a written 
description of his invention, and of the man- 
ner of using it, so clearly and exactly as to 
distinguish the same from ^U other things be- 
fore known, and to enable others, skilled in 
the art, to construct and use the same. That 
from this short analysis of the law, the fol- 
lowing rules might be deduced. 1st. That a 
patent may be for a new and useful art ; but 
it must be practical; it must be applicable 
and referable to something by which it may 
be proved to be useful; a mere abstract prin- 
ciple cannot be appropriated by patent. 2d. 
The discovery must not only be useful, but 
new ; it must not have been known or used 
before, in any part of the world. It was 
contended by the plaintiff's counsel, that the 
title of the patentee cannot be impeached; 
unless it be shown that he knew of a prior dis- 
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corerj of the same art, machine, &c ; and 
that fine and original are synonymous terms 
in the intention of the legislature. But as it 
was not pretended that those terms meant 
the same thing in common parlance, neither 
was it the intenti<Hi of the legislature to use 
them as such. The first section of the law, 
referrii^ to the allegations of the application 
for a patent, speaks of the discovery as some- 
thing ^ pot known or used before the applica- 
tion \^ and in the 6th section, it is declared, 
that the defendant may give in evidence that 
the thing secured by the patent was not 
originally discovered by the patentee, but had 
been in use, or had been described in some- 
public work anterior to the supposed discove- 
ry. 3d. If the discovery be of an improve- 
ment only, it must be an improvement in the 
principle of a machine, art, or manufacture, 
before known or used ; if only in the form 
or proportion, it has not the merit of a dis- 
covery which can entitle the party to a pa- 
tent. 4th. The grant can only be for the dis- 
covery as recited and described in the patent 
and specification. If the grantee is not the 
original discoverer of the art, machine, &c. 
for which the grant is made, the whole is 
void. Consequently, if the patent be for the 
whole of the machine, and the discovery were 
of an improvement, the patent is void. 5th. 
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A machine or an improvement may be new, 
and the proper subject of a patent, though 
the parts of it were known and in use. The 
combination, therefore, of old machines to 
produce a new and useful result, is a discove- 
ry for which a patent may be granted. 

The above principles would apply to most 
of the questions that had been discussed. It 
was strongly insisted upon by the defendant's 
counsel, that this patent is broader than the 
discovery ; the evidence proving that in rela- 
tion to the hopperboy, for the using of which 
this suit is brought, the plaintiff can pretend 
to no discovery beyond that of an improve- 
ment in a machine known and used before 
the alleged discovery of the plaintiff. This 
argument proceeded upon the supposition that 
the plaintiff had obtained a patent for the 
hopperboy, which was entirely a mistake. — 
The patent was " for an improvement in the 
art of manufacturing flour," by means of a 
hopperboy and four other machines describ- 
ed in the specification, iand not for either of 
the machines so combined and used. That 
the plaintiff is the original discoverer of this 
improvement, was contested by no person, 
and, therefore, it could not with truth be al- 
leged that the patent is broader than the dis- 
covery, or that the plaintiff could not support 
33 
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an actioD on this patent against anjr perscxi 
who should use the whole discorerj. 

But could he recover against a person who 
had made or used one of the machines, which 
in part constitute the discoyeiy? The plain- 
tiff insisted that he could, because haying a 
right to the whole, he is necessarily entitled * 
to the parts of which that whole is compos- 
ed. Would it be seriously contended that a 
person might acquire a right to the exclu- 
sive use of a machine, because when used in 
combination Mrith others, a new and useful re- 
sult is produced, which he could not have ac- 
quired independent of that combination ? If 
he could, then if A. were proved to be the 
original inventor of the hopperboy ; B. ef 
the elevator ; and so on, as to the other ma- 
chines, and either had obtained patents for 
their respective discoveries, or chose to aban- 
don them to the public, the plaintiff^ although 
it was obvious he could not have obtained 
separate patents for these machines, might, 
nevertheless, deprive the original inventors, 
in the first instance, and the puUic in the lat- 
ter, of their acknowledged right to use those 
discoveries, by obtaining a patent for an im- 
provement consisting in a combination of these 
machines to produce a new result. 
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The Court further charged the Jury, that 
it. was not quite clear that this action could 
be maintakiedy although it was proved be- 
yond all controversy, that the plaintiff was 
the original inventor of this machine. The 
patent was the foundation of the action, and 
the gist of the action was, the violation of a 
right which that instrument had conferred. 
But the exclusive right of the hopperboy was 
not granted by this patent, although this par- 
ticular machine institutes a part of the im- 
provement of which the plaintiff is the origin- 
al inventor, and it is for this improvement, 
and this only that the grant is made. If the 
grant, then, was not of this particular machine, 
could it be sufficient for the plaintiff to prove 
in this action that he was the original inven- 
tor of it ? 

Again ; could the plaintiff have obtained a 
separate patent for the hopperboy, in case 
he were the original inventor of it, without 
first swearing, or affirming that he was the 
true inventor of that machine ? Certainly not. 
Has the plaintiff then taken, or could he have 
taken such an oath in this case ? Most assur- 
edly he could not ; because the prescribed 
form of the oath is that he is the inventor of 
the art, machine, or manufacture, for which 
he solicits a patent. But since the patent 
which he solicited was not for the hopper- 
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boy, but for an improrement in the manufac- 
ture of flour, he might, with safety, have tak- 
en the oath prescribed by law, although he 
knew at the time he was not the true invent- 
or of the hopperboy ; and thus it would hap- 
pen that he would indirectly obtain the bene- 
efit of a patent right to the particular ma- 
chine, which he could not directly have ob- 
tained, without doing what it must be admit- 
ted in the case, he had not done. 

But this was not all. If the law had pro- 
vided for fair and original discoverers a rem- 
edy when their rights are invaded by others, 
it had likewise provided corresponding pro- 
tection to others, where he has not the merit 
What judgment could the District Court have 
rendered on a scire facias to repeal this pa- 
tent, if it appeared that the plaintiff was not 
the inventor of the hopperboy ? Certainly 
not that which the law has prescribed, viz. 
the repeal of the patent ; because it would 
be monstrous to vacate the whole patent for 
an invention of which the patentee was the 
acknowledged inventor, because he was not 
the inventor of one of the constituent parts of 
the invention, for which no grant is made. 
But the Court would have no alternative, but 
to give such a judgment, or in effect to dis- 
miss the scire facias ; and if the latter, then 
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the plaintiff would* have beneficially the ex- 
clusive right to a machine, which could not 
be impeached in the way prescribed by law, 
although it should be demonstrated that he 
was not either the true or the original invent- 
or of it. And supposing the jury should be 
of opinion and so find that the plaintiff was 
not the original inventor of this machine, 
would not the Court* be prevented from de- 
claring the patent void, under the provisions 
of the 6th section of the. law, for the reason 
assigned why the district court could not ren- 
der judgment upon a scire facias ? Indeed, it 
might well be doubted whether the defence 
now made by the defendant could be sup- 
ported at all in this action, (if this action could 
be maintained,) inasmuch as the defendant 
cannot allege in the words of the 6th section, 
that the thing secured by patent^ was not origine- 
ally discovered by the patentee,* since, in 
point of fact, the thing patented was original- 
ly discovered by the patentee, although the 
hopperboy may not have been so discovered. 
But if this defence could not be made, did 
not that circumstance afford a strong argu- 
ment against this action } If the plaintiff was 
not the inventor of the parts, he had no right 
to complain that they were used by others, 
if not in a way to infringe his right to their 
combined effect. If he was the original i»- 
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yentor of the parts whibh oonstitute the 
whole discoreij, or any of them, he , might 
have obtained a separate patent for each ma- 
chine of which he was the ori^nal inventor 

Upon the whole, although the Court gave 
no positive opinion upon this question, thej 
stated that it was not to be concluded that 
this action could be supported, even if it were 
proved that the plaintiff was the original in- 
ventor of the hopp^rboy. But if an action 
would lie upon this patent for the violation of 
the jdaintiff's right to the hopperboy, still 
the jdaintiff could not recover, if it had been 
shown to the satisfaction of the jury that he 
was not the original inventor of that machine. 

It appeared by the testimony of the de- 
fendant's witnesses that Stauffer's hopperboy 
was in use many years before the alleged dis- 
covery of the plaintiff; that the two machines 
differed from each other very little in form, 
in principle, or in effect. They were both 
worked by the same power which works the 
mill ; and they both stir, mix, cool, dry, and 
conduct the flour to the bolting chest 
Whether the flights and sweepers in the 
plaintiff's hopperboy were preferable to the 
slips attached to the under part of the arm 
in Stauffer's ; or whether, upon the whole, 
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the former is a more perfect agent in the 
manufacture of flour than the latter, were 
questions which the court would not under- 
take to decide ; because, unless the plaintiff . 
was the original inventor of the hopperboy, 
although he had obtained a separate patent 
for it, he could not recover in this action, 
however useful the improvement might be, 
which he had made in that machine. If the 
plaintiff had obtained a patent for his hopper- 
boy, it would have been void, provided the 
jury should be of opinion, upon the evidence, 
that his discovery did not extend to the 
whole machine, but merely to an improve- 
ment on the principle of an old one, and if 
this should be their opinion in the present 
case, the plaintiff could not recover. 

It had been contended by the plaintiff^s 
counsel, that the defendant, having offered to 
take a licence from the plaintifi^ it he would 
consent to reduce the price of it to forty dol- 
lars, he was not at liberty to deny that the 
plaintiff is the original inventor of this ma- 
chine. This argument had no weight in it, 
not merely because the offer was rejected by 
the plaintiff's agent, aiid was, therefore, as if 
it had not been made ; but because the law 
prevents the plaintiff from recovering, if it 
appear on the trial that he was not the ori- 
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ginal inventor. If the offer amounted to an 
acknowledgment that the plaintiff was the 
original inventor, (and fm*ther it could not go} 
. this might be used as evidence of that fact, 
but it would not entitle the plaintiff to -a ver- 
dict, if the fact proved to be otherwise. 

The plaintiff's counsel had also strongly 
insisted, that under the equity of the tenth 
secti(» of the law, the defence set up in this 
case ought not to be allowed after three 
years from the date of the patent. This ar- 
gument might, perhaps, with some propriety 
be addressed to the Legislature, but was im- 
properly urged to the Court. The law had 
declared, that in an action of this kind, the de- 
fendant may plead the general issue, and give 
in evidence that the plaintiff was not the 
original inventor of the machine for which 
the patent was granted. The Legislature 
has not thought proper to limit this defence 
in any manner ; and the Court could not do it. 

But what seemed to be conclusive of this 
point was, that the argument would tend to 
defeat altogether the provision of the sixth 
section, which authorises this defence to be 
made ; for if it could not be set up after three 
years from the date of the patent, it would 
be in the power of the patentee to avoid it 
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altogether, by forbearing to bring suits until 
after the expiration of that period. And 
thus, although the law has carefully provided 
two modes of vacatii^ a patent improperly 
granted, the patentee, though not the original 
inventor, and however surreptitiously he may 
have obtained his patent, may secure his title 
to the exclusive use of another's invention, if 
he can for three years avoid^ an inquiry into 
the validity of his title. 

The last point was that Stauffer's inven- 
tion was abandoned, and consequently, might 
be appropriated by the plaintiiil But if 
Stauffer was the original inventor of the hop 
perboy, and chose not to take a patent for it, 
it became public property by his abandon- 
ment ; nor could any other person obtain a 
patent for it because no other person could 
be the original inventor. 

To this charge the plaintiff's counsel ex- 
cepted. 

This case was argued by Mr. C. J. Inger- 
soU and Mr. Harper for the plaintiff, and Mr. 
Hopkinson and Mr Sargent for the defendant. 

Mr. Chief Justice Marshall delivered the 

opinion of the Court. 
34 
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In this case exceptions were taken in the 
Circuit Courty by the counsel for the plaint^ 
in error, 

Ist To the opinion of the Court, in admit- 
ting testimony offered by the defendant in 
that Court 

2d. To its opinion in rejecting testimony of- 
fered by the plaintiff in that court 

3d. To the charge delivered by the Judge 
to the Jury. 

Under the 6th section of the act for the 
promotion of useful arts, and to repeal the act 
heretofore made fcM* that purpose, the defend*- 
ant pleaded the general issue, and gave no- 
tice that he would prove at the trial, that the 
improved hopperboy, for the use of which 
without licence, this suit was instituted, had 
been used previous to the alleged invention 
of the said Evans, in several places, (which 
were specified in the notice,) or in some of 
them^ ^and ako at simdry other places in 
Pennsylvania^ Maryland^ and elsewhere in the 
United States.'' Having given evidence as to 
some of the places specified in the notice, the 
defendant ofiered evidence as to some ciber 
places not specified. This evidence was ob- 
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jected to by the plaintifi, but admitted by the 
Court ; to which admission the plaintiff's 
counsel excepted. 

The sixth section of the act appears to 
hare been drawn on the idea that the defend- 
ant would not be at liberty to contest the va- 
lidity of the patent on the general issue. It 
therefore intends to relieve the defendant 
from the difficulties of pleading, when it allows 
him to give in evidence matter which does 
affect the patent. But the notice is directed 
for the security of the plaintiff, and to pro- 
tect him against that surprise to which he 
might be exposed, from an unfair use of this 
privilege. Reasoning merely on the words 
directing this notice, it might be difficult to 
define, with absolute precision, what it ought 
to include, and what it might omit. There 
are, however, circumstances in the act which 
might have some influence on this point. It 
has been already observed, that the notice is 
substituted for a special plea ; it is further to 
be observed, that it is a substitute to which 
the defendant is not obliged to resort. The 
notice is to be given only when it is intended 
to offer the special matter in evidence on the 
general issue. The defendant is not obliged 
to pursue this course. He may still plead 
specially, and then the plea is the only notice 
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which the plaintiff can claim. If, then, the 
defendant may giye in eyidence on a special 
plea the prior use of the machine at places 
not specified in his plea, it would seem to fol- 
low that he maj give in evidence its use at 
£ laces not specified in his notice. It is not 
eliered that a [Jea would he defectiye, 
which did not state the mills in which the 
machinery alleged to be previously used was 
placed. 

But there is still another view of this sub- 
ject which deserves to be considered. The 
section which directs this notice, also directs, 
that if the special matter stated in the section 
be proved, ^^ Judgment shall be rendered for 
the defendant, with costs, and the patent shall 
be declared void." The notice might be in- 
tended not only ior the information of the 
plaintiff, but for the purpose of spreading on 
the record the cause for which the patent 
was avoided. This object is accomplished 
by a notice, which specifies the particular 
matter to be proved. The ordinary powers 
of the court are sufficient to prevent, and will 
undoubtedly be so exercised as to permit the 
patentee from beings injured by the surprise. 

This testimony having been admitted, the 
plaintiff offered to prove that the persons, of 
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whose prior use of the improved hopperboy 
the defendant had given testimony, had paid 
the plaintiff for Heenses to use his improved 
hopperboy in their mills since his patent. 
This, testimony was rejected by the Court, on 
the motion of the defendant, and to this 
opinion of the court, also, the plaintiff ex- 
cepted. 

The testimony oflfered by the plaintiff was 
entitled to very little weight, but ought not 
to have been absolutely rejected. Connect- 
ed with other testimony, and under some cir- 
cumstances, even the opinion of a party may 
be worth something. It is, therefore, in such 
a case as this, deemed more safe to permit 
it to go to the jury, subject, as all testimony 
is, to the animadversion of the Court, than en- 
tirely to exclude it 

We come next to consider the charge de- 
livered to the jury. 

The errors alleged in this charge may be 
considered under two heads : 

1st In construing the patent to be solely 
for the general result produced by the com- 
bination of all the machinery, and not for the 
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sereral improved machines, as well as the 
general result 

2d. That the jury must find for the de« 
fendant, if they should be of opinion that the 
hopperboj was in use prior to the invention 
of the improvement therein by (Miver Ev- 
ans. 

The construction of the patent must cer- 
tainly depend on the words of the instrument, 
but where, as in this case, the words are am- 
biguous, there may be circumstances which 
ought to have great influence in expounding 
them. The intention of the parties, if that 
intention can be collected from sources, which 
the principles of law permit us to explore, 
are entitled to great consideration. But be- 
fore we proceed to this investigation, it may 
not be improper to notice the extent of the 
authority under which this grant was issued. 

The authority of the executive to make 
this grant is derived from ihe general patent 
law, and from the act for the relief of Oliver 
Evans. On the general patent law alone, a 
doubt might well arise, whether improve- 
ments on different machines could regularly 
be comprehended in the same patent, so as to 
give a right to the exclusive use of the sev- 
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eral machines separately, as well as a right 
to the exclusiye use of those machines in 
combination. And if sucK a patent would be 
irregular, it would certainly furnish an argu- 
ment of no inconsiderable weight against the 
construction. But the ^ act for the relief of 
Oliver Evans" entirely removes this doubt. 
That act authorises the Secretary of State 
to issue a patent, granting to the said Oliver 
Evans the full and exclusive right, in his in- 
vention, discovery and improvements in the 
art of manufacturing flour, and in the several 
machines which he has invented, discovered, 
improved, and applied to that purpose. 

Of the authority, then, to make this pa- 
tent coextensive with the construction for 
which the plaintiff's counsel contends, there 
can be no doubt. 

The next object of inquiry is, the intention 
of the parties, so far as it may be collected 
from sources to which it is allowable to re- 
sort. 

The parties are the government acting by 
its agents, and Oliver Evans. 

The intention of the government may be 
collected from the " act for the relief of Oli- 
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rev Evans.*' That act not only confers the. 
authority to issue the grant, but expresses the 
intention of the legislature respecting its ex- 
tent It maj be fairly inferred from it, that 
the legislature intended the patent to include 
both the general result^ and the particular im- 
proved machines, if such should be the wish 
of the applicant That the executive officer 
intended to make the patent co-extensive with 
the application of Oliver Evans, and with the 
special act, is to be inferred from the refer- 
erence to both in the patent itself. If, there- 
fore, it shall be satisfactorily shown from his 
application to have been the intention of 0\w 
ver Evans to obtain a patent including both 
objects, that must be presumed to have been 
also the intention of the grantor. 

The first evidence of the intention of Oli- 
ver Evans is furnished by the act for his re- 
lief. The fair presumption is, that it conforms 
to his wishes ; at least, that it does not tran- 
scend them. 

The second is his petition to the Secretary 
of State, which speaks of his having discov- 
ered certain useful improvements, and prays 
a patent for them agreeably to the act of 
Congress, entitled " An act for the relief of 
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CMiver Evans." This application is for a pa- 
tent co-extensiye with the act 

This intention is ftirther manifested by his 
Bpecification. It is not to be denied that a 
part of this specification would indicate an in- 
tention to consider the combined operation of 
all his machinery as a single improyement, for 
which he solicits a patent. But the whole 
taken together will not admit of this exposi- 
tion. The several machines are described 
with that distinctness, which would be used 
by a person intending to take a patent for 
each. In his number 4, which contains the 
specification of the drill, he asserts his claim, 
in terms, to the principles, and to all the ma- 
chines he had specified, and adds, ^ they may 
all be united and combined in one flour mill, 
to produce my improvement in the art of man- 
ufacturing flour complete, or they may be us^ 
ed separately for any of the pu]^poses speci- 
fied and allotted to them, or to produce my 
improvement b part, according to the circum- 
stances of the case." 

Being entitled by law to a patent for all 
and each of his discoveries ; considering him- 
self, as he avers in his specification and affir- 
mation, as the inventor of each of these im- 
provements ; understanding, as he declares 
35 
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he did, that they m^ht be used together Ao 
a^ to produce hn improvement complete, or 
separately, so as to produce it in part ; noth- 
ing can be more improbable; than that Oliver 
Evans intended to obtain a patent solely for 
their combined operation. His affirmatkni 
which is annexed to his specification confirms 
this reasomng. To . the declaration that he 
is the inventor of these improvements, he 
adds, ^ for which he solicits a patent" 

With this conviction of the ii^ntion with 
which it was framed, the instrument is to be 
examined. 

The patent begins with a recital that Oli- 
ver £van8 had .alleged himself to be the i]> 
ventor of a new and useful improvement in 
the art of manu&cturing flour, &c. by the 
means of several machines, for a description 
of which reference is made to his specifica* 
tion. 

It will not be denied, that if the allegaticm 
of Oliver Evans was necessarily to be under- 
stood as o<»lorming to this redtal, if our know- 
ledge of it was to be derived entirely from 
this source, the fair constmcticoi would be 
that his application was singly for the exclu- 
sive right to that improvement, which was 



producecl bj the combioed ^peraticMi of his 
machmery. But, in construipg these teroia, 
the court is not oonfined to their most obvi- 
ous import. The allegation made by Oliver 
Evaw, and here intended to be recited, is in 
his petition to the Secretary of State. That 
petition is embodied in and becomes a part 
of the patent* It explains itself and controls » 
the words of reference to it. His allegation v 
is not ^ that he has invented a new and useful ^ 
improvement,'' but that he has discovered 
certain useful improvements. The words 
used by the department of ^ state in reciting 
this allegation, must then be expounded by 
the allegation itself, which is made a part of 
the patent. 

The reeital proceeds, ^^ which improvement 
has not been known, S(c. These words refer 
clearly to the improvement first meptioned 
and alleged in the petition of Oliver Evans, 
and are, of course, to he controlled in like 
manner with the antecedent words, by that 
petition- This part of the recital is conclud- 
ed by adding that Oliver Evans has affirmed 
that be does verily believe himself to be the 
true inventor or discoverer of the said improve* 
ment. 
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But the affirmation of Oliver Evans like his 
petition, is embodied in the grant and must of 
course expound the recital of it That affirm-^ 
ation is that he does verily believe himself to- 
be the true and original inventor of the imr 
fravements contained in his specification. 

In every instance, then, in which the word 
'improvement is used in the singular number 
throughout the part of the recital of this pa-* 
tent, it is used in reference to a paper con- 
tained in the body of the patent, which cor- 
rects the term, and shows it to be inaccurate. 

The patent, still, by way of recital, pro- 
ceeds to add, ^ and agreeably to an act of Con- 
gress, entitled ^ an act for the relief of Oliver 
Evans,' which authorizes the Secretary of 
State to secure to him, by patent, the exclu- 
sive right to the use of such tmproveTnent in 
the art of manufacturing flour and meal, and 
in the several machines which he has discov- 
ered, improved and applied to that purpose ; 
he has paid into the treasury, Src and present- 
ed a petition to the Secretary of State, signi- 
fying a desire of obtaining an exclusive pro- 
perty in the said improvement^ and praying 
that a patent may be granted for that pur-^ 
pose. 
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To what do the words *^aid improvement" 
relate ? The answer which has been given at 
the bar is entirely correct. To the improve- 
ment mentioned in the statute, and in the pe- 
tition, to both of which direct reference is 
made. But in the statute, and in the peti- 
tion the word used is, ^^ improvemmts^^ in the 
plural. The patent, therefore, obviously fix- 
ed to the word improvement, in the singular^ 
the same sense in which the plural is employ- 
ed, both in the statute and in the petition. 
We are compelled from the whole context so 
to coi^true the word in every place in which 
it is used in the recital, because it is constant- 
ly employed with express reference to the 
act of Congress, or to some document em- 
bodied in the patent, in each of which the 
plural is used. 

When, then, the words *'said improve- 
ment" are used as a term of grant, they refer 
to the words of the recital, which have been 
already noticed, and must be construed in the 
same sense. This construction is rendered 
the more necessary by the subsequent words, 
which refer for a description of the improve- 
ment to the schedule. It also derives some 
weight from the words " according to law," 
which are annexed to the words of grant. 
These words can refer only to the general 
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patent law, and to the ^ act for the relief of 
Oinrer EvanB." These acts, taken together, 
seem to require that thie patent should coo- 
form to the specification, affirmation, and pe^ 
tition of the applicant 

It would seem as if the claim of Oliver 
Eram was rested at the Circuit Court, on the 
principle that a grant for an improvement hj 
the combined operation of all the machinery, 
necessarily included a right to the distinct op- 
eration of each part, inasmuch as the whole 
comprehends all its parts. After very pro- 
perly rejecting this idea, the Judge appears 
to have considered the department of State, 
and the patentee, as having proceeded upon 
it in making out this patent He supposed the 
intention to be, to convey the exclusive right 
in the parts, as well as in the whole, by a 
grant of the whole ; but as the means used 
are in law incompetent to produce the effect, 
he construed the grant according to his opin- 
ion of its legal operation. 

There is great reason in this view of the 
case, and this Court has not discarded it with- 
out hesitaticHi. But as the grant, with the 
various documents which form a part of it, 
would be contradictory to itself; as these 
apparent contradictions are all reconciled by 
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con^derii^ the word ** improvemenf ' to be 
in the plural instead of the singular number ; 
as it is apparent that this construction gives 
to the grant its fiill effect, and that the oppo- 
site construction would essentially defeat it, 
this Court has, after much consideration and 
doubt, determined to adopt it as the second 
exposition of the instrument. 

The second error alleged in the charge is 
in directing the Jury to find for the defend- 
ant, if they should be of opinion that the hop- 
perboy was in use prior to the improvement 
alleged to be made thereon by Oliver Evans. 

This part of the charge seems to be foundr 
ed cm the opinion, that if the patent is to be 
considered as a grant of the exclusive use of 
distinct improvements, it is a grant for the 
hopperboy itself, and not for an improvement 
on the hopperboy. 

The counsel for the plaintiff contends, that 
this part of the charge is erroneous, because, 
by the ^ act for the relief of Oliver Evans,'' 
Congress has itself decided that he is the 
inventor of the machines for which he solicit- 
ed a patent, and has not left that point open 
toiudicial in<^iry. 
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This Court ia not of that opiiiioa With- 
out inquiry whether Congress, in the exer- 
cise of its power ^ to secure for Hmited times, 
to authors and inventors, the exclusive right 
to their respective writings and discoveries,^^ 
may decide the fact that an individual is an 
author or inventor, the Court can never pre- 
sume Coi^ress to have decided that question 
in a general act the words of which do not 
render such a construction unavoidable. The 
words of this act do not require this construc- 
tion. They do not grant to Oliver Evans the 
exclusive right to use certain specified ma- 
chines ; but the exclusive right to use his in- 
vention, discovery, and improvements ; leav- 
ing the question of invention and improve- 
ment open to investigation, under the general 
patent law. 

The plaintiff has also contended, that it is 
not necessary for the patentee to show him- 
self to be the first inventor or discoverer. 
That the law is satisfied by his having invent- 
ed a machine, although it may have been pre- 
viously discovered by some other person. 

* Without a critical inquiry into the accuracy 
with which the term invention or discovery 
may be applied to any other than the firsLin- 
ventor, the Court considers this question as 
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completely decided by the sixth section of 
the general patent act. That declares that 
if the thing was not originally discovered by 
the patentee, but had been in use, or had 
been described in a public work anterior to 
the supposed discovery of the patentee, judg- 
ment shall be rendered for the defendant, 
and the patent declared void. 

Admitting the words, ** originally discover- 
ed," to be explained or limited by the subse- 
quent words ; still, if the thing had been in 
use, or had been described in a public work, 
anterior to the supposed discovery, the patent 
is void. It may be that the patentee had no 
knowledge of this previous use or previous 
description ; still his patent is void ; the law 
supposes he may have known it ; and the 
charge of the judge, which must be taken as 
applicable to the testimony, goes no farther 
than the law. 

The real inquiry is, does the patent of Oli- 
ver Evans comprehend more than he has dis- 
covered ? If it is for the whole hopperboy, 
the jury has found that this machine was in 
previous use. Jf it embraces only his im- 
provement, then the verdict must be set 
aside. 
36 
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The difficulties which embarrass this in- 
quiry are not less than those which were in- 
Tolved in the first point. Ambiguities are 
still to be explained, and contradictions to be 
reconciled. 

The patent itself, construed without refer- 
ence to the schedule, and other documents to 
which it refers, and which are incorporated 
in it, would be a grant of a single improve- 
ment ; but construed with those documents, 
it has been determined to be a grant of the 
several improvements which he has made in 
the machines enumerated in his specification. 
But the grant is confined to improvements. 
There is no expression in it which extends to 
the whole of anj one of the machines which 
are enumerated in his specification or petition. 
This difficulty grows out of the complexity 
and ambiguity bf the specification and peti- 
tion. His schedule states his first principle 
to be the operation of his machinery on the 
meal from its being ground until it is bolted. 
He adds " this principle I apply by various 
machines, which I have invented, constructed, 
and adapted to the purposes hereafter speci- 
fied." 

His second principle is the application of 
the power that moves the mill to his ma- 
chinery. 
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The application of these principles, he says, 
to manufacturing flour, is what he claims as 
his invention or improvement in the art. 

He asserts himself to be the inventor of 
the machines, and claims the application of 
these principles, to the improvement of the 
power of manufacturing flour, and other pur- 
poses, as his invention and improvement in the 
art. 

The schedule next proceeds to describe 
the different machines as improved, so as to 
include in the description the whole machine, 
without distinguishing his improvement from 
the machine as it existed previous thereto ; 
and in his fourth number, he says, '' I claipi 
the exclusive right to the principles, and to 
all the machines above specified, and for all 
the uses and purposes specified, as not having 
been heretofore known or used before I dis- 
covered them." 

If the opinion of the Court were to be 
formed on the schedule alone, it would be 
difficult to deny that the application of Oliver 
Evans extended to all the machines it des- 
cribes. But the schedule is to be considered 
in connection with the other documents incor* 
porated in the patent. 
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The affirmation which is annexed to it 
avers, that he is the inventor, not of the ma- 
chines, but of the improvements herein above 
specified. 

In his petition, he states himself to have 
discovered certain useful improvements, ap 
plicable to the art of manufacturing flour, and 
prays a patent for the same ; that is, for his 
improvements, agreeably to the act of Con- 
gress, entitled " an act for the relief of Oliver 
Evans.^' After stating the princi^Jes as in 
his schedule, he adds ^ the machinery con- 
sists of an improved elevator, an improved 
conveyer, an improved hopperboy, an improv- 
ed drill, and an improved kilnrdryer." 

Although, in his specification he claims a 
right to the whole machine, in his petition he 
only asks a patent for the improvements in 
the machine. The distinction between a ma- 
chine, and an improvement on a machine, or 
an improved machine, is too clear for them 
to be confounded with each other. 

The act of Congress, agreeably to which 
Evans petitions for a patent, authorizes the 
Secretary of State to issue one, for his im- 
provements in the art of manufacturii^ flour, 
** and in the several machines which he has 
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invented, discovered, improved, and applied 
to that purpose." 

In conformity with this act, this schedule, 
and this petition, the Secretary of State issues 
his patent, which in its terms, embraces only 
improvements. Taking the whole together, 
the Court is of opinion, that the patent is to 
be construed as a grant of the general result 
of the whole machinery, and of the improve- 
ment in each machine. Great doubt existed 
whether the words of the grant, which are 
expressed to be for an improvement or «m- 
provem^ents only, should be understood as pur- 
porting to be a patent only for improvements; 
or should be so far controled by the specifi- 
cation and petition, as to be considered as a 
grant for the machine as improved, or in the 
words of the schedule and petition, for an 
" improved elevator, an improved conveyer, 
an improved hopperboy, an improved drill, 
and an improved kiln dryer.'' The majority 
of the Court came at length to the opinion, 
that there is no substantial difference, as they 
are used in this grant, whether the words 
grant a patent for an improvement on a ma- 
chine, or a patent for an improved machine ; 
since the machine itself, without the improve- 
ment, would not be an improved machine. 
Although I did not concur in this opinion, I 



1 



286 LAW OF PATENTS. 

can perceive do iDConvenience from the con- 
structioD. 

It is, then, the opinion of this Court, that 
Oliver Evans may claim, mider his patent, 
the exclusive use of his inventions and im- 
provements in the art of manufacturing flour 
and meal, and in the several machines which 
he has invented, and in his improvements or 
machines previously discovered. 

In all cases where his claim is for an im- 
provement on a machine, it will be mcumbent 
on him to show the extent of his improve- 
ment, so that a person understanding the sub- 
ject may comprehend distinctly in what it 
consists. 

Some doubts have been entertained re- 
specting the jurisdiction of the Courts of the 
United States, as both the plaintiff and de- 
fendant are citizens of the same State. The 
5th section of the act to promote the progress 
of useful arts, which gives to every patentee 
a right to sue in a Circuit Court of the Uni- 
ted States, in case his rights be violated, is re- 
pealed by the 3d section of the act of 1800, 
ch. 179, (xxv.) which gives the action in the 
Circuit Court of the United States, where a 
patent is granted " pursuant '' to that act, or 
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to the act for the protnotion of useful arts. 
This patent, it has been said, is granted, not 
in pursuance of either of these acts, but in 
pursuance of the act ** for the rehef of Ohyer 
Evans." But this Court is of opinion that 
the act for the relief of Oliver Evans is en- 
grafted on the general act for the promotion 
of useful arts, and that the patent is issued in 
pursuance of both. The jurisdiction of the 
Court is therefore sustained. 

As the charge delivered in the Circuit 
Court to the Jury differs in some respects 
from this opinion, the judgment rendered in 
that Court is reversed, and annulled, and the 
cause remanded to the Circuit Court, with di- 
rections to award a venire facias de novo^ and 
to proceed therein according to law. 

Judgment reversed. 

The making of a patented machine for 
use, and with a design to use it for profit, in 
violation of the patent right, is of itself a 
breach of the patent right for which an ac- 
tion lies. 

The following are the observations of Mr. 
Justice Story J on this point.* The 1st sect. 

* Whittemore w. Cutter, I. Gal. 432. 
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of the act of 1793 expressly gives the pateiH 
tee^ &c.^ the fiiil and exclusive r^ht and lib- 
ertj of making, constructing, using, and vend- 
ing to others to be used,^ the invention or dis- 
coveiy. The 5th section of the same act 
gives an action against any person who ^ shall 
make, devise, and use or seU^' the same. — 
From some doubt^ whether the language of 
the section did not couple the making and 
using together to constitute an offence, so 
that making without using, or using without 
making, was not an infringement, the legisla- 
ture saw fit to repeal that section ; and by 
the 3d section, of 17th April, 1800, Ch. 25, 
gave the action against any person who should 
** make, devise, use or sell" the invention. — 
We are not callqd' upon to examine the cor- 
rectness of the original doubt, but th^ very 
change in the structure of the sentence affords 
a strong presumption that the legislature in- 
tended to make every one of the enumerated 
acts a substantive ground of action. 

It is argued, however, that the words are 
to be construed distributively, and that " mak- 
ing" is meant to be applied to the case of a 
composition of matter, and not to the case at 
a machine. That it is clear that the use of 
certain compositions, (as patented pills,) could 
not be an infringement, and unless making 
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were so, there could be no remedy in such 
cases. We cannot feel the force of this dis- 
tinction. The word " making" is equally as 
applicsible to machines as to compositions of 
matter; and we see no difficulty in holding 
that the using or vending of a patented com- 
position is a violation of the right of the pro- 
prietor. 

" It is farther argued, that the making of a 
machine cannot be an offence, because no ac- 
tion lies, except for acttml damage^ and there 
can be no actual damages, or even a rule of 
damages, for an infringement by making a 
machine. We are, however, of opinion that 
where the law gives an action for a par- 
ticular act, the doing of that act imports of 
itself some damage to the party. Every 
violation of a right imports some damage, 
and if none other be proved, the law allows 
a nominal damage. 

In the trial of Whittemare^ et al vs. Wil- 
Uam T. Cutter^ it was further observed by 
Mr. Justice Story, as follows : — 

The counsel for the plaintiffs have argued, 
that although there is no evidence of actual 

* I Gal. 483. 

37 
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damage, the jiuy ought to giye damages ei- 
ther to the full ralue of the expense of mak- 
ing the machine, or of the price at which 
such a machine might be sold.- But neither 
of these estimates can form a rule for dam- 
* ages for the illegal making of the machine. — 
As to the expense of making the machine, it 
is obvious that it is an expense altogether in- 
curred by the defendant, and is not a loss sus- 
tained by the plaintiffs. The latter neither 
found the materials nor the labor. How, 
then, can it be an actual damage sustained by 
them ? As to the price for which such a ma- 
chine would sell, it is open tq the same, and 
to this farther objection ; that the price is 
compounded of the value of the materials 
and the workmanship, and also of the right of 
user of the machine. Now, admitting that 
the plaintifli recover in this action, there can 
be no [pretence that these by a legal right will 
pass to the defendant to use the machine made 
by him. Every future use will be an infringe- 
ment of the plaintiff's patent, and, therefore, 
if the (Jaintiffs covid in this suit recover such 
price, they not only would recover for mate- 
rials and labor, which they never furnished, 
and for a right of user which never passed 
from themi but also for that which might law- 
fully be the subject of another action, viz. the 
future user of the defendant's machine ; so 
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that there might be a double recorery for 
the same supposed injuiy. 

At the former trial, the court were pressed 
with the difficulty of finding any rule to esti- 
mate the plaintiff's damages, when none were 
actually proved by the making of the machine ; 
and I still adhere to the decision then made, 
that in such case the plaintiffi can recover 
nominal damages only. 

in an action on a patent right the jury are 
to find single damages, and the court will tre- 
ble them. This point was decided in the 
same case last above quoted.-^/. Gal. 482. 

In an action for a violation of a patent 
right, the plaintiff can recover for aciual dam- 
ages only, and not for a vindictive recompense. 

By the terms ^actual damages,'^ in the 
statute, are meant such damages as the plain- 
tiffs can actually prove, and have in fact sus- 
tained, as contradistinguished to mere imagin- 
ary or exemplaiy damages, which in personal 
torts are sometimes given. The statute is 
highly penal, and the legislature meant to 
limit the single damage to the real injury 
done, as in other cases of violation of persofi^ 
al property, or of incorporeal rights. In 
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mere personal torts, as assaults and batteries^ 
defamation of character, &c. the law has, in 
proper cases, allowed the party to recover 
not merely for any actual injury, but for the 
mental anxiety, the public degradation and 
wounded sensibility, which honourable men 
feel at violations of the sacredness of their 
persons or characters- But the reason of 
the law does not apply to the mere infringe^ 
ment of an incorporeal right, such as a pa- 
tent, and the legislature meant to confine the 
damage to such a sum as would compensate 
the party for his actual loss. 

If the jury are of opinion that an user of 
the machine is actuaUy proved in this case, 
the rule of damages should be the value of 
the use of such a machine, during the time of 
the illegal user. 

If the jury are of opinion that a making 
of the machine only is proved, as there is no 
evidence in the case to shew any actual dam- 
ages by the making, they ought to give nomin- 
al damages to the plaintiffs. For where the 
law has given a right, and a remedy for the 
violation of it, such violation of itself imports 
damage ; and, in the absence of all other evi- 
dence, the law presumes a nominal damage 
to the party. 
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The jury may, if they see fit, in a case for 
infringing a patent, give the plaintiff as part of 
his actual damages such expense for counsel 
fees, &C, as have necessarily occurred in vin- 
dicating the plaintiff's right by a suit and 
which are not taxable in the bill of costs. 

In the case of Boston Manufacturing Com- Bost. Man. 
pany vs. Jonathan Fisk and another, decided j^o? Fiik 
in the Circuit Court of the United States, ^' **'• 
October term, 1820, a question of law arose 
at the trial whether the jury might include in 
their damages, if their verdict was for the 
plaintiffs, counsel fees, and other necessary 
expenses incurred at the trial, which were 
not within the taxable cost. 

Story^ J. — In one of the earliest cases 
which came before me, after my advance- 
ment to the bench, this very question arose, 
and at the trial I decided that counsel fees, 
and other necessary expenses, not included in 
the taxable costs, were proper to be allowed 
by the jury, if they saw fit, as part of the ac- 
tual damages of the plaintiff within the con- 
templation of the Patent Act — But, upon a 
motion for a new trial, the Circuit Court felt 
itself constrained by the authority of Archam- 
bal vs. Wiseman, III. Doll. 306, very much 
against its own judgment, to declare the con- 
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trary doctrine.* Since that period, I have 
not been able upon inquiry to learn that any 
of my brethren held to so rigid a rule, or have 
felt themselves bound to limit the discretion 
of the jury to an allowance of items of this 
nature. Nor can I now deem Archambal vs^ 
Wiseman an authority on which one ought to 
repose in a case of this sort, without very se- 
rious doubt. The case appears to have been 
decided on this point without much argument, 
and is very imperfectly reported. It was a 
libel filed by the Spanish Consul for restora- 
tion of a Spanish vessel, captured by an arm- 
ed French vessel on the high seas. The Dis- 
trict Court dismissed the libel, and awarded 
damages for the delay, &c. to the captors.-^^ 
The Circuit Court affirmed the decree, and it 
was afterwards on error affirmed by the Su- 
preme Court, but a charge of 1600 dollars 
for counsel fees appearing on the record to 
have been allowed as part of the damages, 
the Supreme Court disallowed this item, de- 
claring the general practice of the United 
States to be in opposition to it, and if that 
practice were not strictly correct in princi- 
ple, it ought to be respected until changed by 
statute. 

* Whitman vt. Cutter. I. GalUfon^s Rep. 428. 
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The Court in the remarks imputed to them 
by the Reporter must have referred only to 
the general practice in the Courts of common 
law in the United States not to tax counsel 
fees in the bill of costs, a practice, of the 
propriety of which as a general rule, no doubt 
could be entertained, and in the case then 
before them the Court may very properly 
have disallowed the charge for reasons appli- 
cable to the particular predicament of that 
case. In any other view, it would be impos- 
sible to reconcile the case of Archambal vs. 
Wiseman with the general doctrine of Admi- 
ralty Courts, or with the more recent and 
well established practice of the Supreme 
Court, in cases of marine torts and prize. I 
feel myself bound, therefore, to declare, that 
as the authority of Archambal w. Wiseman 
is shaken, so far as it can be considered as con- 
taining any general doctrine, governing cases 
of this nature — I return to what was origin- 
ally considered the true doctrine, and that is, 
that the jury are at liberty, if they see fit to 
allow the plaintiff as a part of his ^ actual 
damage" any expenditures for counsel fees, 
or other charges, which were necessarily k>. 
curred to vindicate the rights derived under 
his patent, and are not taxable in the bill of 
costs. 
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The sale of the materials of a patented 
machine bj a sherifi^ oa an execution against 
the owner, is not such a sale as subjects the 
sheriff to an action for an infringement of the 
patent right. 

This was decided in an action on the case 
of John P. Sawin et al ys. John Cruild. — 
L Gal. 485. 

Story^ J. delivered the opinion of the 
Court. 

This is an action on the case for the in- 
fringement of a patent right of the plaintiff^ 
obtained in Feb. 1811, for a machine for cut- 
ting brad nails. From the statement of facts 
agreed bj the parties, it appears that the de- 
fendant is a deputy sheriff of the county of 
JSorfolkj and having an execution in his hands 
against the plaintiff for the sum of $ 567, 27, 
debt and costs, by virtue of his office, seized 
and sold, on said execution, the materials of 
three of said patented machines, which were 
at the time complete and fit for operation, 
and belonged to the plaintiffs. ^ The purchas- 
er, at the sheriff's sale, has not, at any time 
since, put either of the said machines in ope- 
ration ; and the whole infringement of the 
patent consists in the seizure and sale by the 
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defendant as aforesaid. The question sub- 
mitted to the Court is, whether the complete 
material of which a patented machine is com- 
posed, can, while such machine is m operation 
by its legal owner, be . seized and sold on an 
execution against him. 

The plaintilBs contended that it cannot be 
so seized and sold, and they rely on the lan- 
guage of the third section of the act of the 
17th of April, 1800, ch. 89, which declares 
that if '* any person, without the consent of the 
patentee, his or her executors, &c. first obtain- 
ed in writing shall make, devise, use or sell 
the thing, whereof the exclusive right is se- 
cured to the said patentee, such a person so 
offending shall forfeit," 1&c. 

It is a sound rule of law, that ev^ry statute 
is to have a reasonable construction, and its 
language is not to be interpreted so as to in- 
troduce public mischiefs, or manifest incon- 
gruities, unless the conclusion be unavoidable. 
If the plaintiffs are right in their construction 
of the section above stated, it is practicable for 
a party to lock up his whole property, however 
great,from the grasp of his creditors, by invest- 
ing it in profitable patented machines. This 
would undoubtedly be a great public mischief^ 
and against the whole policy of the law, as to 
38 
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the levy of personal property in execution. 
And upon the same construction, this conse- 
quence would follow, that every part of the 
materials of the machine might, when sepa- 
rated, be seized in execution, and yet the 
whole could not be when united, for the ex- 
emption from seizure is claimed, only when 
the whole is combined and in actual opera- 
tion under the patent. 

We should not incline to adopt such a con- 
struction, unless we could give no other rea- 
sonable meanii^ to the statute. By the laws 
of JUassackusetts, property like this is not ex- 
empted from seizure in execution; and an 
officer who neglected to seize, would expose 
himself to an action for damages, unless some 
statute of the United States should contain a 
clear exception. No such express exception 
can be found ; and it is inferred to exist only 
by the supposition that the officer would, by 
the sak, make himself a wrong doer, within 
the clause of the statute above recited. But 
within the very words of that clause, it would 
be no offisnce to seize the machine in execu- 
tion. The whole offence must consist in a 
sak. It would therefore follow that the of- 
ficer might lawfully seize ; and il so, it would 
be somewhat strange, if he could not proceed 
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to do those acts, which alone by law could 
make his seizure effectual. 

This court has already had occasion to con^ 
sider the clause in question. And upon ma- 
ture deliberation it has held that the making of 
a patented machine, to be an offence within the 
purview of it, must be the making with an in- 
tent to use for profit, and not for the mere pur- 
pose of philosophical experiment, nor to ascer- 
tain the verity and exactness of the specifica- 
tion.* In other words, that the making must 
be with an intent to infringe the patent right, 
and deprive the owner of the lawful rewards 
of his discoveiy. 

In the present case, we think that the sale 
of a patented machine, within the prohibi- 
tion of the same clause, must be a sale not of 
the materials of a machine, either separate 
or combined, but of a complete machine^ with 
the right express or implied of using the same 
in the manner secured by the patent. It 
must be a tortuous sale, not for the purpose 
merely of depriving the owner of the materi- 
als, but of the use and benefit of his patent. 

There is no pretence in the case before us 
that the officer had either sold or guaranteed 

* Whittemore vs. Cutter, I. Gal. 429. 
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a right to use the machine in the manner 
pointed out in the patent right He sold the 
materials as such, to be applied by the pur- 
chaser as he should by law have a right to ap- 
fjy them. The purchaser must therefore 
act at his own peril, but in no respect can the 
officer be responsible for his conduct 

By Section 7, it is enacted that exclusive 
rights granted by states prior to the adoption 
of the Federal Contitution shall be relinquish- 
ed by the party soliciting a patent under this 
act, and his having obtained such patent shall 
be sufficient evidence of such relinquishment 

Section 8, directs how applications, pend- 
ing under the former laws " to promote the 
progress of the useful arts," shall be proceed- 
ed with under this act These sections have 
become obsolete. 

Section 9, directs that " in case of interfer- 
^ ing applications, the same shall be submitted 
** to the arbitration of three persons, one of 
" whom shall be chosen by each of the appli- 
^ cants and the third person shall be appoint- 
** ed by the Secretary of State : And the de- 
" cision or award of such arbitrators, delivered 
" to the Secretary of State, in writing, and sub- 
^ scribed by them, or any two of them, shall 
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*( be final, as far as respects the granting of 
^' the patent : And if either of the appHcants 
" shall refuse, or fail to choose an arbitrator, 
" the patent shall issue to the opposite par- 
" ty. And where there shall be more than 
*' two interfering applications, and the parties 
*' applying shall not all unite in appointing 
^ three arbitrators, it shall be in the power of 
" the Secretary of State to appoint three ar- 
'^ bitrators for the purpose." 

In the case of Steams vs. Barrett^ I. Ma- 
son, 174, Mr. Justice Story observed, ** The 
first objection taken to the opinion of the 
Court below, is, in substance, that the Court 
ought to have directed the jury, that the re- 
fusal of the defendant to submit his claim to 
arbitration, under the circumstances detailed 
in the evidence (which brought it within the 
9th section of the patent act) and subsequent- 
ly obtaining a patent, after the plaintiff had 
obtained his, was conclusive evidence, that 
the patent of the defendant was obtained sur- 
reptitiously or upon false suggestions ; where- 
as the Court held, that these facts were not 
per se conclusive to establish this point. In 
my judgment, there was no error in this opin- 
ion of the Court. If an arbitration had been 
actually perfected between the parties under 
the 9th Section, the award or decision of the 



302 % ' LAW or PATENTS. 

arbitrators would have been final between 
the parties only so far as respecting the grant- 
ing of the patent It would not have con- 
cluded the parties from showing, in the pres- 
ent suit, that it was obtained upon false sug- 
gestions. It would not have concluded them, 
in an action for an infringement of the patent, 
from asserting any defence allowed by the 
6th section of the patent act. The sole ob- 
ject of such an award is, to ascertain who is. 
prima facie entitled (o the patent ; but when 
once obtained, the patent is liable to be re- 
pealed or destroyed by precisely the same 
process, as if it had issued without objection. 
If the award itself could not have been con- 
clusive, ^fortiori, a refusal to join in an arbi- 
tration under the statute cannot be so. 

Section 10, directs the mode of repealing 
patents surreptitiously obtained, as follows : 
** Upon oath or affirmation being made, before 
" the Judge of the District Court, where the 
^ patentee, his executors, administrators, or as- 
*' signs reside, that any patent which shall be- 
^^ issued in pursuance of this act, was obtained 
"surreptitiously, or upon false suggestions, 
" and motion made to the said court within 
" three years after issuing the said patent, 
" but not afterwards, it shall and may be law- 
" ful for the Judge of the said District Court, 
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" if the matter alleged shall appear to him to 
" be sufficient, to gi*ant a rule, that the paten- 
" tee, or his executor, administrator or assign 
" show cause why process should not issue 
" against him to repeal such patent : And if 
^' sufficient cause shall not be shown to the 
" contrary, the rule shall be made absolute, 
** and thereupon the said Judge shall order 
'' process to be issued against such patentee, 
** or his executors, administrators or assigns, 
*' with costs of suit. And in case no sufficient 
" cause shall be shown to the contrary, or it 
" shall appear that the patentee was not the 
'* true inventor or discoverer, judgment shall 
" be rendered by such Court for the repeal 
" of such patent ; and if the party at whose 
"complaint the process issued, shall have 
"judgment given against him, he shall pay all 
" such costs as the defendant shall be put to 
" in defending the suit, to be taxed by the 
" Court, and recovered by due course of law." 

It has been decided, in the case of jlbner 
Steams vs. William Barrett^ that the pro- 
ceedings under the section last quoted, are in 
the nature of a scire facias at the common law 
to repeal a patent ; and that upon such suit 
error lies to the Circuit Court. 

* I. Mason 153. 



304 LAW OF PATENTS. 

Thk was a proceeding in the District Court 
under this Section to re|>eal a patent right, 
granted to the defendant, upon the allegation, 
that it was obtained surreptitiously and upon 
false suggestion. Upon a motion supported 
by affidavit, a rule to show cause why process 
should not issue to repeal the letters patent 
was granted ; upon the return of which the 
District Court, after hearing the parties, made 
the rule absolute ; and process was ordered 
by the Court to issue against the defendant, 
to show cause why the letters patent should not 
be repealed; and it was further ordered that 
the applicant should file his allegations with 
due specifications. A further allegation with 
specifications was accordingly filed, by way of 
amendment of the original complaint, and 
thereupon the said process duly issued. The 
original affidavit alleged, that the letters pa- 
tent were obtained surreptitiously and upon 
false suggestion ; and that the plaintiff was 
the true and original inventor of the machines 
in controversy. 

The amended complaint alleged, that the 
machines diescribed in the letters patent to 
the defendant, " were not invented by him 
but by another." And after specifying, un- 
der a vdelicit, the particulars of the inven- 
tion, and alleging that they were not invented 
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by the defendant, concluded by alleging that 
the same machines in all respects in which 
they are new, are and were the invention of 
another ; and were known and secured by pa- 
tent previously to the complainant, as in and 
by his specification, or affidavit, originally fil- 
ed, to which this is an amendment and addi- 
tion, is alleged " Upon the return of the pro- 
cess, the defehSant duly appeared and filed 
the following plea and answer : — " And now 
the defendant, said Barrett^ comes and defends, 
&c. when, &c. and for cause, why the said 
letters patent should not be repealed, saith 
that his letters patent were not upon false 
suggestion or surreptitiously obtained, in man- 
ner and form as set forth in the writ of said 
Steams; but that the said new and useful im- 
provement for which his said letters patent is- 
sued, as in said complaint is set forth, was in- 
vented by him, the said Barrett^ in manner and 
form as he, in his former answer to the first 
complaint of said Steams^ hath alleged, and, 
thereof, he puts himself upon the country." 
And the pljiintiflf puts himself as to this issue 
upon the country likewise." 

The issue so joined by the parties was tried 
by a jury, who returned the following ver- 
dict: — " The jury agree that the plaintiff and 
defendant were both concerned in the invenh 
39 
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tion of the reel, or machine, for dying all 
kinds of woren and silk goods, and a frame 
for finishing the same* They find that the 
plaintiff has not supported his allegations, and 
therefore find a verdict for the defendant.^ 
Upon this verdict a judgment was rendered 
by the Court, by the consent of the parties, 
for the defendant* At the trial a bill of ex- 
ceptions was , taken by the plaintiff to the 
charge of the court The bill of exceptions 
stated at large and in hoe verba^ the testimo- 
ny of all the witnesses on each side, and all 
the other evidence introduced by the parties. 
It then stated the points insisted upon by the 
counsel, and then the charge of the Court 
upon these points, &c. The report then 
states the points made by the counsel in the 
court below, the supposed misdirection of the 
Judge of the District Court, and the points 
made by the counsel in the present case, 
which will, perhaps, be sufficiently apparent 
in the decision of the Court ; which was as 
follows >^ 

Stortfj J. — The first question is, whether 
this Court has appellate jurisdiction from a 
judgment, rendered by the District Court in 
proceedings under the tenth section of the 
patent act 
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Before consideriog this question, it will be 
necessary to settle the true nature and char- 
acter of the proceeding itself. It is not ea- 
sy to give a construction to the tenth section ^ 
of the act that is entirely free from difficul- 
ties. It provides in substance that upon oath 
or affirmation being made before the Judge 
of the District Court, that any patent was 
obtained surreptitiously, or upon false sugges- 
tion, and motion made to the said Court with- 
in three years after issuing the patent, it shall 
be lawful for said judge, if the matter alleg- 
ed shall appear to him sufficient, to grant a 
rule that the patentee or the executors, &c. 
shew cause why process should not issue against 
him to repeal such patent, and if sufficient 
cause shall not be shown to the contrary, the 
rule shall be made absolute ; and, thereupon, 
the said judge shall order process to be issu- 
ed against such patentee, or his executor, &c* 
with costs of suit. And in case no sufficient 
cause shall be shown to the contrary, or it 
shall appear the patentee was not the true 
inventor or discoverer, judgment shall be ren- 
dered by such Court for the repeal of such 
patent. And if the party, at whose com- 
plaint the process is sued, shall have judgment 
given against him, he shall pay all such costs 
as the defendant shall be put to in defending 
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the suit, to be taxed against him by the Court 
and recorered' in due course of law. 

The proceeding is evidently of a peculiar 
nature. It begins by a rule to shew cause, 
which is commonly called a rule nisi, and if 
no sufficient cause be shown to the contrary, 
the rule is to be made absolute. For what 
purpose is it to be made absolute ? Clearly, 
as the act declares, that process may issue 
against the patentee to repeal the patent ; and 
the section proceeds to direct, that such pro- 
cess shall be issued against the patentee, with 
costs of suit. If the section had stopped here, 
there could have been little room for doubt ; 
and it would probably have been judicially 
held, that the hearing upon the rule was de- 
cisive and final between the parties ; and that 
if the rule was made absolute, the patent 
would be in efiect repealed ; and the issuing 
of the process would be in the nature of an 
execution to enforce or make known the judg- 
ment of the Court. The proceedings would, 
in this view, bear a strong analogy to the 
summary proceedings under the statute of 
17 Geo. III. Ch. 25. to set aside an annuity 
and cancel the bond, or rather assurance, 
granting the same.* In aid of this construc- 

• I. TidPr. 436, 4th erft^ 
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tion of the tenth section of the patent act, it 
is material to observe that by its terms, the 
process is to be issued to repeal the patent, 
and not to shew cause why it should not be 
repealed ; and the process is also to enforce 
a payment of the " costs of suit," which seems 
to suppose that the suit is then concluded. 

But it has been supposed that the subse- 
quent clauses of the tenth section contem- 
plate the process to be issued as merely in- 
terlocutory process, to bring the party into 
Court to shew cause why the patent should 
not be repealed ; and that upon the pleadings 
upon such process, the merits of the applica- 
tion are to be discussed and decided. And 
the clause that, " in case no sufficient cause 
shall be shown to the contrary, or if it shall 
appear that the patentee was not the true in- 
ventor or discoverer, judgment sjiall be ren- 
dered by such Court for the repeal of such 
patent" is supposed particularly to apply to 
those ulterior proceedings. In fact the pro- 
cess is thus deemed, to all intents and pur- 
poses, a sdft facias at the common law to re- 
peal a patent. 

There is certainly great force in the argu- 
ment in ^pport of this view of the process, 
although some difference must be admitted to 
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exist between it and a scire facias at the com- 
mon law to repeal a patent In the first 
place, a scire facias is a judicial process, issu- 
ing from some record already enrolled in the 
Court It either issues out of Chancery, 
where the patent itself is recorded, or from 
some other Court where a forfeiture or some 
other cause of repeal appears by office or 
other matter of record in the same Court* 
And the patent itself^ or an inquisition, which 
finds a patent and a cause of forfeiture, is a 
sufficient record to authorize the issuing of 
the scire facias.f In this respect the pro^ 
cess from the District Court is diffisrent — 
That Court is not the depository of the reo 
ords of patents ; but they are recorded in the 
office of the Secretary of State ; and if the 
present argument be right, the process is not 
founded upon any judgment of the Court, as- 
certaining a forfeiture or ground of repeal. — 
In the next place, a scire facias is a process 
altogether confined to the crown, with the 
exception of the single case where two pa- 
tents have issued for the same thing; in 
which case the prior patentee may maintain 

• The King vs. BvtUr, III. Lev. 220. S. C. II. Vint. 344— 
IV. Ins. 72—11. Saun. Rep. 72 p. 9 in note— L Tidd Prac. 4 
edit. 966. 

t Lev. 220— Com. Dig. Patent 7, 7— Djr. 197, Ac. 
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a sdre Jhciaa to repeal the second patent* 
But under our patent act, any person, wheth- 
er a patentee or not, may apply for the re- 
peal There are other differences which it 
is not now necessary to enumerate. 

After considerable hesitation, I hare come 
to the conclusion, that the proceedings on the 
rule nisi are not conclusive ; and that the 
process to be awarded upon making the rule 
absolute, is not a final process, but a judi- 
cial writ in the nature of a scire fojcias at the 
common law. In this view, the preliminary 
proceedings are analagous to those on a rule 
for an information in the nature of a 91^0 war- 
ranto under the English statutes.! Upon this 
construction all the words of the statute 
have a natural connexion and a distinct mean- 
ing, referring to the progressive order of the 
proceedings. The process is called in the 
statute a process to repeal the patent, merely 
as a description of its nature and use ; and 
not because it necessarily and absolutely, />er 
St repeals the patent ; in the same manner as 
a sdrt fucias at common law, though in fact 
always, a process to shew cause ie genei-ally 

 Dy. 198 6— II. Saund. 72, 8, note— Com. Dig. Pat. F. 2. 
F. 3. but see 6 Mod. 229. 

% See Rtx vs. Dawts^ IV. Burr. R. 2022—lle^ vs. Dawes^ 
IV. Burr. R. 2120— Hex vs. Piacorih^ 4. 7. R. 684. 
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denominated a scire JhuncLS to repeal a patent."^ 
Nor does the addition of the words in the 
statute, " with the costs of suit," at all im- 
pugn this construction ; for the process is 
then to shew cause, why the patent should 
not be repealed with costs of suit. In con- 
firmation of this construction, it may be re- 
membered that in the correspondent section 
of the patent act of 10th of April, 1790, 
Ch. 7, the clause as to the costs of suit is 
omitted ; which clearly shows that these 
words ought not to change the ordinary con- 
struction of the context. The subsequent 
language of the section that " in case no suf- 
ficient cause shall be shown to the contrary, 
or if it shall appear that the patentee was 
not the true inventor or discoverer, judgment 
shall be rendered by such Court for the re- 
peal of such patent," manifestly contemplates 
some proceedings after the process is issued, 
by which certain facts may be judicially de-^ 
termined, which are to be the proper founda- 
tion of a judgment. It is also of very con- 
siderable weight that this has been, as far as 
we can obtain information, the practical ex- 
position of the statute. It is consonant to 
the rules of the common law, which have 

• Dyer R. 179 6. 198 a.—Lilly's Entr. 411. 2— Saund. R. 
72, p. note. 
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generally been consulted and followed 
in all our laws and proceedings, to which 
they bear any relation ; and it preserves the 
trial by jury, which the judicial act* declares 
shall be the .mode of trial of all issues of fact 
in the District Court, in all causes except 
civil causes of admiralty and maritime 
jurisdiction. Whether a more convenient, as 
well as a more effectual remedy might not 
have been obtained by a bill in equity, to set 
aside a patent for fraud or imposition, it is not 
the province of a judicial tribunal to decidct 

It being then ascertained that this is a pro- 
ceeding in the nature of a scire Jacias^ at the 
common law, the next inquiry is, whether 
this Court has appellate jurisdiction from the 
judgment rendered therein by the District 
Court 

If this point were to be decided by a mere 
reference to the common law, no difficulty 
could arise ; for, upon a judgment on a scire 
fociaSj it is very clear that error lies-J But 
the appellate jurisdiction of the Circuit Court, 
depends altogether upon the positive provi- 
sions of our own statutes. It is not a Court ori- 



 Act 24, Sept. 1789, ch. 20, 69. 

t See Attor. Gen. vs. Vemon, &c. I. Vern. R. 277,370. 

X Tidd Pr. 966, 1028— Com. Dig. Pleader 3. B. 7. 
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ginating in the common law, whose jurisdiction 
is to be ascertained bj immemorial usage. — 
The judicial act of 1789, ch. 20 and 22, gives 
appellate jurisdiction to this Court from all 
final decrees of the District Court in causes 
of admiralty and maritime jurisdiction, when 
the matter in dispute exceeds 300 dollars ; 
and from all final decrees and judgments, ^ in 
civil actions," where the matter in dispute ex- 
ceeds 50 dollars. The act of 3d March, 
1803, ch. 93, §2, allows an appeal to this 
Court from all final judgments or decrees of 
the District Court, when the matter in dispute 
exceeds 50 dollars. Whether this last stat- 
ute applies to any but causes of admiralty 
and maritime jurisdiction is questionable,^ and 
need not now be considered ; for this process 
comes completely within the description of a 
"civil action." A scire fimas is a judicial 
writ ; and yet it is held to be an action be- 
cause the defendant may appear and plead 
thereto,! and for precisely the same reason 
this process must be deemed an action ; and 
it is clearly a civil, as contradistinguished from 
a criniinal action. A writ of error, therefore, 
well lies, if the matter in dispute exceeds the 

* United States iw. Wonson. I. Gallis. R. 5, 11. 

t Co. Litt. 290, 6, 291, a.— Pultenej w. Tonson, 2 W. Bl. 
1227. Guy w. Jones, II. WUs. 261. Fenner w. Evans, I. T. 
R. 267. Winter w, Kutchman, II. T. R. 45—11. Tidd Pr. 966, 
4 edit. > 
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stipulated value. It is conceded by the coun- 
sel on both sides that the patent right is of a 
far greater value ; and as it judicially appears 
upon the record, that each of the parties 
claims the invention as his own, each has a 
matter of controversy sufficient in value to 
sustain the jurisdiction. It is not necessary 
to decide whether if the plaintiff had been a 
mere stranger, claiming no title to the inven- 
tion, he could have brought a writ of error 
from the judgment of the District Court.— 
The difficulty in such a case would have been 
how to estimate the value which the plaintiff 
could have in the controversy. On this point 
no opinion is intended to lie given. 

The appellate jurisdiction in this Court be- 
ing established, we may now pass to the con- 
sideration of the other questions arising in the 
cause. 

It is deeply to be regretted that the pro- 
ceedings were from accidental causes conduct- 
ed in so inartificial and irregular a manner by 
the parties in the Court beloAV. The scire 
facias does not express in the pointed and dis- 
tinct terms of the statute the causes for which 
the patent is sought to be repealed. It ought 
to have contained a direct allegation or sug- 
gestion, that the patent was obtained siirrep 
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titiously, or upon false suggestion, and have 
called upon the defendant, for that cause, and 
for that cause only, to shew cause why the 
patent should not be repealed. Whereas, 
the scire facias^ after reciting, (and, in my 
judgment, very unnecessarily) the whole pro- 
ceedings prior to the making of the rule ab- 
solute, proceeds to state at large in a new al- 
legation, a specification of the particulars in 
which the plaintiflF denied the machine in con- 
troversy to be the invention of the defend- 
ant, and claimed it to be the invention of anoth- 
er ; (meaning, as the context shews, of the 
plaintiff himself,) and then calls upon the de- 
fendant to shew cause, why the letters pa- 
tent, for the cause aforesaid, should not be 
repealed. From the manner, therefore, in 
which this^ new allegation is inserted in the 
scire Jhcias^ it is uncertain whether the de- 
fendant is to answer to that only, (and it does 
not contain a syllable as to the patent's hav- 
ing been obtained surreptitiously or upon 
false suggestion,) or whether the statements 
in the original affidavit are now included in 
the charge. 

This specification was very properly order- 
ed by the Court : but it was in the nature of 
a bill of particulars, to assist the defendant 
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at the trials and by no means a regular part 
of the sdre facias. It Is very probable that 
this informality occasioned the embarrass- 
ment of the subsequent pleadings, in which it 
is not very easy to discern at once the^ precise 
point which the parties meant to put in issue ; 
whether that the patent was obtained sur- 
reptitiously, or upon false suggestion ; or that 
the improvement for which the patent issu* 
ed, was the mvention of the defendant ; and 
this again, probably, misled the jury in shap 
ing their verdict. 

In my judgment, the plea must be consider- 
ed, substantially, as putting in issue the only 
point that, on the scire facias^ could be ma- 
terial^ viz. : whether the patent was obtained 
surreptitiously, or upon false suggestion; and, ' 
of course^ that the residue of the plea is mere 
surplusage. The material inquiry then is, 
whether the jury have, in direct terms, or by 
necessary legal intendment returned a verdict 

upon this issue. 

« 

Many authorities have been cited to shew 
the power of Courts of law to amend ver- 
dicts which are defective so as to conform to 
the real intentions of the jury. It is unneces- 
sary to examine the nature or limits of this 
doctrine ; for no amendment was made in this 



• « 
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Terdict by the District Judge ; and a refusal 
to amend a Terdict is not the subject of a 
writ of error. It is a mere exercise of dis- 
cretion bj the Court below ; and it does not 
even appear upon this record, that anj ap{Ji- 
cation was made to the Court for that pur- 
pose. 

The yerdict is, therefore, to be taken as it 
stands upon the record, with all its imperfec- 
tions on its head. It is clear that, in terms, 
it does not find the issue joined by the parties ; 
if, however, the Court can collect the point 
in issue out of the yerdict, if will be sufficient* 
The plaintiff contends that the fact found by 
the jury, that the machine was the joint in- 
vention of the plaintiff and the defendant, is 
decisive in his favour, and, by inference, in- 
cludes the point in issue ; and that the subse- 
quent finding for the defendant is repugnant 
to this fact, and therefore ought to be reject- 
ed. On the other hand, the defendant con- 
tends that the general finding is for the de- 
fendant ; and the special fact found is not re- 
pugnant to it, and may, therefore, be rejected 
as a surplusage. If there be a material re- 
pugnancy in the verdict, it is not competent 
for the Court to reject either part of the 

* Hob. 64— Com. Dig. Pleader, S. 18, S. 26— Hawlof vs. 
Grafton, II. Bum R. 696. 
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jSnding ; for it is utterly impossible for the 
Court to decide, which is the truth of the 
case ; and, if it were otherwise, there is no 
authority to substitute its own opinion for 
that of the jury. In such case, the repug- 
nancy will be fatal. A verdict which finds 
two inconsistent material facts is void, and 
cannot be a foundation for a legal judgment."*^ 
On the other hand, a general verdict, (as this 
must be deemed to be) which finds the point 
in issue by way of argument or inference is 
void, even as it is said though the argument 
or inference be necessary.t It follows, there- 
fore, that in no event can the verdict be ad- 
judged in favour of the plaintifi*. It is either 
a verdict which finds the substance of the is- 
sue for the defendant, or it is void for repug- 
nancy, uncertainty, or insufiiciency. 

There are many authorities, in the books, 
respecting this subject, some of which are 
not easily reconcileable with sound sense, or 
with legal principles. From the mass of cases, 
however, some rules may be extracted, which 
commend themselves to the judgment of all 
of us. If, for instance, the jury find the point 
in issue, and also another matter out of the 

* Com. Dig. Pleader, S. 23. 

t Rowe vs, Huntington, Vang. R. 66, 75— Com. Dig. Plead- 
er, S.22. 
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issue, the latter finding is void, and may be 
rejected as surplusage* But it is otherwise, 
if the matter so found be contamed in the 
issue ; for then, if it be material, and contra- 
dictory, it cannot be rejected as surplusage. 
So if the point on which the verdict is giren 
be so uncertain that it cannot be clearly as- 
certained whether the jury meant to find the 
issue or not, it cannot be helped by intend- 
ment, and a fortiori^ if it be repugnant to 
other facts already expressly found.t 

Let us now apply these principles to the pre. 
sent verdict. From the terms in which the 
verdict is expressed it seems to be an ai^- 
mentative finding for the defendant. The 
jury find that the plaintiff has not supported 
his allegations, and, therefore, find for the de- 
fendant. What were those allegations? 
That the patent was obtained surreptitiously 
and upon false suggestion, as stated in the 
original affidavit ? Or that the machine in con- 
troversy was the sole invention of the plain- 
tiff as stated in his amended allegations? The 
terms of the verdict more correctly apply to 
the latter, than to the former ; and there is 
this additional reason for this construction, 
that the fact specially found, is, in this view, 

• Com. Dig. Pleader, S. 18, S. 28. 
t Com. Dig. Pleader, S. 2, S. 23. 
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consistent with the general finding. For as 
the jury find that the plaintiff and defendant 
were both concerned in the invention, then 
the allegation of the plaintiff, that it was his 
sole invention, was not supported. In this 
view of the verdict, it is void ; either be* 
cause it is merely argumentative, and uncer- 
tain, or, more properly, because it does not 
find the real point in issue between the pi- 
ties. 

On the other hand, if the verdict be sup- 
posed to refer to the real issue between the 
parties, it is to be considered if it be not ne^ 
nessarily repugnant. By the patent act no 
person could entitle himself to a patent for 
any machine, unless he was the true inventor 
of it, and would make oath to that fact be- 
fore competent authority. By the expres- 
sion in the statute " true inventor,*' is un- . 
doubtedly meant the sole and exclusive in- 
irentor; for if the machine were the joint 
mvention of several persons, neither of them 
could claim to be the true inventor, having 
an exclusive title to the patent ; but the in- 
terest would be a joint or common mterest in 
the whole. In such a case, therefore, if a 
party were to obtain a patent for the inven- 
tion^ having sworn that he was the true in- 
ventor, he would in the language of the act^ 
41 
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obtain it ^ upon false suggestion, and as 
Buch false suggestion would be a surprize and 
fraud upon the government, it might well also 

' ' be declared to be obtained surreptitiously.'^ 

In the present case, the defendant obtained 
his patent, claiming it to be his own exclusive 

, invention, add asserting the fact upon his oath. 

The jury have found ^ that that the plain- 
tiff and defendant were both concerned in the 
invention.** It is said by the defendant's coun- 

I sel that this is not a finding that the plain- 

tiff and defendant were jointly concerned in 
the inventioa" I confess that this seems to 
me an over refinement, and an exercise of le- 
gal astuteness, too ingenious, and too subtle 

; to be applied to the language of verdicts. 

* When the jury declare, that both were con- 

cerned in the invention, the natui*al meaning 
of the words is, that the invention was the 
result of their joint and not of their several 
and independent labours. However compli- 
cated the machine may be, the invention it- 
self is not susceptible of division. If the 
plaintiff and defendant separately and inde- 
pendently invented several parts of the ma- 
chine, capable of a distinct use, then those 
parts might be considered as separate inven- 
tions, for which each inventor might, perhaps, 
be entitled to a separate patent. But the 
present patent claims the invention, as a 
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whole ; and the jury find that in this inven- 
tion they were both concerned, which I can- 
not understand in any other sense, than as 
verifying the invention to be a joint, simulta- 
neous production of the genius and labour of 
both parties. The special fact, so found is 
necessarily repugnant to any general verdict 
in favour of the defendant, upon the real is- 
sue between the parties ; it is a fact, consist- 
ently with which no such verdict could be 
givea It is also a direct contradiction of the 
allegation in the plea of the defendant, that 
the improvement was invented by him ; and 
if that allegation be considered as part of the 
issue, the finding is so far against the defend- 
ant In either view, the verdict is repugnant 
in a material point, and consequently void. 

In any way, therefore, of considering the 
verdict, it cannot, in my judgment, be support- 
ed. And I will add, that when a verdict is 
not expressed substantially in the terms of 
the issue, the case ought to be extremely 
clear, that should induce a Court to inake 
it the ground of a final judgment. For this 
defect in the verdict, the judgment of the 
District Court must be reversed, and a new 
trial had at the bar of this Court. 
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There are sereral points, however, made 
upon the bill of exceptions, which hare been 
fully ai^edy and as thej may be important 
in the iuture trial of this cause, I am willing^ 
to declare my present ofnnion respecting thenu 
Before entering into the merits of them, I cai>» 
not forbear to remark upon the inaccuracy 
with which the bill of exceptions has been 
framed It contains not a statement of facts^ 
but of the testimony introduced to prove the 
facts on each side in hcee verba; and the 

 

' counsel for the plaintiff then insisted that the 

matter so produced and given in evidence, on 
the part ol the plaintiff were sufficient, and 
ought to be admitted and allowed as decisive 
evidence, that the defendant surreptitiously 

I obtained his patent, and that he was not the 

mventor of all the essential parts of the ma-, 
chine in controversy. There is no rule of 
law which would have authorized the Court 
to give such direction to the Jury, for the 
matters so produced are not distinctly stated, 
but are mere opinions of fact to be ascertain* 
ed by the Jur}\* The bill of exceptions 
should either have stated the facts, and not 
merely the evidence of the facts, and prayed 
the opinion of the court thereon ; or, if the 
evidence was doubtful, it might have stated, 

• Smith tit. C«irin£^. IV. Cnu&cb, 62. 
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that evidence was given to prove certain 
facts, and then have prayed the opinion of 
the Court thereon if the jury should so fin4 
the facts. In England, where the facts are 
doubtful, I believe it is more usual in practice 
to insert these facts in the bill of exceptions, 
as settled by the jury, and then to allege the 
opinion of the Court as an absolute one upon 
the trial. 

The learned Judge then proceeded to give 
his opinion relative to the refusal of the de^ 
fendant to submit his claim to arbitration, for 
which see anie page 300 of this work \ and 
then continued as follows : 

Another objection is, that the Court held 
that the burthen of proof to maintain the is- 
sue lay upon the plaintiff; and that it was in- 
cumbent on him to prove, that the defendant 
was not the true inventor of the machine in 
controversy; whereas it is contended that 
the burthen of proof lay on the defendant, 
and the plaintiff was not bound to prove a 
negative. In my judgment there was no er- 
ror in the opinion of the Court upon this 
point. By the very form of the pleadings 
the affirmative rested on the plaintiff He 
was bound to prove that the patent was ob- 
tained surreptitiously or upon false suggestion. 
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This is an affirmative proposition; and to 
hare called upon the defendant to prove the 
contrary would have thrown upon him the 
burthen of the proof of a negative proposi- 
tion. In respect to the point who was the 
inventor, the possession of the patent was 
prima facie evidence for the defendant at 
least upon this process ; and the p*oof that 
another was the inventor, was not the proof 
of a negative proposition. And at all events, 
th^ trial bemg in substance upon the general 
issue, the plaintiff could entitle himself to a 
verdict only by the streiigth of his own prool^ 
and not by the weakness of that of his ad- 
versary. 

Upon the whole, these exceptions must be 
overruled ; but for the defect of the verdict, 
i a vmiri facias de nave must be awarded. 

Judgment reversed. 

The followii^ extract from Saunder's Re- 
ports ex{dains the English mode of proceed- 
ing in order to obtain the repeal of letters 
patent. 

4 Ins 88 With respect to a seire facias to repeal let- 
l>y- 1^- ters patent If the king by his letters pa- 
2. Roil. tent grants the same thkig to two persons, the 
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first patentee may have a scire facias to re- ^^'- i^^ 
peal the second patent But the second pa- by. 276. 
tentee cannot brii^ a scire fadas^ though the 
better right should be in him. So if the 
King's grant be founded upon a fraud, or a 
a false suggestion, he may have a scire facias iv. inst. 
to repeal it. As if the patent recites anoth* Roll. 
er to have an office, who had in truth forfeit- t. ^' 
ed it, and grants it when it shall happen to be 
vacant after the death, surrender, &c. of that 
other, but no scire facias can be sued out in "^^ ^^' ^' 
this case until the Kirk's Attorney General 
grants his fiat to take it out. So if the king 
grants any thing which by law he cannot 
grant, he jure regio, for the advancement of 
justice and right, may have a scire facias to 'V. in. 88. 
repeal his own letters patent. But if the pa- 
tent be void in itself, it is said that non concus- 198 a 210. 
set may be pleaded to it without a scire facias 
to repeal the patent. 

Where a patent is granted to the prejudice Dy. 276 b 
of another, he may have a scire facias to re- ^^ '^' 
peal it at the king's suit ; as if a market, q^"** ^" 
fair, &c. be granted to the annoyance and pre- Butler, s. 
judice of an ancient market or fair of anoth- 344. 
er. And in this case the king of right is to 
permit the person prejudiced by the patent 
upon his petition, to use his name for the re- 
peal of it, in a scire facias at the king's suit, 
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to prerent a multiplicity of actions upon the 
case, which will be notwithstanding such pa- 
tent And indeed it has been holden, that 
n. Vint, the person prejudiced hj the patent, may, up- 
Mod. n9. ^^ ^^ enrolment of it in Chancery, have a 
scire Jacias to repeal it as well as the king. 



Bmrater 
tt. Weld. 



III. Lir. 



A scire Jiieias for repealing a patent may 
be sued in the petty bag in Chancery, for it is 
jn record there. So it may be in the kii^s 
bench* If the writ alleges matter by the 
words, ^ whereas we are given to understand 
and be informed,'' it is well enough, for they 
are sufficient to put the party to answer. 

iM *r^*' Judgment cm a scire Jhcias to repeal a pa- 
RoU. Abr. tent may be by confession or by default, if 
m. Ut. the defendant be returned warned, or upoi^ 
^ Sir ou^ t^^ nihils. So the defendant may demur to 
▼w Bqtier. ^ scirejodos if the matter alleged be not suf- 
ficient to repeal the patent. 

The judgment in a scire Jhcias for repeal- 
ing a patent is, ^^ that the said letters patent 
of our said lord, the king, be revoked, cancel* 
led, vacated, annulled, void, and invalid, and 
be altogether had and held for nothing, and 
also that the enrolment thereof be cancelled, 
quashed, and annulled. See the form pf scire 
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Jhcias to repeal a patent Lett. Ent. 411. — 
See the form of the memorial to his majesty 
for a scire Jhcias^ and his majesty's warrant 
to the Attorney General to sue it out, the At- 
torney General's fiat, and the writ of scire far 
$ias thereon. li. Rich. Prac. 6. P. 391. 
398.* 

WiUiams^ edition ofSaunder^s Reports. 

Sec. 1 1. enacts that " Every inventor, be- 
^ fore he presents his petition to the Secreta- 
** ry of State, signifying his desire of obtain- 
" ing a patent, shall pay into the treasury thir- 
" ty dollars, for which he shall take duplicate 
" receipts : one of which receipts he shall de- 
** liver to the Secretary of State, when he 
** presents his petition : and the money thus 
^ paid shall be in full for the sundry services 
" to be performed in the office of the Secre- 
"tary of State, - consequent on such petition, 
*^ and shall pass to the account of clerk-hire 
" m that office, provided^ nevertheless^ That 
*' for every copy, which may be required at 
** the said office, of any paper respecting any 
^ patent, that has been granted, the person 
^ obtaining such copy, shall pay at the rate of 

* Quefe-— Whether in case of a repeal of letten patent by 
the 10th section, or the 6th section of the Patent Act, informa- 
tion of such repeal ought not to be transmitted to the Patent 
Office ? 

42 
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^ twenty cents, for eyeiy copy sheet of one 
^ hundred words, and for every copy o£ a 
<« drawing, the party obtaiiuiig the same shall 
^ pay two dottan ; of which payments an ac- 
^ count shall be rendered, annually, to the 
*^ treasury of the United States, and they shall 
^ also pass to the account of clerk-hire, in the 
^ office of the Secretary of State.'^ 

In Great Britain, we are informed, that the 
requinte fees to be paid at the different 
offices, in order to obtain a patent, amount to 
from 100 to 120 pounds sterling; which se- 
cures the monopoly for England, Wales, and 
the town of Berwiek upon Tweed ; and an 
additional clause, with further fees, secures 
the patecMt right for the colonies* 

Sec 12, repeals the act passed April 10^ 

1700^ with proyisos now become obsolete. 

« 

Jictef Jipril 17,1800, (VoL Kp.^) 

The first aectieo of th^ ^t extends the 
priyilege of petitipning for and obtaining pa- 
tent rights;, limited by the former statute to 
citizens of the United States, to aliens, who 
hare resided two years within the Un^ed 
States. **AI1 and singular the rights and 
"privileges given, intended or provided to 
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^^ citizens of the UiHted States, redpecting pa- 
*' tents for new inventions, discoveries, and im- 
" provements, by the act entitled, ' An act to 
^ < promote the progress of useful arts, and to 
"* repeal the act heretofore made for that 
^ ' purpose^' shall be^ and hereby are extend- 
^' ed,. and given to aU aliens, who, at the time 
^ of petitionii^, in the manner prescribed by 
^^the said act, shall have resided for two 
** years within th)B United States, which privi- 
^ leges shall be obtained, used, and enjoyed, 
^' by such persons in as full and ample man- 
^ ner, and under the same conditions, limita- 
^^ tions and restrictions, sM by the said act is 
"provided and directed in the case of citi- 
" zens of the Umted States, provided, always^ 
" That every person petitioning for a patent 
" lor any inventioi^ art, or discovery, pursu- 
" ant to this act, shall make oath or affirma- 
" tion before some person duly authorized to 
^^ admbiBter oaths, before such patent shall 
" be granted, that such invention, art or dis- 
" covery hath not to the best of his or her 
" knowledge, or belief, been known or used, 
^ either in this^or any foreign country ; and 
^ thai every patent which shall be obtained 
^ pursuant to this act, for any invention, art, 
" or discovery, which it shall afterwards ap- 
" pear had been known or used previous to 
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^ such application for a patent, shall be at* 
** terly voiA'** 

Sect. 2, authorizes the legal representa- 
tives of a deceased inventor to obtain a pa- 
tent for the invention of the deceased, and 
directs the mode of proceeding therein. 
** Where any person hath made, or shall have 
" made, any new invention, discovery, or im- 
" provement, on account of which a patent 
*' might, by virtue of the above mentioned act 
^ be granted to such persons, and shall die be- 
** fore any patent shall be granted therefor, 
^ the right of applying for, and obtaining such 
** patent, shall devolve on the legal represent- 
" atives of such person in trust for the heirs 
** at law of the deceased, in case he shaD have 
** died intestate ; but if otherwise, then in 
^ trust for his devisees, in as full and ample a 
^ manner, and under the same conditions, lim- 
^ itations and restrictions, as the same was 
** held, or might have been claimed or enjoy- 
'** ed by such person, in his or her life time ; 
^ and when application for a patent shall be 
" made by such legal representatives, the oath 
^ or affirmation, provided in the 3d section of 
" the before mentioned act, shall be so varied 
" as to be applicable to them.'^ 

* See page 41. 
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" Sec. '3. When any patent shall be, or 
" shall have been granted pursuant to this, 
" or the above mentioned act, and any person 
** without the consent of the patentee, his or 
" her executors, administrators, or assigns, 
** first obtained in writing, shall make, devise, 
** use or sell the thing whereof the exclusive 
" right is secured to the said patentee, by 
•* such patent, such person so offending shall 
** forfeit and pay to the said patentee, his ex- 
" ecutors, administrators, or assigns, a' sum 
^ equal to three times the actual damage, sus- 
*^tained by such patentee, his executors, ad- 
" ministrators, or assigns, from, or by reason 
^^ of such offence, which sum shall, and may 
*' be received, by action on the case, founded 
^' on this and the above mentioned act, in the 
** Circuit Court of the United States, having 
** jurisdiction thereof 

If a person carries on a patented manufac- 
ture in a private manner, without licence, and 
against the prohibition of the patentee, it shall 
be taken as prima facte evidence that he is in- 
fringing the patent, and judgment wfll be giv- 
en against him. This was decided in the fol- 
lowing case, which we take from the Reper- 
tory of Arts. 
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Kin^s Benek, GuiUhaU, Dec 22, 1803, ie- 
Jhre Lard EUenbarwgh tmd a Special Jury. 

Huddart vs* Grimshaw.* 

This was an action brought by the {dain- 
tiff for ii^ringement on his patent for ^ a new 
mode or art of making great cables and other 
cordage, so as to attain a greater degree of 
strength thereon bj a more equal distribution 
of the strain upon the yams.'' 

The plaintiff obtained his patent in 1793. 
The defendant, Mr. Grimsfaaw, yisited him 
in 1799. On this occasion he requested the 
plaintiff to permit him, and his partner to 
adapt his method of rope making at their great 
ropery only^ without premiwn. To this re- 
quest, the plaintiff without considtii^ his part- 
ners, returned an answer containing a positive 
refusal. 

From that time it was proved, that the de- 
fendant carried on his manufacture in a pri^ 
vate manner, shutting up his work {dace, and 
suffering none to enter it, excepting persons in 
whom he could confide ; and, as it was alleg- 
ed, practising a part of the plaintiff's inven*- 
tion. 

* S. C. Davies on Patents, 265. 
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In support of the plaintiiOr^ case, several 
witnesses were examined. 

Mr. Gibbs, for the defendant, asserted, 
that this action was brought as a biU of dis- 
covery in order to find out by what means 
the defendant was enabled to manufacture 
ropes, equal in quality to the plaintiff's, and 
bring them to market at a cheaper rate. If 
he could only make this discovery, the plain- 
tiff was unconcerned about the fate of the 
present action. He would, however, be dis- 
appointed, said the learned counsel, for his 
client would not let him into the secret. 
There was no proof, he contended, that the 
defendant had infringed on the plaintiff's pa- 
tent, and that the former was not obliged to 
discover how, and in what manner, he was 
enabled to make as good cordage as the 
plaintiff. He then argued that the plaintiff 
had in his specification, described certain 
parts of the machinery as his own invention, 
though they had actually been before invent- 
ed by a Mr. Balfour, who had obtained a pa- 
tent for the same. The defendant's patent 
could not therefore be valid. In point of law, 
a person must take out a patent neither wider 
nor narrower than his invention ; the specifi- 
cation must be sufficient to enable a work- 
man of ordinary skill to perform the thing 
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described. And he contended that the plain- 
tilf could not maintain his patent, because it 
is wider than his invention. 

The defendant called no witnesses. 

L6rd Ellenborough, after stating th^ prin- 
cipal points of the law relative to the case, 
fecapitulated the evidence, and observed that 
there was certainlj prima facie evidence that 
the defendant had made use of part of the 
plaintiff's invention, but he left it to the jury 
to consider whether or not it was an infringe- 
ment of the plaintiff's patent. 

The jury, without retiring, returned a ver- 
dict for the plaintiff. 

If the patent is void, the patentee cannot 
enforce the performance of a covenant for 
the observance of the exclusive right entered 
into by another in contemplation of its being 
good. This point was decided in the case of 
Hayne et ah vs. Malthy* which was an action 
of covenant, and the declaration was on arti- 
cles of agreement, which after recitii^ that 
the plaintiff were assignees of a patent for 
an engine or machine to be fixed - to a com- 
mon stocking frame, for making a sort of net 

* I. Tenn Reports, 438. 



LAW OP PATENTS 337 

or open work called point-net^ contained a 
covenant, whereby the defendant, in consid- 
eration of being permitted by the plaintiff to 
use one stocking frame, with the patent en- 
gine annexed thereto in a particular way, cov- 
enanted that he would not use any of the pa- 
tent engines, or any engines resembling the 
same, except that allowed by the articles of 
agreement. The declaration then averred 
enjoyment by the defendant, without inter- 
ruption by the plaintiffs, and assigned two 
breaches, one for using other patent engines 
besides the one allowed by the plaintiffs, the 
other for using engines resembling the patent 
machines. To this there were several pleas ; 
the three last of ^ which only are material 
here, viz. the third plea was, that the paten- 
tee did not enrol the specification ; the fourth 
that the invention was not a new invention ; 
the fifth that the invention was not discov- 
ered by the patentee. The plaintiff demur- 
red to the third, fourth and fifth pleas, be- 
cause the defendant attempted to put in issue 
matters foreign to the merits of the cause, 
inasmuch as he was estopped by his deed 
from putting those matters in issue here. 

By Lord Kenyan^ Ch. J. The facts of this 
case are shortly these : the plaintiffs pretend- 
ing to derive a right under a patent, assigned 
43 
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to the defendant, part of that right, on cer- 
tain terms; and, notwithstanding the facts 
now disclosed, show that they have no such 
privilege, thej still insist that the defendant 
shall be bound by his corenant, though the 
consideration of it is fraudulent and yoid. 
This is not to be considered as a covenant to 
pay a certain sum in gross at all events ; but 
to use a machine in a particular way, in con- 
sideration of the plaintiffs^ having conferred 
that interest on the defendant, which they 
professed to confer by the agreement. Now 
in point of conscience, it is impossible that 
two persons can entertain different ideas up- 
on this subject But it is said, that though 
conscience fails, the defendant is estopped in 
point of law from saying that the plaintifl^ 
had no privilege to confer. But the doctrine 
of estoppel is not applicabk here. Where in- 
deed an heir apparent, having only the hope 
of successi(»i, conveys, during the Ufe of his 
ancestor, an estate, which afterwards descends 
upon him, although nothing passes at that 
time, yet when the inheritance descends upon 
him, he is estopped to say that he had no in- 
terest at the time of the grant. There an 
estoppel is founded on law, conscience and 
justice* But what is the case here ? Who is 
estopped ? The person supposed to be estop 
ped is the very person who has been cheat* 
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ed and imposed upon. In the case of land- 
lord and tenant, the tenant is not at all 
events estopped to deny the landlord's title. 
The estoppel only exists during the contin- 
uation of his acceptation. And if he be oust- 
ed by a title paramount, he may plead it. 

Ashurst J. This is a good plea ; and the 
defendant is not estopped from disclosing any 
of the matters contained in it. In the case 
of landlord and tenant, as long as the latter 
enjoys the estate, he shall not be permitted 
to deny his landlord's title, for he has a meri- 
torious consideration ; but when it is applied 
to a person having a superior title he may 
plead it. The plaintiffs use this patent as a 
fraud on all mankind, and they state it to be 
an invention of the patentee, when in truth 
it is no invention of his. The only right con- 
ferred on the defendant by his agreement 
was that of using this machine, which was no 
more than that which he, in common with 
every other subject has, without any grants 
from the plaintiffs. 

Bt^er J. The plaintiffs had no exclusive 
right, and therefore the defendant has not 
the consideration for which he entered into 
that, covenant. The case of landlord and 
tenant is not unlike this, for the facts in this 



340 LAW OP PATENTS. 

case disclosed by the plea are equal to an 
eviction of the tenant : as long as the tenant 
holds under the lease, he is estopped from 
denying his landlord's title ; but when he is 
evicted, he has a right to show that he does 
not enjoy that which was the consideration 
for his covenant to pay the rent, notwith- 
standing he was bound by that covenant. 

Grose J. declared himself of the same 
opinion. 

The patentee, after an assignment of his 
interest, cannot himself set up that the patent 
is void: for where an action was brought 
against a patentee, who had conveyed his in- 
terest in a patent to the plaintifi^ arid yet in 
violation of the assignment infringed the 
plaintiff's right ; the defence set up was that 
it was not a new invention. But Lord Ken- 
yon was of opinion that the defendant was 
estopped from his own deed from making 
that defence.* 

A promissory note given in consideration of 
the assignment of a patent right, which had 
been fraudulently obtained, was held void, al- 
though certain materials had been furnished, 
and certain instructions given by the promisee 

• Oldham r*. Langmcad. Cited III. Term Rep. 439^ 441. 
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to the promisor in the art described in the 
patent. 

This principle was decided in the Supreme 
Court of Massachusetts, in the case of Judah 
Bliss et al vs. JoeUVeguL* In this case, 
Sedgicickj J. gave the opinion of the Court to 
the following effect. 

The demand of the plaintiffs is resisted on 
the ground that there was no valid and suffi- 
cient consideration for the promise expressed 
in the note for which the action was brought. 

On the 13th December, 1803, one John 
Sibley obtained from the government of the 

United States a patent for the term of four- 
teen years, for the exclusive right of making 
and vending v/hat is therein called a new and 
useful improvement in painting rooms, orna- 
menting ceiling, &c. 

After several mesne assignments, one was 
made to Judah Bliss and Johii Rice, the pres- 
ent plaintiffs of the right of using and vending 
within special limits the art described in the 
letters patent ; and on the day on which the 
note was made. Bliss and Bice assigned to 

* VIII. Tyng'e Rep, 4. 
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the defendant the right of using and vending^ 
withb the limits assigned them the same art. 
At the time of the last assignment, none of 
these previous thereto had been recorded in; 
the office of the Secretary of State, as requir- 
ed bj act of Congress. In consideration of 
the assignment this note and another of the 
same amount were made. 

The art for which the letters patent were 
obtained was not the mvention of Sibley, the 
patentee, but on the contrary had long before 
the issuing of the patent beea publicly known 
and practised, as well in this country as in 
England ; and this was known to the pa- 
tentee, at the time letters patent issued. 
The letters patent were then obtamed by 
fraud and false swearing, and were utterly 
void. The consequence is, that the patentee 
obtained nothing by his patent, and of course 
nothing was conveyed by the subsequent as- 
signments. The assignor lost nothing, nor 
did the assignee acquire any thing. And he- 
sides. Bliss and Rice, at the time of their as- 
signment to the defendant, knew that they 
had not acquired a complete and valid title ; 
for they had not procured their assignment to 
be recorded. 
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As then the assignment to the defendant 
was merely void, and conveyed nothing, 
there can be no pretence that it is a sufficient 
consideration to render vaHd in law the note 
which was given. Nor did the counsel for 
the plaintifi^ insist that the assignment was 
in itself a sufficient consideration ; but he ar- 
gued that the deed of assignment to the de- 
fendants contained a covenant, on which an 
action can be supported ; and that a cause of 
action is a sufficient consideration to maintain 
an action on the note. 

It is evident that if the principle relied up- 
on could apply in this case, the only conse- 
quence would be to authorize the plaintifl& to 
recover, as a ground for the defendants to re- 
cover against them, in an action of covenant 
on the deed ; and the reasoning must be very 
strong and apparent, which would authorize 
such a judgment. 

But we are well satisfied that the words 
will not admit of such a construction. The 
words principally relied on are, that " where- 
as Sibky did obtain from the government of 
the United States of America letters patent, 
securing to said Sibky the exclusive right and 
liberty of making, using,'' &c. These words 
:are used only by way of preamble, and do not 
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assume any express obligation or undertak- 
ing ; nor indeed do thej contab anj direct 
afHrmation ; the other words of recital^ which 
are expressed in the deed, and which can hy 
any possibility be considered as expressing 
covenants, are those which state the several 
assignments, which have been made ; and 
whether such assignments have, or have not 
been made, is wholly unimportant, because 
they would undoubtedly be wholly ineffectuaL 

But there is one express covenant. Rice 
and Bliss covenant with the defendant that 
they would warrant and defend to him, his 
heirs and assigns what was the subject of the 
assignment against the claims of any other per- 
son. The subject of this assignment was " all 
the iTght and privilege" conveyed to them as 
derived from the letters patent, granted to 
Sibley. Now it has been already shown that 
there was nothing conveyed to Sibley by the 
letters patent, and consequently there was 
nothing which could be beneficial for the de- 
fendant for the covenant to operate upon. 

As to the principal question in this case, 
the case of Hayne et aL vs. Maliby* goes 
much farther than is necessary to determine 

* See antt pag^e. 
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this : there A asserting that he had a right 
to a patent machine, covenanted with B that 
he might use it in a particular manner, incon- 
sideration whereof B covenanted that he 
would not use it in any other. In an action 
brought by A upon that covenant, it was de- 
termined that B was not estopped by the 
covenant from pleading in bar to that Action 
that the invention was not new, or that A 
was not the inventor ; but that he might show 
that the patmt was void. 

But there is another ground on which the 
plaintiff's counsel rested his right to recover, 
either the whole amount of the note, or at 
least so much as was the value of the sam- 
ples, paints, and ktbour, which were furnished 
by the plaintiffs to the defendant. 

» It is true, that if a promise be made on two 
considerations, and one of them be invalid or 
void, and the other be good, and lawful, th^ 
promise is binding. It is also true, that if a 
promise be made on two considerations, and 
the one be fraudulent, unlawful, or immor- 
al, and the. other good the promise is void. 
It does not appear to me tliat this belongs to 
either class of these casesl It does not ap- 
pear that the samples, paints, and labour fur- 
nished by the plainti£& were in any degree 
44 
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valuable or usefal to the defendant, but as 
fiubsenrient to the art, which was pretended 
to be conreyed by the assignment. The 
whole was one compound connected subject, 
the adjuncts of which were tainted bjr the 
principal substance. We are, therefore, of 
opinion, that the defendant iis, upon the whole 
of the matter, entitled to judgment. 

If two persons make a bargab about the 
use of a patent, supposed by both parties to 
be valuable, and to belong to one of the par- 
ties, and money is paid as a consideration for 
the use of said patent, it cannot be recovered 
back in an action of assumpsit, if the inven- 
tion is afterwards found not to belong to the 
party who sold it, but the Use of the patent 
has been profitable to the assignee or vendee. 

This was decided in the case of Taylor vs. 
Httre^ in the Court of Common Pleas, Lon- 
don, 2()th May, 1805, which case is thus re- 
ported in Davies* Collection of Patent Cases, 
page 307. 

Thife Was ati teti6n for money had and 
fedeived, which came on to be tried before 
the Lord Chilrf Jtistice at the sittings after 
last Hilal^ Term, when a verdict was found 
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for the plaintiif for 425/. subject to the opin- 
ion of the Court upon the following case. 

On the 12th September, 1791, the defend- 
ant took out a patent for the invention of an 
apparatus for preserving the essential oil of 
hops in brewing. By articles of agreement 
datied 5th November, 1792 (which were set 
out at length at the end of the case), and 
made between the defendant of the one part, 
and the plaintiff, and Trumm Hartford^ de- 
ceased, his late partner, of the other part, re- 
<;iting the defendant's patent, and that it gave 
him the sole power, privilege, and authority 
of using, exercising, and vending the said in- 
vention for fourteen years, the defendant 
granted to the plaintiff and his said late part- 
ner the privilege of making, using and exer- 
cising the said invention the residue of the 
said term, and in consideration thereof, the 
plaintiff and his partner covenanted that they 
would secure to be paid to the defendant, 
during the said term, an annuity of 100/. and 
would give their bond for that purpose, and 
a bond was accordingly given conditioned for 
the payment of the said annuity. The plain- 
tiff and his partner used the aparatus (for the 
making and preparing of which they paid a 
distinct price) from the date of the agree- 
ment until the 25th March^ 1797, and during 
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all that time regularly paid the annuity ta 
the defendant The defendant was not the 
inventor of the invention for which he obtain- 
ed his patent The mvention was not new as 
to the public use thereof in England^ but it 
was the invention of one Thomas Sutton 
Wood, and had been publicly used by him and 
others before the defendant obtained his pa- 
tent ; but the patent had never been repeal* 
ed. The amount of the annuity which they 
had paid was 425/« If the Court should be 
of opinion that the plabtiff was entitled to 
recover back the money, which was paid on 
the bond, the verdict was to stand ; if of a 
contrary opinion a nonsuit was to be entered. 

Mr. Sergeant Bailey for the plaintiff To 
' support the present action it is not necessary 
to prove that any imposition has been prac- 
tised. If it appear that the plaintiff has re- 
ceived nothing in return for the money which 
he has paid, he is entitled to recover back 
his money in the form of actioa He was in- 
duced to pay his money upon the supposition 
thai the defendant had the power of commu- 
nicating some privilege. But as it now ap- 
pears that the defendant's invention was not 
new, and that the patent was therefore void, 
the consideration upon which the plaintiff 
paid his mpney has wholly failed, and the 
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plaintiff has derived no benefit whatever. 
.Where an estate is conveyed, the vendor pro- 
fesses to convey nothing but his title to that 
estate ; but here the thing itself which was 
the subject of the argument, had no exist- 
ence. It was the understanding of all parties 
that the defendant was entitled to a patent- 
r^ht, but it now turns out that they were 
mistaken ; the plaintiff is therefore entitled to 
recover the money which he has paid under 
a mistake. He had a right to make use of the 
invention without paying any thing for it. The 
defendant has no right to the annuity, and ii> 
deed he has already failed in an action on the 
bond in which the validity of the patent was 
put in issue. 

Mr. Sergeant Cockellj for the defendant, 
was stopped by Sir James Mansfield^ Chief 
Justice. — It is not pretended that any action 
like the present has ever been known. In 
this case, two persons, ^equally innocent, make 
a bargain about the use of a patent, the de- 
fendant supposing himself to be in possession 
of a valuable patent right, and the plaintiff 
supposing the same thing. Under these cir- 
cumstance's, the latter agrees to pay the for- 
m^T for the use of the invention, and he has 
made use of it ; non constat what advantage 
he made of it ; for any thing that appears, 
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he may have made considerable profit. Theser 
persons maj be considered, in some measure, 
as partners in the benefit of this invention. — 
In consideration of a certain sum of money, 
the defendant permits the plaintiff to make 
use of this invention, which he would never 
have thought of using had not the privilege 
been transferred to him. How then can we 
saj that the plaintiff ought to recover, back 
all that he has paid? I thmk that there 
must be judgment for the diefendant. 

Mr. Justice Heaik — ^There never has be^r 
a case, and there never will be, in which a 
plabtiff's having received benefit from a 
thing which has afterwards been recovered 
from him, has been allowed to maintain an ac- 
tion for the consideration originally paid. We 
cannot take an account here of the profits. — 
It might as well be said that if a man lease 
land, and the lessee pay rent, and afterwards 
be evicted, that he shall recjbver back the 
rent, though he has taken the fruits of the 
land. 

Mr. Justice Rooke declared himself to be 
of the same opinion. 

Mr. Justice Chambre.-^The plaintiff has 
had the enjoyment of what he stipulated for,. 
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^nd in this action the Court ought not to in- 
terfere unless there be somethii^ ex cequo et 
bono^ which shows that the defendant ought 
to refund. Here both parties have been mis^ 
taken ; the defendant has thrown away his 
money in obtaining a patent for what was not 
his own invention ; nojt so the plaintiff, for he 
has had the use of another man^s invention 
for his money. In the case of Arkwright's 
patent, which was not overturned till very 
near the period at which it would have ex- 
pired, very large sums of money had been 
paid ; and though something certainly was 
paid for the use of the machines, yet the 
main part was paid for the privilege of using 
the patent right, but no money ever was re- 
covered back which had been paid for the 
use of that patent I am, therefore, of opin- 
ion" that judgment of non-suit should be en- 
tered. Judgment of nonrsuit 

The following case may serve to shew the 
expediency of an inventor's keeping his inven- 
tion a secret till his patent is obtained. 

Smith vs. DicMnsofL* 

Assumpsit. — The declaration stated, that 
before the making of the promises, &c. the 

* Dayies^ Collection of Patent cases, 909. 
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plaintiff had conlriyed various artides in the 
business of a saddler, which he fully conceiv- 
ed to be new and valuable improvements ; 
and in particular, he had before then invent^ 
ed a certain spring apparatus for girthing sad- 
dles, and at the time of making the promr 
ises, &C. the plaintiff was desirous of obtain- 
ing his majesty's letters patent for the sole 
use and benefit of the said invention for a 
certain term to be specified in the said letters 
patent, of which the defendant had notice, 
and whereas the defendant was desirous of 
being made acquainted with the nature of 
the said invention, in con^deration of the 
premises, and also in consideration that the 
plaintiff would communicate the nature of the 
invention to the defendant, the defendant un- 
dertook that he would not avail himself, or 
take advantage of such communication, under 
the penalty of 1000/. It then averred that 
the plaintiff, confiding in the defendant's 
promise, did communicate to him the nature 
of the said invention, but that the defendant, 
not regarding, &c. but intending to injure the 
plaintiff, wrongfully, &c. disclosed and made 
known the nature of the said invention, and 
obtained his majesty's letters patent for the 
the sole use and benefit of the said invention, 
for the term of fourteen years, as being the 
invention of b#m the defendant, and thereby 
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availed himself, and took an undue advantage, 
of the communication made to him as afore- 
said ; wherebjr the defendant became liable 
to pay 1000/. according to his agreement j 
yet that the defendant had not paid, &c. 

The second count was the same as the 
first, with the addition of an allegation that 
the plaintiff sustained special damage by bet- 
ing prevented from taking out letters patent 
in his own name, and thereby lost a great 
profit. 

Pka non assumpsit. 

The cause was tried at GmldhaU sittings, 
after Midiaelmas Term, before Lord Alvan- 
LEY, Ch. J. when it was proved that the plain* 
tiff having invented the spring apparatus 
mentioned in the declaration, the defendant 
called upon him, and expressed himself ex- 
tremely desirous to be informed of the na- 
ture of the invention ; that the plaintiff com- 
municated the invention to the defendant, 
upon his signing the following agreement : — 
« Thomas Smithy of No. 119, JVew Bond-Street, 
saddler, having contrived various articles in 
the above branch, he fully conceives to be 
new and valuable improvements, Mr. Robert 
Dickinson^ of No. 55, Long^cre^ being desir- 
45 



^ 



354 £AW or PATENTS. 

OU8 of being made acqusdnted with the above 
meotioned improyements, which Mr. ZX fully 
comprehends under the title of spring appar- 
atus, to answer or produce the same effect as 
those for which Mr. Robert Diekinson has al- 
ready obtained the King^s patent, he, R(Aert 
Diekinson^ doth hereby promise and bind him- 
' self not to arafl himself or take any advan- 
tage of such communication, under the penal- 
ty of breach of honour and lOOfH.^ That 
the defendant immediately on getting thk in- 
formation, entered a cavectt against any person 
but himself taking out a patent for the abore 
invention, and shortly after took out a patent 
for it in his own name, though it had been 
agreed between him and the [daintiii^ that 
they should jointly share the profits of the 
invention, but that the patent should be taken 
out in the name of the plaintifl; That the 
defendant being unable to make out a speci- 
fication in order to maintain his patent, obtain- 
ed another interview at a house in Soho Square 
with the [Jaintifi^ at which it was agreed that 
they should be jointly concerned in the inven- 
tion, the plaintiff being employed to make all 
the saddles ; and that the patent which had 
been taken out in the name of the defendant 
should still contuiue in his name. That upon 
the faith of this agreement the plaintiff as- 
sisted in making out the specificaticHi, which 
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was duly enroned. That the plaintiff shortly 
after finding the defendant was using the pa- 
tent for his own benefit solely, wrote to him 
upon the subject, and received from him the 
followii^ answer : — 

** I am not conscious of any contract, at . 
present, between us : nor can Mr. N. or Mr. 
F. (two persons who had been at the inter- 
view when the specification was drawn out) 
help me to the recollection of any, although 
you refer me to them for that purpose. The 
two inventions for which 1 have obtained pa* 
tents, are my own inventions. Prior to my 
giving you a paper not to practice any inven- 
tion, you might communicate I had deposited 
a drawing in the hands of a friend, and had a 
workman actually employed in making the 
article for which my^ last patent is obtained, 
. and this drawing was deposited for the pur- 
pose of proving, should it be necessary, what 
my design and invention consisted of prior to 
any communication from you, lest even if it 
should be the same, I might still go on to ob* 
tain my patent. How far your invention re- 
sembled mine is of no consequence. I went 
en with my own. Your communication had 
in it nothing new, therefore f do not consider 
myself as using your invention, but my own." 
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Upon this case, it was objected by the 
counsel for the defendant that the gravamen 
laid in the declaration did not correspmid with 
that which was in evidence before the jury ; 
but his lordship refused to nonsuit the plam- 
tifl^ and the jury found a verdict for the plain- 
tiflf for 3000^ if the Court should be of opin- 
' ion that the sum of 1000/. mentioned in the 
agreement was in the nature of liquidated 
damages, and not a penalty ; and if the Court 
should be of opinion that the defendant bad 
]X>t taken an undue advantage of the {dain- 
tifi^ a non-suit was to be entered. 

Accordingly a rule nisi for a non-suit on the 
one side, and for increasing the verdict on 
the other, having been obtained on a former 
day, 

Besty Sergeant, now contended, that the gra- 
vamen in the declaration was supported by 
the evidence ; for that although the plaintiff 
by his conduct and his agreement at the time 
when he assisted in making out the specifica- 
tion had waived any remedy for the defend- 
ant's misc(»Kluct in fraudulently obtaining the 
patent in his own name, yet that he had only 
waived it upon the condition of the defend- 
ant's fulfilling the agreement, which was en- 
tered into at that time ; that the defendant 
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having now renounced that agreement by his 
his letter, the plaintiff's remedy revived for 
the defendant's original misconduct in obtain- 
ing the patent in his own name. He next in- 
sisted that the sum of 1000/. stipulated by 
way of penalty was in the nature of liquidat- 
ed damages ; and, consequently, the plaintiff 
was entitled to have the verdict entered for 
that amount. 

But the Court expressed themselves clear- 
ly of opinion, that the word " penalty," used 
in the agreement effectually prevented them 
from considering the sum mentioned as liqui- 
dated damages. 

Shepherd and Bayley^ Sergeants, contra urg** 
ed that the plaintiff's action could not bemaii> 
tained on'this declaration, since it is evident 
that whatever injury he might originally have 
sustained by the defendant's conduct, in tak- 
ing out a patent, yet, that having subsequent- 
ly assented to the act of the defendant, he 
could not now make it the ground of an ac- 
tion, but ought to have declared upon the 
new agreement ; and that in fact the plaintiff 
could not sustain any damages by the mere 
act of the defendant in taking out the patent 
in his own name, for that without the plain- 
tiff's subsequent assistance in making out the 
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specification^ the patent would haye been of 
DO avail. 

Lord Mvanky^ Ch. •/• This is an action 
ioc the breach of an agreement ; and the 
questions are, first, whether the evidence 
proved that the defendant took any undue ad- 
vantage of the communication made to him 
by the plaintiff; and secondly, whether the 
advantage taken by the defendant, supposing 
it to be undue advantage corresponds with 
the breach laid in the declaraticHi ? It appears 
that the defendant came to the plaintiff in 
order to obtain a knowledge of his invention^ 
and was extremely anxious that some terms 
should be entered into between them ; and 
at the same time he agreed not to take any 
undue advantage of the communication made. 
It was then understood, that the patent was 
to be taken out in the name of the plaintiff 
Let us see, then, what was the first use which 
the defendant made of his knowledge, there 
being at that time no contract between them 
respecting any participation of profit in the 
invention. He immediately enters a caveat to 
prevent any other person but himself from 
taking out a patent. This was; an improper 
use made of the discovery, upon which the 
plaintiff might have brought an action, though 
it is uncertain what damage he could have 
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reeeived. The defendant then obtains a pa^ 
tent in his own name^ but being unable to 
make out a specification, he tempts the plaii>- 
tiiB^ under pretence of offering him certain ad- 
vantages, to ccmiplete the discorery. . This 
was only a ccmtinuation of the same fraud ; 
for as soon as he made out his specification 
from the information afforded him by the 
plaintiff^ he refuses to execute any articles of 
partnership, alleging that he had obtained 
the patent upon a specification previously de- 
posi|;ed in the hands of a friend. It is urged 
that the plaintiff agreed to release all breach 
of the first agreement, not to take any undue 
advantage of the communication, upon the 
defendant's entering into certain terms, and 
that the defendant is only guilty of a breach 
of these terms. Possibly these terms were 
never reduced to writing, and yet the plain- 
tiff is called upon to waive his remedy on the 
first agreement, without any power of enforc- 
ii^ the second. It ddes appear to me, iiow- 
ever, that although, if there had been a form- 
al release of the remedy under the first 
agreement, he must have been barred, yet as 
the patent was allowed to remain in the name 
of the defendant only, upon the performance 
of certain conditions, the performance of 
which has not been shown, the plaintiff may 
resort to the breach of the first agreement, 
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of which the defendant appears, by the evi* 
dence, to have been guilty. Indeed the de- 
fendant's letter to the plaintiff puts the ques- 
tion out of all doubt, for he there insists up 
on the invention as his own, and repudiates 
any subsequent agreement, and justifies har- 
11^ taken out the patent in his own name a» 
for an invention of his own. If a man gives 
a bond for the performance of covenants, and 
the covenant beii]^ broken the obligee agrees 
not to put the bond in suit upon the under- 
taking of the obligor to do certain thii^s, and 
then the obligee refuses to perform his under<- 
takii^, can it be said, that the bond is gone ? 
Certainly not. So in this case the subsequent 
agreement was a conditional agreement, and 
as the conditions were not performed, the 
action may be maintained upon the original 
agreement. 

Heathj J. I thbk the agreement upon 
which the declaration is founded a subsisting 
agreement : and that the defendant by enter- 
ing a caveat, and taking out the patent in his 
own name committed a breach of the agree- 
ment, there can be no doubt. It is insisted 
that the plaintiff waived the breach of this 
agreement, and certainly he might have done 
so. But I think that his conduct has been 
very well explained ; for it appears that the 
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defejBdant, with raipeet to tlm second a^^ee* 
menty was practiaiBg a mere fraud upon the 
{Jaiotiff, and amtimg him by a &ham treaty 
for a partnership, which he never intended to 
carry into efiect It woidd be reiy hard to 
refer the [daintiff to the second agreement, 
of the terms of which there is no evidence, 
but only of a treaty for an agreement. It 
appears to me, therefore, that the first agree- 
ment was not waived by the treaty for the 
second agreement, which the plaintiff was 
induced to enter into by the fraud of the de- 
fendant. 

Brookj J. The only question is. Whether 
the {daintifi^ by the strict rule of law, is pre- 
vented from recovering for the breach of the 
first agreement ; for there can be no doubt 
that the first agreement was broken. That 
fact was sufficiently proved by his entering a 
cwseatj and taking out a patent in his own ' 
name, immediately after the disclosure of the 
invention ; and that breach appears to me to 
be both well alleged and proved. It is insist- 
ed, however, that the plaintiff must be non- 
suited on the ground of the second agree- 
ment ; but before the defendant is entitled to 
nonsuit the plaintiff on the ground of the 
second agreement he must prove that agree- 
ment ; whereas his own letter disavows qU 
46 
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agreement with the plaintiff upon the mibjec^ 
of the patent, and insists upon his own right 
of invention.—— */2«fe disduirged* 

It remains now, accordiqg to the plan pro- 
posed in the commencement of this Elssaj, to 
giro a synthetical view of the Law of Pa- 
tents for New Inventions, together with such 
rules as may appear best calculated to [Mo- 
vent, as far as possible future disputes, on the 
subject In attempting this it may be expe^ 
dient to give an abridged sketch of the mat- 
ter contained in the preceding work, refer- 
ring, by figures in the margin, to the antece- 
dent pages, in which the axioms here express- 
ed are more particularly, and at large ex- 
plained. 

1. Patents for new inventions give a spe- 
cies of monopoly, which would be illegal at 

• common law, and both in America and Great 

Mf ^H %Q 

' '^ ' Britain are founded on statutes. 

2. Patents for new inventions in the Unit- 
ed States can be legally obtained by none 
but native citizens, or their legal representa- 
tives, and aliens, who at the time of petition- 
ing for such patent shall have resided two 
years in the United States. The British laws 
have no restrictions which confine the right of 
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petitioning for and obtaining such patents to 
British subjects ; and it is a common prac- 
tice to grant patents to Americans, and other 40, 4i. 
foreigners 

3. A joint patent may be granted for a 
joint invention, but a joint patent cannot be 
sustained for a sole invention of either of the 43, 43. 
patentees. 

4. A joint patent for an invention is incon- 
sistent with several patents for the same in- 
vention by the same patentees. 

5. If several patents are taken out by sev- 
eral patentees, for a several invention, and 
the same patentees afterwards take out a 
joint patent for the same, as a joint invention, 
the parties are not absolutely estopped by the 
former patents from asserting the invention 
to be joint : but the former patents are very 
strong evidence against the joint invention. 

• 

6. The invention, or discovery for which a 
patent can be maintained must be ^^ new." In 
Great Britain a manufacture newly brought in- 
to the kingdom from beyond sea, though not 
jiew therej may be the subject of a patent In 
the United States, the inventor, if an alien 
resident, is required to make oath or affirma- 



44. 



9M lAW tup FAnm. 

tba, that the kireirtioii, art or disocwerf, &r 
which a patent is SGiicited hath dot, to th^ 
best of his or her knowledge, or belief be«9i 
known or used, either in this or say foreign 
countrjr. And by the 6th Section of the pa- 
tent Act^ if the thing, secwed by patent, was 
not originallj discovered by the patentee, 
had been in use, or had been described in 
some public work anterior to the suf^posed 
45, 46. dbcovery of the patentee, the patent, in an 
action <» the case, shall be declared Void. 

7* The original inventor of a machine, 

who has reduced his invention to practice, is 

entitled to a priority of patent r^ht, althoi^h, 

^,48,49, .subsequently, the same machine may have 

^ ^' been invented by another person* 

8. In the United States, the origind invent- 
or has a right to his invention, which attacb- 
es prior to his application for a patent ; and a 
patent obtained after an invention has been 
in use may relate back to the time of the in- 
vention 

9. The specidation of a phflosopher, or 
mechanidan, whkh has never been put in- 
to actual operation will not deprive a subse- 
quent inventor of his patent monopcdy. But 
if the first inventor has reduced his theory to 
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|»^ctio6 add put hia invention into use, its 
greater or less use, or the more or less widely 
the knowledge of its existence might circulate, 
forms no criterion to decide upon the validity 
of any subsequent patent for the same inven- 
tion^ 
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10. An invention which can entitle a man 
to a patent must be '' useful" as .well as 
^ new." But by ** useftd" is meant not an in- 
vention in all respects superior to the modes 

now in use for the same purpose, but '^ useful" 59 to 65. 
IB contradistinction to frivolous and mischiev- 
ous inventions. 

n. The words ** any manner of new man- 
ufactures,'' in the statute of Jac. 1, as under- 
stood, and explained in British Courts of Jus- 
tice, are coextensive in signification with the 
words *' new an4 useful art, machine, manu* 
facture or composition of matter, or any new 
and useful improvement in any art, machine, 
or manufacture,^ made use of in our statute* 
British authorities therefore, so far as cir- 
cumstances are similar, and the reason of the 
cases remains. the same, are pertinent for de- 
termining what kind of new invented things 
may be the subjects of patent monopolies. 

12. A new invented method of lessening 
the consumption of steam and fuel in fire en- 
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gines is tantamoont to fire engines of a newl jr 
74. invented cooBtructioD. 

13. The mechanical improrement, and not 
the form of a machine is the object of a pa- 
tent, and if the mechanical improvement is 
intelligibly specified, of which the jury must 
be the judges, whether the patentee calls it a 
principle, invention or method, or by what- 
ever other appellation, we are not bound to 
consider his terms, but the real nature of his 
improvement, and the description he has 
77. given of it 

14* Manufactures, which according to the 
proviso in the statute, 21 Jac* 1, can be the 
subject of patents, are reducible to two class-^ 
es. The first class includes machinery, the 
second substances, such as medicines, formed 
by chemical or other processes, where the 
visible substance is the thing produced, and 
that which operates preserves no permanent 
81, form. In the first class the machine, and in 
the second the substance profduced is the sub- 
ject of the patent 
« 

15« A patent for an improvement of a re-^ 
fracting telescope, and a patent for an im-^ 
proved refracting telescope, are in substance 
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the same, the same specification would serve 
for both patents ; the new organization of ^^• 
parts is th^ same in both. 

16* Mechanical and chemical discoveries 
all come within the description of manufac- 
tures ; and it is no objection to either of them 
that the articles of which they are compos- 
ed were known and used before, provided 
the compound article, which is the object of 
the invention, is new. But the patent must 
be for the specific compound, and not for all 88. 89. 
the articles, or ingredients, of which it is 
made. 

17. A patent may be maintained for a new 
and useful improvement in any art, machine, 
manufacture or composition of matter : but 
it must be for the improvement, or addition 
only. The public have a right to purchase 
the improvement by itself without its being 92. ' 
encumbered with other things. 

18. The word manufacture is of extensive 
signification, and applies not only to things 
made, bm to the practice of making, to prin- 
ciples carried into practice, in a new manner, 
to new results of principles carried into prac- 
tice. Under things made we may class, in 
the first place, new compositions of things, 
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such 88 manufftctures, id the most cNrdkyatfy 
sense of the word Secondly, aU mechaiacal 
inventions, whether made to {Nroduce old or 
new effects. Under the practice of making, 
we maj class all new artificial mamiers of ope- 
rating with the hand, or with instrameuls h 
common use, new processes in any art, pro- 
ducing effects useful to the puhlic. When 
the e£kct produced is some new substance, 
<H* composition of things, it should seem that 
the privilege of the sole making or working 
ought to be for such new substance or com- 
position, without regard to the mechanism, or 
process by which it has been produced, which 
though perhaps also new, will be only useful 
as producing the new substance. When the 
effect produced is no new substance or com- 
position of things, the patent can only be for 
the mechanisQ], if new mechanism is used, 
95. 96. ^^ ^^^ ^^® process if it be a new mode of 
operating with or without old mecbamsm, by 
which the effect is produced. 

19. New methods of manufacturii^ arti- 
cles in common use, where the whole merit 
and effect produced are the saving of time 
and expense, and thereby lowering the price 
of the article, may be said to be new manu- 
98. factures according to the spirit and meaning 
of the act 



LAW M* ^ATBRTS. 369 

^ 20. A patent, in certain circumstances, may 
he good for a method, detached from all 99. 
physical existence whatever. 

21. There csoi be no patent for a mere 
princi{Je, or elementary truth, but for a prin- 
ciple so far embodied and connected with 
corporeal substances as to be in a condition 
to act, and to produce effects, in any art, 
trade, mystery, or occupation, there may be a 
patent 



101. 



22. Redundancy in a specification does not lo^. 
destroy a patent. 

23. An act of Parliament continuing a pa- 
tent for a machine, when the patent was for 107. los. 
a process, is nevertheless valid. 

24. If a patentee claims a monopoly for 
an engine or machine composed of material 
parts, which are to produce the effect de- 
scribed, and the mode of producing this is so 
described as to enable mechanics to produce 
it, it is a patent for a manufacture, which is 
something made by the hands of man, and 
the patent is good. No technical terms be- 
ing necessary to explain the subject of a pa- 112. 
tent. 

47 



V 



I 
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25. If a specification is such as to enaUe 
artists to adopt the invention, and make the 

115. 116. manufacture, it is sufficient. 

26. The patent and specification may be 
considered as so connected together as to 
make a part of each other, and to learn what 
a patent is, one may read the specification, and 

I cOTisider it as incorporated with the patent. 



118. 



« 

27. Engine and method may signify the 
fj same thing, and be the subject of a patent. — 

Engine may also mean device or contrivance. 

28. According to the patent law of the 
United States, any concealment or addition in 
a specification to a patent will not avoid it, 

\ m"to^^* unless it shall fully appear that such conceal- 

^81. ment or addition was made for the purpose 
^ of deceiving the public. 

29. A patent can, in no case, be for an ef- 
fect only, but for an effect produced in a given 
manner, or by a peculiar operation. For in- 
stance, no patent can be procured for the ad- 
measurement of time, or for iYti expansive 

I operations of steam ; but only for a new mode 

or new application of machinery to produce 
^^' these effects. 
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30, If the principle of an invention is not 

new^ the patent cannot be supported, although 140. 14U 
its application is new. 

31. A patentee is bound to describe, in full 
and exact terms in what his invention consists ; 
and if it be an improvement only upon an ex- 
isting machine, he should distinguish what is 
new, and what is old in his specification, so 
that it may clearly appear for what the pa- *^' 
tent is granted. 

82. It is, however, sufficient, if what is ^ 
claimed as new appears with reasonable cer- 
tainty on the face of the patent, either ex- 
pressly, or by necessary implication. But it 
ought to appear with reasonable certainty for 
it is not to be left to minute references, and 
conjectures from what was previously known 
or unknown ; since the question is not what 
was before known, but what the patentee 
claims cis new ; and he may in fact claim what 
has long been used by the public. Whether 
the invention be thus specifically described is 
a question of law upon the construction of the hs^. 147, 
terms of the patent, of which, in the United 
States, the specification is part. 

33. Mere colourable differences, or slight 
improvements, cannot shake the right of the 
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original inventor. If a watch was first inyeut- 
ed by a person, so as to mark the hours only, 
and another person added the work to mark 
the minutes, and a third the seconds ; each of 
them using the same combinations, and mode 
of operations to mark the hours as the first. 
In such case the inventor of the second hand 
could not have entitled himself to a patent, 
embracing the inventions of the other parties. 
147. 148. Each inventor would be entitled to his own 
invention and no more. 



34. A patent may well be for a new com- 
bination of machines, whether the machines 
be old or new. But one patent cannot, at the 
same time, include an exclusive right in the 
combination, and in each of the machines ; 
and it is no infringement of a patent for the 
combination to use either of the machines 
separately. 



148. 149. 



35. A patent, under the general patent act, 
cannot embrace various distinct improvements 
or inventions in different taachines; but in 
such case the party must take out separate 
patents. If the patentee has invented cer- 
tain improved machines, which are capable of 
a distmct operation ; and also has invented a 
Combination of those machines to produce a 
coimected redult, the same patient cannot at 
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once be for the combination) and for each of 
the improved machines ; for the inrentions 
are as distinct as if the subjects were entire- 
ly different. But several distinct improve- 149. iso. 
ments in one machine, maj be united in one 
patent. 

' 36. A patent for an improved machine mu6t 
shew in what the improvement precisely con- 
sists; and the patent be limited to those im- 
provements. If not duly specified, the pa- 
tent is void for ambiguity ; if broader than 
the improvement it is void on other grounds. ^^^• 

37. Where a combination of machinery al- 
ready exists up to a certain point, and the pa- 
tentee makes an addition, or improvement, to 
the machinery, he must confine his patent to 
the improvement ; for if he takes a patent 
for the whole machine, as improved, not dis- 
tinguishing between the new and old, nor lim- 
iting his patent to the improvement, it is void, 
because, as so claimed, it is not his invention. 



151. 



38. If an inventicHi consists in a new com- 
bination of machinery, or in improvements 
upon an old machine to produce old effects^ 
the patent should be for the combined ma- 
chinery or improvements on the old machine, ^^^- ^^^* 
and not for a mere mode or device for pro^ 
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ducing such effects, detached from the ma- 
chinery. 

39. When a patent is for several improve- 
ments in a machine, and each improvement is 
summed up in the patent as the invention of 
the patentee, he is bound by his summaiy, 

153. to and if any one of his improvements is not new, 
his patent is void 

40. When several improvements in a ma- 
chine are distinctly claimed in a patent, an ac- 
tion lies for the piracy of the improvements, 

153, although the defendants - have not used the 
whole improvements. 

41. In Great Britain, if an invention is in 
any way known before the patent obtained, 

161. 162. the inventor loses his right to his patent. 

42. The public sale of that which is after- 
wards made the subject of a patent, though 
sold by the inventor, only makes the patent 

162. void, according to British law. 

43. The patentee must not only be the iu- 
ventor, but the sole and first inventor of the 

162. thing, which is the subject of a patent. 

44. An inventor of any new and useful art, 
&C. in order to obtain a patent in the United 
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States, miist present a petition to the Secre- 
tary of State, who may cause letters patent 
to be made out, and submitted to the Attor- 
ney General, who shall certify, and return 
them to the Secretary of State, if conforma* 164. w. 
ble to law, to be signed, recorded, &c. 

45. In Great Britain, grants, or letters pa- 
tent, first pass by bill, prepared by the Attor- 
ney, or Solicitor General, in consequence of a 
warrant from the crown, to which is affixed 
the King's sign manual, sealed with his privy 
signet. The improvements, or inventions, 
are first stated, the prayer of the petitioner 
follows. The letters patent declare the pa- 
tent to be void, if it appear that the grant is 
contrary to law, or prejudicial to the subject ; 
or if the thing invented has been in use be- 
fore the date of the grant ; or if the paten- 
tee be not the inventor ; or if it interfere 
with prior letters patent ; or if the patent be 
transferred to more than five persons, or to 166, i67. 
any who act as a corporate body ; or if the 
invention be not duly described, &c. 

46. A caveat, in Great Britain, will protect 
an invention or improvement for the space of 
one year, after which, if the invention be not 
brought to maturity, it may be renewed for i68. 
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an equal period, and so on, for a succession of 
years* 

47. Separate patents must be taken out 
for flngland, Scotland, and Ireland ; but in a 
patent for England, the patentee may, by 
^^' paying a small additional sum, have the colo- 
nies and plantations abroad included. 

A patent may be maintained for an im- 
provement in the principle of any machine, 
process, &c but merely changing the form or 
proportion of any machine, &c. shall not be 
deemed a discovery ; and the inventor of an 
improvement on any existing patented ma- 
chme, &c. shall not be entitled under his pa- 
tent to use the original machine, &c. 



169. 



49. In the specification of a patent for an 
improved instrument, it is essential to point 
out precisely what is new and what is old^ 
and it is not sufficient to give a general de- 
scription of the instrument without making 
such distinction, although a plate is annexed, 
containing a detached and separate repre- 

^^^" sentation of the parts in which the improve- 
ment C(»)sists. 

« 

50. Every inventor, before he can receive 
a patent, shall swear, or affirm, that he is the 
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true inventor or discoverer of the art, ma- 
chine or improvement, &c. for which he so- 
licits a patent. But the taking of the oath is 
but a prerequisite to the granting of the pa- 172, 173. 
tent, and no ways essential to its validity. 

51. Every inventor, in applying for a pa- 
tent, shall deliver a written description of his 
invention, &c. in such terms as to distinguish 
the same from all other things before known, 
and to enable any person skilled in the art or 
science of which it is a branch, or with which 
it is most nearly connected, to make, com- 
pound and use the same, &;c. But no defect 
or concealment in any specification is sufficient 
to avoid a patent, by the United States' law, 
unless it be with intention to deceive the pub- 
lick, tndfe axiom 28. British law is different ^''^stoiei. 
in this particular, vide axiom 62. 

52. According to English law, it is incum- 
bent on the patentee to give a specification 
of the invention in the clearest and most une- 
quivocal terms of which the subject is capa- 
ble. And if it appears that there is any un- 
necessary ambiguity, which has a tendency to 
mislead the public, the patent is void. The 
terms of the specification should express the 

invention in so clear and explicit a manner 
48 
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that a man of science may be able to pro- 
t8i to IM. duce the thing intended, without the necessi- 
t J of experiments. 

53. Wherever a patentee brings an ac- 
tion on a patent, if the novelty, or eflFect of 
the invention is disputed, he must show in 
what his invention consists, and that he pro. 
duced the effect proposed by the patent, in 
the manner specified. Slight evidence of this 
on his part is sufficient, and it is then incum- 
190, 191. Ij^jji ^jjj ii^^ defendant to falsify the specifica- 
tion. 



54 If a patentee makes the articles for 
which a patent is granted with cheaper ma- 
terials than those, which he has enumerated, 
although the latter will answer the purpose 
equally as well, the patent is void, because he 
does not put the public in possession of his 
invention, nor enable them to derive the same 
benefit from it which he himself does. 



191. 



55. One having obtained a patent for a cer- 
tain manufacturing machine, afterwards ob- 
tained another patent for certain improvements 
in the said machine^ in which the grant of the 
former patent was recited ; a specification, 
containing a full description of the whole ma- 
chine, so improved, but not distinguishing be- 
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tweeo the new improved parts, and the old 
parts in referring to the former specification, 
otherwise than as the second patent recited ^^3 to 211 
the first, was held to be good in law. 

56. A person having invented a machine or 
frame for the manufacturing of lace by a new 
method, took out a patent for a new invent- 
ed manufacture of lace, called French, other- 
wise ground l^ce. But it was held to be in- 
sufficient, because the patent claimed the ex- 
clusive liberty of making lace composed of 
silk and cotton thread mixed; not of any par- 
ticular mode of mixing it : and it had been al- 
ready proved and admitted that silk and cot- 
ton thread, were before mixed on the same ^^* 
frame for lace in some mode or other. 



57. A patent taken out for ^ a method of 
more completely lighting cities, towns and 
villages," when the specification described im- 
provements upon street lamps, was held to be 
taken out too large ; it was in substance an 
improvement in street lamp, and should have 
been so taken. 



211. 



58. If a patentee, in his specification ex- 
ceed the limits of what he h^ invented, and 
of which he is entitled to the sole privilege, 
though \n other respects there may be no ob- 
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«17. 



jection to \m patent, that will oyerturn it^ tor 
he will not tl\en have registered a specifica- 
tion of his invention. 



59. A patentee, who has invented a ma^ 
chine useful to the public, and can construct 
it in one way more extensive in its benefit 
than in another, and states in his specification 
onlj that mode, which would be least ben- 
eficial, reserving to himself the more benefi* 
cial mode of practising, although he wiil have 
so far answered the patent as to describe in 
his specification a machine to which the pa- 
tent extends, yet he will not have satisfied 
the law, by communicating to the public the 

219, S90. most beneficial mode be was then possessed 
of, of exercising the privilege granted to him. 

60. If an inventor, after having obtained 
his patent discovers an improvement, he may 
apply that improvement, and his patent will 
not be aflfected by using; his own improved 
machbe in that improved state ; but if at 
the time when he obtained his patmit, he 
was apprised of a more beneficial mode of 
working, and did not by his specification com- 
municate this more beneficial mode of. work- 
ing to the public, that will have been a frau- 
dulent concealment, and will render his pa- 
tent void. 
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61. If an inventor bvents an engine, which 
consists of a perfectly new conformation of 
parts, although all the parts were used be- 
fore, yet he will be entitled to support his 326. 
patent for a new machine. 

62. By British law, if a concealment in a 
Specification is not fraudulent, but only inad- 
vertent ; if the patentee actually knew, and 
meant to practice according to a mode not 
disclosed in his specification, and inadvertent- 
ly did not state the whole in that instrument, 

he must answer for that inadvertence. The ^^* ^^' 
U. S. law is otherwise, see axiom 51. 

63. Patentees may assign their rights, and 
the assignee shall stand in the place of the ^^ 
original inventor. 

64. An assignee of a part of a patent right, 
excepting certain places, is considered as 
merely holding a licence to make and vend 
the thing invented, and is not an assignee, en- 
titled under the act, to bring a suit in his 233 to 24S 
own name. 

65. But where the patentee has assigned 
an undivided moiety of his patent right, the 
action for an infringement of the right, should 



382 



LAW OF PATENTS. 



243 to 246 be in the joint names of the patentee and as- 
signee. 



66. Under the 6th section of the patent 
law of 1793, the defendant pleaded the gen- 
eral issue, and gave notice that he would 
prove at the trial, that the machine for the 
use of which without licence, the suit was 
brought, had been used previous to the al- 
leged invention of the plaintiff, in several pla- 
ces which were specified in the notices, or 
some of them. The defendant having given 
evidence as to some of the places specified, 
and afforded evidence as to some other places 
not specified, it was held . that this evidence 
was admissible. But the powers of a court, 
in such a case are sufficient, and will be exer- 
cised to prevent the patentee from being in- 
jured by surprise. 



2C6 to 269 



CC9. 



67. Testimony on the part of the plaintiff, 
that the persons, of whose prior use of the 
machine the defendant had given evidence, 
had paid for licences to use the machine since 
,the patent, ought not to be absolutely reject- 
ed, though entitled to very little we^ht. 

68. It is a question not judicially deter- 
mined, whether Congress can constitutionally 
decide the fact, that a particular individual is 



I 

I 
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an author or inventor of a certain writing or 
invention, so as to preclude judicial inquiry 
into the originality of the authorship, or in- ^o. 
vention. 

69. The making a patented machine for 
use, and with design to use it for profit, in 
violation of the patent right, is of itself a 337 to s9i 
breach of the patent right for which an ac- 
tion lies. 

70. But where no actual damages are 
proved, in consequence of making a patented 
machine, nominal damages alone should be 
given. 

71. In an action on a patent right the jury 
are to find single damages, and the court will ^g^^ 
treble them. 

72. In an action for a violation of a patent 
right, the plaintiff can recover for actual 
damages only, and not for a vindictive recom- 9gi, 292. 
pense. 

73. If an user of a machine alone is prov- 
ed, the rule of damages should be the value 292. 

of the use of such machine. 

# 

74. The jury may, if they see fit, in a case 
for infringing a patent, give the plaintiff as 
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part of his actual damages, such expenses for 
counsel fees, &c. as have been necessarily in- 
curred in vindicating the fJaintiff 's right hj a 
tS8 to 996 suit, and which are not taxable in the bill of 
costs. 

76. The sale of the materials of a patent- 
ed machine, bj a sherifi^ on an execution 
against the owner, is not such a sale as subjects 
S96 to aoo the sheriff to an action for an infringement of 
the patent right 

76. In case of interfering applications, thej 
shall be submitted to the arbitration of three 
persons, one of whom shall be chosen bj 
each of the arbitrators, and the third by the 
Secretary of State, whose award shall be fi- 
nal as respects granting the patent ; and if 
either of the applicants refuse to choose an 

300. 301. arbitrator, the patent shall issue to the oppo- 
site party. 

77. But an award of the above description 
is not conclusive in other respects than as to 
the mere issuing of the patent. It decides 

351. 302. nothing as to the right of invention, or other 
claims of either party. 

78. Upon oath or affirmation being made 
before the Judge of the District Coiu't of the 



tAW OP PATENTS* 38fi 

dktrict, where the patentee, bis executbrs &o. 
reside that any patebt was obtained s^urireptir 
tioiisljr, or upon false suggestion, the District 
Judge may, if the matter appear sufficient, at 
anytime, within three years after the issuing of 
the patent, grant a rule to the patentee, his 
executors &c. to shew cause why process 
should not issue against him to repeal the pa- 
tent ; and if sufficient cause be not shewn the 
rule shall be made absolute ; and the judge 
shall order process to issue against such pa- 
tentee, &c. with costs of suit, and if no suffi- 
cient cause shall be shewn to the contrary, 
or it shall appear that the patentee was not 
the true, inventor, or discoverer, judgment shall 
be renderec^ by the court for the repeal of 
the patent / and if the plaintiff fails in his com- 
plaint, the defendant shall recover his costs. 
It has been decided that proceedings on the 
rule to shew cause are summary; and that 
when the rule is made absolute, it is not that 
the patent be repealed, but only that process 
issue to try the validity of the patent, in the 
suggestions stated in the complamt. That 
this process is in the nature of a scire Jheias 
at common law, to repeal patents, and the is- 
sues of fact, if any, are to be tried, not by the 
court, but by a jury : that the judgment in 
this process is in the nature of a judgment on 
a scire facias^ at common law, after which a 
49 



386 LAW OF PAIIBNTS. 

writ of error lies, as in other cases to the Cir- 
cuit Court, where there is matter of error ap- 
303 to 317. parent on the record by bill of exceptions or 
otherwise. 



79. On trial under the general issue, under the 
10th section of the patent act, the burthen of 
proof that the patent was obtained surrepti- 
tioaslj, or upon false suggestions, lies on the 
plaintiff The possession of the patent is 
prima Jhcie evidence that th^ defendant is 
the inventor ; and the trial being in substance 
upon the general issue, the plaintiff can enti- 
tle himself to a ve/dict only by the strength 
of his own proof, and not by the weakness of 
that of his adversary- 



925. 326. 



80. In Great Britain, if the the king, by 
his letters patent grants the same thing to 
two persons, the first patentee may have a 
scire facias to repeal the second patent. But 
tlie second patentee cannot bring a scire Jaci- 
as, though the better right should be in him. 
So if the king's grant be founded on a frauds 

386. 327. ^^ ^ ^^^® suggestion, he may have a scire Ja- 
das to repeal it 

81. Thirty dollars mnst be paid into the 
treasury previous to obtaining a patent in the 

280. 330, United States. In England, the cost of ob- 
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tamiog a patent is from 100 to 120 pounds 329. sao. 
sterling. 

82. Aliens, who have resided two years 
in the United States are allowed to obtain pa- 
tents under the act of April 17, 1800, on their 
making oath or affirmation that the invention 
has not to the best knowledge and belief of ^^' ^^' 
the applicant, been known or used in this or 
any country. 



332. 



333. 



83. The legal representatives of a deceas- 
ed inventor may obtain a patent for the inven- 
tion of the deceased. 

84. A person making, devising, using or 
selling the invention of a patentee, without his 
or her consent, or that of his or her executors, 
&;c. obtained in writing, shall forfeit a sum equal 
to three times the actual damages, sustained 
by the patentee. Vidt axiom 71. 

85. If a person carries on a patented man- 
ufacture in a private manner, without the li- 
cense, and against the prohibition of the pa- ^ 
tentee, it shall be taken as prima Jade evi- 
dence that he is infringing the patent, and 333to336. 
judgment will be given against him. 

86. If a patent is voids the patentee can- 
not enforce tlie performance of a covenant for 
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398 to )4&. the explimye right entered into by another in 
contemplation of its being good. 

87. The patentee, after an assignment of 
his interest, cannot himself set up that his pa- 
tent is void : for where an action was brought 
against a patentee, who had conrejed his in- 
terest in a patent to the plaintiff, and jet 
in violation of the stssi^ment infringed the 
plaintifii right ; the defence set up was that it 
was not a new invention But Lord Ken yon was 

340. of opinion that the defendant was estopped 
by his own deed from making that defence. 

88. A promissory note, given in considera- 
tion of the assignment of a patent right, 
which had been frandulently obtained, was 
held void, although certain materials had been 
furnished, and certain instructions given by the 

340 to 346. promisee to the promissor, in the art describ- 
ed in the patent 

89. If two persons make a bargain about 
the use of a patent, supposed by both parties 
to be valuable, and to belong to one of the 
parties, and money is paid as a consideration 
for the use of said patent, it cannot be recov- 
ed back in an action of assumpsit, if the inven- 

• • tion is afterwards found not to belong to the 
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party who sold it but the use of the patent 
has been profitable to the assignee or vendee. 

90. A person having discovered an im- 
provement upon saddles, communicated his in- 
vention to another person, who previously to 
the communication, undertook, by a written 
agreement not to take any undue advantage 
of such communication, under the penalty of 
£1000. The latter afterwards obtained a pa- 
tent for the invention in his own name, which 
the inventor agreed should remain on certain 
terms, but which the patentee before the ac- 
tion denied, and claimed the improvement as 
his own invention. In an action to recover 
the penalty, it was held that such sums could 
not be considered in the nature of liquidated 
damages, and that the latter agreement did 
not vacate or annul the former. 
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•Jn •Act to promote the progress of - Useful ^rts ; and 
to repeal the act heretofore made for that purpose. 

Section. 1. Be it enacted by the Senate and 
House of Representatives of the United States of 
America, in Congress assembled. That when anj pep*'' • ^ 
son or persons, being a citizen or citizens of the United patent 
States, shall allege that he or they have invented any ^^^ ^J^ 
new and useful art, machine, manufacture, or compo- m^^de out^ 
sition of matter, or any new and usefill improvement on 
any art, machine, manufacture, or composition of mat* 
ter, not known or used before ^ application, and shall 
present a petition to the Secretary of State, signifying 
a desire of obtaining an exclusive property in the same, 
and praying that a patent may be granted therefor, it 
shall and may be lawful for the said Secretary of State ^ 

to cause letters patent to be made out in the name of the 
United States, bearing teste by the President of the To bear 
United States, reciting the allegations and suggestions J^^^^p*'^^ .^ 
of the said petition, and giving a short description of the dent^ and 
said invention or discovery, and thereupon granting to 
such petitioner, or petitioners, his, her, or their heirs, ad« 
ministrators, or assigns, for a term not exceeding four- 
teen years, the full and exclusive right and liberty of 
making, constructing, using, and vending to others to be 

50 
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be exam- used, the said invention or discovery, which letters pa- 

^ Auor- **°* *^*^^ ^ delivered to the Attorney General of ^e 
aej Gene- United States, to be examined ; who within fifteen dayd 
^* after such delivery, if he finds the same conformable to 

this act, shall certify accordingly, at the foot thereof, 
and return the same to the Secretary of State, who shall 
present the letters patent thus certified, to be signed, 
and shall cause the seal of the United States to be there- 
to afi&xed : and the same shall be good and available i» 
the grantee or grantees, by force of this act, and shall 
be recorded in a book, to be kept for that purpose, in 
the office of the Secretary of State, and delivered to the 
patentee or his order. 

The liber- Sect. 2, Provided always^ and be it further enacted^ 
tj of using That any person, who shall have discovered an improve* 
pro^ment ™*^^ ^^ *® principle of any machine, or in the process 
defined. of any composition of matter, which shall have been 
patented, and shall have obtained a patent for such im- 
provement, he shall not be at liberty to make, use, or 
vend the original discovery, nor shall the first inventor 
be at liberty to use the improvement : And it is here- 
by enacted and declared, that simply changing the form 
or the proportions of u^y machine, or composition of 
matter, in any degree, shall not be deemed a dis- 
covery. 

f How to Sect. 3. Jind be U further enacted, That every in- 

to^obtam vector* before he can receive a patent, shall swear or 
hAten affirm, that he does verily believe, that he is the true in- 

patent, ventor or discoverer of the art, machine^ or improve- 
ment, for which he solicits a patent, which oath or affir- 
mation may b^ made before any person authorized to 
administer oaths, and shall deliver a written description 
of his invention, and of the manner of using, er process 
of compounding the same, in such full, clear, and exact 
terms, as to distinguish the same from all other thingii 
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before known, and to enable any person skilled in the 
art or science, of which it is a branch, or with which it 
is most nearly connected, to make, compound, and use 
the same. And in the case of any machine, he shall ful- 
ly explain the principle, and the several modes, in 
which he has contemplated the application of that prin- 
ciple or character, by which it may be distinguished 
from other inventions ; and he shall accompany the 
whole with drawings and written references, where the 
nature of the case admits of drawings, or with speci" 
mens of the ingredients, and of the composition of mat-^ 
ter, sufficient in quantity for the purpose of experiment, 
where the invention is of a composition of matter; 
which description, signed by himself and attested by 
two witnesses, shall be filed in the office of the Secretary 
of State, and certified copies thereof shall be competent 
evidence, in all courts, where any matter or thing, touch- 
ing such patent right, shall come in question. And such 
inventor shall, moreover, deliver a model of his machine, 
provided, the Secretary shall deem such model to be 
necessary. 

Sect. 4. Jind be it further enacted. That it shall Inventor 
be lawful for any inventor, his executor or administra- ™^ their 
tor to assign the title and interest in the said invention, titles, 
at any time, and the assignee having recorded the said 
assignment, in the office of the Secretary of State, shall 
thereafter stand in the place of the original inventor, 
both as to right and responsibility, and so the assignees 
of assigns, to any degree, 

Sect. 5. •Snd he it further enacted. That if any Forfeiture 

person shall make, devise, and use, or sell the thing so ^^ "sJ'^g 

invented, the exclusive right of which shall, as afore-? yentions 

said, have been secured to any person by patent, with- without 
out the consent of the patentee, his executors, adminis? ®*^^* 
trators, or assigns, first obtained in writing, every per- 
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How re- 
coTfred* 



6OII9 80 olfeiidiiig» shall foifeit and pay to the patentee, 
a aaniy that shall be at least equal to three times the 
price» for which tiie patentee has usually sold or licens- 
ed to other persons the use of the said ioTentzon; 
which may be recovered in an action on the case founds 
ed on this act, in the Circuit Court of the United States. 
or any other Court having competent jurisdiction* 



Howde* 
fendanti 
majsive 
thif act 
in efi« 
^ence, 



lAd jadg^- 
ment sb^ 
be giyen. 



Sbct. 6. Provided always, and be it further enacted^ 
That the defendant in such action shall be permitted 
to plead the general issue, and give this act and any 
special matter, of which notice in writing may have 
been g^ven to the plaintiff or his attorney, thirty days 
before trial, in evidence, tending to prove, that the spe> 
cification, filed by the plaintiff, does not contain ^e 
whole truth relative to his discovery, or that it contains 
more than is necessary to produce the described effect, 
which concealment or addition shall fully appear to 
have been made, for the purpose of deceiving the public, 
or that the thing, thus secured by patent, was not 
originally discovered by the patentee, but had been in 
use, or had been described in some public work, ante- 
rior to the supposed discovery of the patentee, or that 
he had surreptitiously obtained a patent for the dis- 
covery of another person ; in either of which cases, 
judgment shall be rendered for the defendant, with 
costs, and the patent shall be declared void. 



State Sect. 7. Jind be it further enacted. That where 

rights to any State, before its adoption of the present form of 

when to be government, shall have granted an exclusive right to 
deemed 



void. 



any invention, the party, claiming that right, shall not 
be capable of obtaining an exclusive right under tins 
act, but on relinquishing his right under such particular 
State ; and of such relinquishment, his obtaining an ex- 
plu^ive right under tiiis act shall be sufficient eyidenca. 



APPENDIX. 397 

Sect. 8. Jhid be it further enacted. That the per- How ap- 

fions, whose applications for patents were, at the^ime Sependine 

of passing this act, depending before the Secretary of under for- 

State, Secretary at War, and Attorney General, accord- ^^/^^ 

ing to the act, passed the second session of the first prosecut- 

Congress, entitled, ** An act to promote the progress of J^. "J^^^r 

V4U9 ^l^^ v# 

useiiil arts," on complying with the conditions of this 
act, and paying the fees herein required, may pursue 
their respective claims to a patent under the same. 

Sect. 9* ^nd be it further enacted, That in case of Proceed- 
interfering applications, the same shall be submitted to Jj^^ ^^ .^^ 
the arbitration of three persons, one of whom shall be terfering 
chosen by each of the applicants, and the third person appiica- 
shall be appointed by the Secretary of State ; and the 
decision or award of such arbitrators, delivered to the 
Secretary of State, in writing, and subscribed by them, 
or any two of them, shall be final, as far as respects the 
granting of the patent : And if either of the applicants 
^hall refuse, or fail to choose an arbitrator, the patent 
shall issue to the opposite party. And where there 
shall be more than .two interfering applications, and the 
parties applying shall not all unite in appointing three 
arbitrators, it shall be in the power of the Secretary of 
State to appoint three arbitrators for the purpose. 

Sect. 10. •Snd be it further enacted. That upon And 
oath or affirmation being made, before the Judge of the ^^in^t 
District Court, whefe the patentee, his executors, ad- snrrepti- 
ministrators, or assigns, reside, that any patent, which tiously 
shall be issued in pursuance of this act, was obtained patente!^ 
surreptitiously, or upon false suggestion, and motion 
made to the said court, within three years after issuing 
the said patent, but not afterwards, it shall and may be 
lawful for the Judge of the said District Court, if the 
matter alleged shall appear to him to be sufficient, to 
grant a rule, that the patentee, or his executor, adminis- 
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trator, or assign shew cause, why process should not 
issu# against him to repeal such patent. And if-soffi-^ 
cient cause shall not be shewn to the contrary, the rule 
shall be made absolute, and thereupon the said Judge- 
shall order process to be issued against such patentee, 
or his executors, administrators, or assigns, with costs 
of suit. And in case no sufficient cause shall be shewn 
to the contrary, or if it shall appear that the patentee 
was not the true inventor or discoverer, judgment shall 
be rendered by such court for the repeal of such patent > 
and if the party, at whose complaint the process issued, 
shall have judgment given against him, he shall paj 
all such costs, as the defendant shall be put to, in de- 
fending the suit, to be taxed by the Court, and recover^ 
ed in due course of law. 

Inrentor Sect. 1 1. Jind be it further enacted^ That every in- 

before ventor, before he presents his petition to the Secretary 

petition to ^^ State, signifying his desire of obtaining a patent; 

PAY thirty shall pay into the Treasury thirty dollars, fdr which he 

to thT "*" *^*^' ^^^ duplicate receipts ; one of which receipts he 
treasury, shall deliver to the Secretary of State, when he presents 
his petition : and the money, thus paid, shall be in full 
for the sundry services, to be performed in the office of 
the Secretary of State, consequent on such petition, 
and shall pass to the account of clerk-hire in that of- 
CopTine ^^^ Provided, nevertheless. That for every copy, 
fees. which may be required at the said office, of any paper 

respecting any patent, that has been granted, the per- 
son, obtaining such copy, shall pay at tiie rate of twen- 
ty cents for every copy-sheet of one hundred words; 
and for every copy of a drawing, the party obtaining 
the same shall pay two dollars : of which payments, 
an account shall be rendered, annually, to the Trea*« 
sury of the United States, and they shall also pass to 
4he account of clerk-hire in the office of the Secretary 
of State. 
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Sbct« 12, Jind be it further enacted. That the Former 
act, passed the tenth day of April, in the year one ^^ '^^^ " 
thousand se?en hundred and ninety, entitled, " An act 
to promote the progress of useful arts," be, and the 
same is hereby repealed. Provided always. That no- 
thing contained in this act, shall be construed to inval- 
idate any patent, that may have been granted under 
the authority of the said act ; and all patentees under 
the said act, their executors, administrators, and as- * 
signs, shall be considered within the purview of this 
act, in respect to the violation of their rights: pro- 
vided such violations shall be committed after tlie 
passing of this act. 

Jonathan Trumbull, 
Speaker of the House of Representatives, 

John Adams, Vice President of the United 
States, and President of the Senate. 

Approved, February 21, 1793. 

George Washington, 

President of the United States. 



Jin Jict to extend the privilege of obtaining patents 
for useful discoveries and inventions to certain 
persons therein mentioned, and to enlarge and de^ 
fine the penalties for violating the rights of patentees. 

m 

Section 1. Beit enacted by the Senate and House 
cf Representatives of the * United States of ^America, 
in Congress assembled. That all and singular the rights 
and privileges g^ven, intended, or provided to citizens 
of the United States, respecting patents for new invent* 
tionsy discoveriMy and improvements^ by the act, enti- 
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Persons tied, * An act to promote the progress of useful arts, 
resided ^^^ ^^ repeal the act heretofore made for that parpose," 
two years shall be, and hereby are extended and given to ail 
ir*s"c^ aliens, who at the time of petitioning, in the manner 
tied to the prescribed by the said act, shall have resided for two 
benefit of years within the United States, which pmUeges shall 
act he obtained, used, and enjoyed, by such persons, in as 

full and ample manner, and under the same condi- 
tions, limitations, and restrictions, as by the said act is 
provided and directed in the case of citizens of the 
United States. Provided always. That everj person 
Oath to be petitioning for a patent for any inven'tion, art, or dis- 
ra€h° mi- ^^^^7* pursuant to this act, shall make oath or affirma- 
dent tion, before some person duly authorized to administer 

oaths, before such patent shall be granted, that such in* 
vention, art, or discovery, hath not, to the best of his or 
her knowledge or belief, been known or used, either in 
^ this or any foreign country; and that every patent, 
which shall be obtained pursuant to this act» for any 
invention, art, or discovery, which it shall afterwards 
appear had been known or used previous to .such appli- 
cation for a patent, shall be utterly void. 

The legal Seot. 2. Jhid be it further enacted^ That where 
taSi^'^f *"*y person hath made, or shall have made, any new in- 
a deceased vention, discovery, or improvement, on account of which 
"'^*" hT ^ patent might, by virtue of this or the abovennentioned 
tain a pa- act, be granted to such person as shall die before any 
**"**• patent shall be granted therefor, the right of applying 

for and obtaining such patent, shall devolve on the i^al 
representatives of such person, in trust for the heirs at 
law of the deceased, in case he shall have died intes- 
tate; but if otherwise, then intrust for his devisees, in 
as full and ample manner, and under the same condi- 
tions, limitations, and restrictions, as the same was. held 
or might have been claimed or enjoyed by such person 
in his or her life time ; and when apjriication for a pa- 
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tent shall be made bj such legal representatives, the 
oath or affirmation, provided in the third section of the 
befor&>mentioned act, shall be so varied as to be applica- 
ble to them. 

Sect. S. ^nd be it further enacted. That where Damages 
any patent shall be, or shall have been granted, pursu- ^^^ ^^^^^ 
ant to this or the above-mentioned act and any person, right, 
without the consent of the patentee, his or her execu- 
tors, administrators, or assigns, first obtained in writing, 
shall make, devise, use, or sell, the thing whereof the 
exclusive right is secured to the said patentee by such 
pi^tent, such pei^gpn, so offending, shall forfeit and pay to 
the said patentee, his executors, administrators, or as- 
signs, a sum equal to three times the actual damage 
sustained by such patentee^ his executors, administra^ 
tors, or assigns, from, or by reason of such offence, 
which sum shall, and may be recovered, by action on 
the case, founded on this and the above-mentioned act, 
in the Circuit Court of the United States, having ju- 
risdiction thereof. 

Sect. 4. Jind be it further enacted^ That the fifth Repeal of 
section of the above-mentioned act, entitled, «* An act to P^^ ^^ *he 
promote the progress of useful arts, and to repeal the act. 
act heretofore made for that purpose," shall be, and 
hereby is repealed. 

Theodore Sedgwick, 
Speaker of the House of Representatives, 

Thomas Jefferson, Vice President of the United 
States, and President of the Senate. 

Approved, April 17, A. D. 1800. 

John Adams, President of the UnUed States. 
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Extract from an JSct to extend the JuriadictUm of the 
Circuit Courts of the United States to eases arising 
under the Law relating to Patents. 

Paued Febraary ISth, 1819. 

Seciion 1. The Circuit Courts of the United States 
shall have ori||;iDal cogDi2ance« as well in equity as at 
laWy of all actions, suits, controversies, and cases, aris- 
ing under any law of the United States, granting or 
confirming to authors or inventors thf exclusive right 
to their respective writings, inventions and discoveries ; 
and upon any bill in equity, filed by any party aggrieved 
in any such cases, shall have authority to grant injunc- 
tions, according to the course and principles qf courts rf 
equity, to prevent die violation of the rights of any au- 
thors or inventors, secured to them by any of the laws 
of the United States, on such terms and conditions as 
the said courts may deem fit and reasonable. Provide 
ed, however f that from all judgments and decrees of 
any Circuit Courts, rendered in the premises, a writ of 
error or appeal, as the case may require, shall lie to the 
Supreme Court of tiie United States, in the same man- 
ner, and under the same circumstances, as is now pro- 
vided by law in other judgments and decrees of such 
Circuit Courts. 



Form of Petition, Sfe. for a Patent. 

To the Hon. J. A. Esq. Secretary of State of the 
United States of America. 

The petition of A. B. of B. in the County of Sn and 
State of M. gentleman, humbly showetb. 
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That he has invented, constructed, made and applied 
to use a new and useful improvement in the mode of 
making, or manufacturing [here saj what3 bj machinery 
at t>ne operation [or] called the [insert the name of 
thing invented.] Vide specijication below. 

Your petitioner is therefore desirous of obtaining an 
exclusive property in his said improvement, and humbly 
prays that Letters Patent, duly executed according to 
law, may be granted him therefor. As in duty bound 
will ever pray. 

Your most obedient and very 
humble servant, 

A. B. 

B. August ^5, 1810. 
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To all persons to whom these presents shall come, 
A. B. of B. in the County of S. and State of M. gentle- 
man, sends greeting. Be it knbwn, that I the said A. B. 
have invented, constructed, made, and applied to use a 
new and useful improvement [&c. as above] called 
[here insert the name, &c.] specified in the words fol- 
lowing, viz. This improvement in [here specify th« 
improvement definitely.] 

In testimony that the above is a true specificatioii of 
my said improvement as above described, I have hereto 
set my hand and seal, the twenty-fifth day of 
in the year of our Lord, &c. in presence of 

C C. D. I A. B. 

^E. F.5 (seal.) 



S. ss. B. August 25, A. D. 1810. Then personally 
appeared the above named A. B. and made oatli that he 
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does Teiily bdkTe th&t he is the trne inventor, or dis- 
coverer i)S his said improvement; as by him above spe- 
cified.* 

I 
SuflScient testimony was also produced to prove tiiat 
said A. B. is a citizen of the United States of America. 

Before me 

8. G. 
Justice of the Peace for said County. 



Form of Letters Patent, 

The United States nf America. 

To all to whom these Letters Patent shall come : 

Whereas A. B. a citizen of the State of M. in the 
United SStates, hath alleged that he has invented a new 
and useful improvement, being Qiere is inserted the 
technical name, or a short description of the nature of 
the invention^ which improvement has not been known 
or used before his application ; has made oath that he 
does verily believe that he is the true inventor or dis- 
coverer of the said improvement has paid into 
tile treasury, of the United States the sum of thirty 
dollars, delivered a receipt for the sum, and presented 
a petition to the Secretary of State, signifying a desire 
of obtaining an exclusive property in tiie said improve- 
ment, and praying that a patent may be granted for that 
purpose : These are therefore to grant to the said 
A; B. his heirs, administrators or assigns the AiU and 



* Note. If an alien, ad d a nd that the same has not, 
to hifl best knowledge or belief, been before known or used in 
this or any foreign country— -and also say, that he has resided 
more than two yean last past in America, &c. 
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exclusive right and liberty of making, constructing, 
using, and vending to others to be used, the said im- 
provement, a description whereof is given in the words 
of the said himself, in the schedule hereto 

annexed, and is made a part of these presents. 

In testimony whereof, I have caused these letters to 
be made patent, and the seal of the United States is 
hereunto affixed. 

(l. 8.) Given under my hand, at the City of Wash- 
ington, this day of in the year of our Lord, 
one thousand eight hundred and and the Independ- 
ence of the United States of America the 

By the President, J. M. 
J. A. Secretary of State. 



City of Washington....«M.to wit : 

I DO H£R£BT oERTiPY, that the foUowing Letters 
Patent were delivered to me on the day of 

in the year of our Lord, one thousand eight hundred 
and to be examined ; that I have examined the 

same, and find them conformable to law. And I do 
hereby return the same to the Secretary of State with- 
in fifteen days from the date aforesaid, to wit on this 
day of in the year aforesaid. 

C. A. R. Atty. Gen. of the United States. 



To these Letters Patent is annexed the following : 

The schedule referred to in these Letters Patent, and 
making part of the same, containing a description in 
the words of the said A. fi. himself of his [here is re- 
dted the spedfication, with the inventor's signature 
and that of the witnesses to the specification.] 
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Declaration in an Action on the Case for infringing 

a FatenL 

To answer unto of in a plea of 

trespass on the case ; for that whereas the pUuntiff be- 
fore, and at the time of making the letters patent, as 
hereinafter mentioned, was the true and original inventor 
of a new and useful invention [or improvement] of 
[here insert tlie technical name or term, by which the 
art, machine, manufacture, or composition of matter, or 
improvement on such art, machine, manufacture or com* 
position of matter is known and distinguished in the 
patent] viz. at ^foresaid, and thereupon, here* 

tofore, viz. on [here insert tiie date of the patent] upon 
the application of the plaintiff, the Secretary of State 
of the United States caused letters pat^it to be issued 
in the name of the United States, bearing date at Wash- 
ington, the day last aforesaid, under the seal of the Unit- 
ed States, and duly tested, according to the form of the 
statute in such case made and provided ; wherein and 
whereby was granted to the plaintiff, his hem, adminis- 
trators and assigns, for the term of fourteen years from 
the said [here insert the date of the patent] the f uU and 
excIuMve ri^t and liberty of making, construclin^ 
using, and vending to others to be used, the said new 
and useful invention [or improvement] agreealdy to the 
statute of the United States made and passed on the 
twenty-first day of February in the year of our LcHnd 
one thousand seven hundred and ninety-three, entifled 
" An act to promote the progress of useful arts, and to 
repeal the act heretofore made for that purpose,'' and 
the statute of the United States, passed on the seven* 
teenth day of April in the year of our Lord one tiiousand 
eight hundred, entitled ** An act to extend the privilege 
.of obtaining patents for useful discoveries and iaven*^ 
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tions to certain persons therein mentioned, and to en- 
large and define the penalties for violating the rights of 
patentees," as bj the said letters patent, here in court 
to be produced, (reference being had thereunto for a spe- 
cification of the aforesaid invention) [or improvement^ 
will more fully appear. And the plaintiff further says, 
that he the said plaintiff did always, from the time of the 
making and granting of 'said letters patent, as aforesaid, 
exercise, use and enjoy the right, privilege and liberty 
aforesaid, to wit at aforesaid, and has exer- 

cised, used and enjoyed the same right and liberty to 
the day of the purchase of this writ, by himself and his 
servants and deputies, to his great profit and advantage, 
viz. at said Yet the defendant, well 

knowing the premises, but contriving, and wrongfully 
and injuriously intending to injure the plaintiff, and to 
deprive him of the profits, benefits and advantages, 
which he might and otherwise would have derived and 
acquired from the exclusive making, using and vending 
the aforesaid new and useful invention [or improve- 
ment] after the making of said letters patent, and 
within the term of years in the said letters patent men- 
tioned, viz. at aforesaid, on the 
day of and at divers other days and times, 
and every day between that day and the day of the pur- 
chase of this writ, did make, devise [or, having previously 
made or caused to be made, did use or sell] the said 
new and useful invention [or improvement] unlawfully, 
and unjustly, without the permission or licence in 
writing, but against the will of the plaintiff, in breach of 
the aforesaid letters patent, and in violation and in- 
fringement of the right, privilege and liberty, so as 
aforesaid granted to the plaintiff^ and contrary to the 
form and effect of the statute aforesaid, in such case 
made and provided. Whereby the plaintiff hath been, 
and is greatly injured, and deprived of great profits, 
which otherwise he might and would have derived and 
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acquired from the said new and useful inventioii [or 
improvement^ and by reason of tiie defendanfis making, 
using l^or Tending] the same as aforesaid, without licence 
as aforesaid, the plaintiff sajs he has sustained actual 
damage, viz. the sum of dollars, wherebj, 

and bv force of the statutes of the United States afore- 
said, an action hath accrued to the plaintiff to recover 
the sum of dollats, being three times the 

actual damage sustained by the plaintiff as aforesaid. 
Yet the defendant, though often requested by the {dain- 
tiff, has never paid the same, but hath refused and still 
doth refuse to pay the said sum, to the plaintiff's 
damage, &c. 



Form of a Complaint for the repeal of a Patent. 

To the Hon. Judge of the District Court of 

the United States, for the District of 
A. B. of in said District, humbly complains, 

and gives your Honour to be informed, that a patent was 
granted on the [here insert the date of the patent]} in 
pursuance of an act of the Congress of the United 
States, passed the Slst day of February, 1793, entitled, 
^ An act to promote the progress of useful arts ; and to 
repeal the act heretofore made for that purpose,*' and 
an act of said Congress, passed the 17th day of April, 
1800, entitled *' An act to extend the privilege of ob- 
taining patents for useful discoveries and inventions to 
certain persons therein mentioned, and to enlarge and 
define the penalties for violating the ri^ts of patentees,* 
to one C. D. of in said District, granting 

to said C. D. the exclusive right, liberty and privil^eof 
making, constructing and using, and vending to otiiens 
to be used a certain invention [or improvement] {Tiera 
insert the technical name, or term by which the vor 



Al^PENBlX. 409 

Vention or improvement is known ancl distinguished in 
the patent] a copy whereof, and of the schedule or 
specificalion thereto annexed, is hereunto appended, as 
part of this complaint ; and your complainant upon 
oath complains, and gives your Honour to be informed, 
that the said patent was obtained by the said C. D. 
surreptitiously, and upon false su^estion, in this, 
that the said C. D. was not the true inventor, or discov- 
erer of the said invention [or improvement] for which 
said patent was to him granted as aforesaid, but that 
the said invention [or improvement] was known and 
used before the pretended invention [or improvement] o( 
the said C. D. and before the application of the «aid 
C. D. for his said patent, and before the granting of 
said patent, and that some other person or persons was 
or were the true and original inventor or inventors of 
the same, or of a material part thereof. Wherefore 
your complainant prays that a rule may be granted 
against the said C; D. to shew eause why process should 
not issue against him to repeal said patent, and that 
such further proceedings may be had against the said 
C. D. as to law and right appertain for the final repeal 
of the patent aforesaid, and for costs of suit And 
your complainant, as in duty bound, will ever pray. 

A* Bi 



Form of a Rule of Coutt founded on the foregoitig 

Complaint, 

- District, ss. The complaint, of which the 



foregoing is a copy, was duly sworn to before the United 
States' District Judge, for the District of on 

the day of A.D. • And it 

was thereupon ordered by said Judge, that a rule issue 
to the said C. D. to appear before the said Judge, at 

52 
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[either a special, or ordinary sessioii of the DisMct 
Court] at the United States' Court Room in in 

said District, on the daj of at 

o'clock, A. M. [or P. M.] then and there to shew cause, 
ifanjhehave, why process should not issue against 
him to repeal the said patent This rule to be served 
on the said C. D. by tiie Marshal of said District or hk 
Deputy days at least before the said 

day of 

Attest, 

£• F. Clerk of District Court 



Scire Facias for the Bepeal of Letters Fatent^ 

Whereas, upon the application of A. B« of 
the President of the United Stat^ did, on 
the day of in the year of 

our Lord grant and issue to the said A. B. 

certain letters patent, in due form of law, to vest in 
him, his heirs and assigns, the exclusive right and priv- 
ilege of making, constructing, using and vending to 
others to be used, a certain new and useful invenlioa 
[or improvement] being [here insert the technical name 
or term by which the invention or improvement is dis* 
tinguished in the patent :] And whereas one C. D. on 
the day of in the year of our Lord 

before the Hon. the Judge of the District Court of the 
District of where the said patentee resides, 

did make oath that the patent aforesaid was obtained 
surreptitiously, or upon false suggestion, and thereupon 
moved the said Hon. Judge of said District Court, viz. 
at a session of said Court, b^un and hdden at 
within and for the District of afore- 

said, on the day of in the year of 

our Lord for a ^ule upon the said A. B« to 
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Bhew cause why process should not issue against him 
for the repeal of said patent : And whereas the said 
A. B. thereafterwards appeared to shew cause 

in the premises— and thereafter, viz. at a District Court 
begun, and held at within and for the Dis- 

trict aforesaid, on the day of in 

the year of the said A. B, and the said C. D. 

having been fully heard by the Judge of the said Court, 
the said rule was made absolute, and thereupon the 
said Judge then and there ordered further process to be 
issued against the said A. B. the patentee as aforesaid, 
to appear at the then next session of the said Court, 
and then and there shew cause, if any he might have, 
why his patent aforesaid should not be repealed : And 
whereas we have been given to understand, as aforesaid, 
that the said C. D. doth allege that the said patent, so 
as aforesaid granted, was obtained by said A. B. sur- 
reptitiously, and upon false suggestion : Now we 
command you, to the end that justice may be done, 
that you make known to the said A. B. that he be 
before the Judge of said District Court, to be holden at 
aforesaid, within and for the District afore- 
said, on the day of next, then 
and there to shew cause, if any he have, why the said 
letters patent granted to him, the said A. B.. as aforC'- 
said, should not, for the cause aforesaid, be repealed, 
and further to do and receive those things which the 
said Court shall consider in this behalf 
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For the foUowing commuiiicationa respecting the 
French Patent Laws, we are indebted to a foreign 
^ntleman, residing in Boston. 

FRENCH PATENT LAWS. 

Thb name of Lewis the XIV. will ever be dear to 
the lovers of the fine arts. Under him improvements oC 
every kind flourished ; and at one time his power had 
risen to a height, which threatened Europe witii slavery. 
But with so much greatness of character was unfor- 
tunately mixed the blindness of religious enthusiasm 
which led him to proclaim the edict of Nantz ; and thus 
to contribute much to the decline of his own empire, 
and to the rise of his most powerful rival. Industry, 
driven from France, took refuge in the congenial soil 
of Britain ; where it was fostered with a care which has 
been amply repaid : for here we may trace one of Uie 
prominent causes of the present grandeur of the Britisb 
Empire. 

Under the two immediate successors of Lewis, a 
party in the French court, either through ignorance or 
through tiie insinuating persuasion of the British min- 
istry, was ever and eflfectually, though secretly, opposed 
to the advancements 0/ French manufactories. Noth- 
ing was thought el^;ant or fashionable at court, unless - 
it was English : and the court manners, gradually de- 
scending from one class of society to another, guided 
the whole body of the inhabitants of France, and until 
1790, inventors of new discoveries were generally 
obliged to keep their discoveries a secret, so as to secure 
to themselves a small part of the benefit to which they 
were entitled. Hence the slow progress pf the Frencl^ 
|ii^ manv Ijranches of industry. 
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When the Revolution first broke out, the great body 
of the French people took side against the court, and 
more particularly against the foreign influence ivhich 
had too long directed its proceedings. Soon, however, 
the opinion and the mass of the people were counted 
for nothing. One set of men at Paris overpowered 
another, and seemed to take pleasure in destroying al- 
most every thing which its predecessor had reared. 
Still one aim seemed to be commmi to all— the glory of 
the nation and its greatness. This seemed to be an 
oljact which the government must desire, or in which 
it must cede to the impulse of the people ; and to ad- 
vance that object, nothing appeared more important 
than to surpass the nations of the continent, but more 
especially Great Britain, in all the sciences and in all 
ihe arts. It is to these feelings that we are to attribute 
the constancy of revolutionary France in adhering to 
the law in favour of new inventions, which was enacted 
at a very early period of the revolution. The English 
decisions were taken as the basis of this law, and only 
a few modifications were introduced. Its leading traits 
are as follows; 

Considering that every new idea, the manifestation 
or developement of which may be useful to society, 
appertains first to him who has conceived it, &c. the 
National Assembly decrees as follows : 

Every discovery or new invention in every species 
of industry is the property of its author. Consequent- 
ly the law guarantees to him the fkll and entire en- 
joyment of it for 5, 10, or 15 years, at his own <yti<m, 
and .according to tiie fees he pays. A patent may be 
prolonged by the Lc^lative body. 
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Every means of adding, to whatsoever manufacture 
it may be, some new species of improvement, shall be 
considered as an invention. 

Whoever first brings to France a foreign discovery 
shall enjoythe same advantages as if he were the in- 
ventor. 

Whoever wishes to obtain a property as above, or 
patent, shall deposit in the hands of government the 
drawings, models, and descriptions which may serve 
to give an accurate idea of it 

For objects of general utility, but too easily imitat- 
ed to form a subject of speculation, and in all cases, 
when the inventor shall prefer treating directly with the 
government, he may address himself to the Legblature 
to communicate his discovery, demonstrate its advan- 
tages, and solicit a reward. 

The duration of patents for imported discoveries 
shall not extend beyond the term fixed for the privilege 
of the ori^nal inventor, in his own country. 

Every citizen shall be at liberty to consult the de- 
scriptions filed ; except when the inventor, having 
judged that reasons of policy or commerce require 
secrecy, has obtained a particular decree for such 
secrecy. 

In case of infringement, the patentee, shall recover 
the damage he may sustain, and a penalty for the ben- 
efit of tiie poor, not to exceed SfiOOf. (or 8550) -and 
double in case of a second offence. 
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The proprietor of a patent maj form establishments, 
all over France, and authorize other persons to do the 
same* He may also sell his patent, as if it were per- 
sonal estate. The purchaser shall stand in lieu and 
place of the patentee : but the assignment must be re- 
corded, under pain of nullity. 

At the expiration of every patent, its description shall 
be published, and tiie use of the discovery become 
common, unless the Legislature has ordered the de- 
scription to be kept secret. 

The descriptioH of the discovery shall also be pub- 
lished, and its use shall become common, if the patent 
be annulled, which shall take place only in the follow- 
ing cases: 

1st, If the inventor has concealed the true means by 
which he obtains the desired effect. 

Sdly, If the inventor be convicted of having used in 
his manufacture secret means, which he has not detailed 
in his description, or of which he has not made his dec- 
laration, to be added to his description. 

Sdly, If the patent be for a discovery already pul>- 
Hshed. 

4thly, If the inventor shall not, within two years, 
either have put his discovery in activity, or have justi- 
fied his inaction. 

5thly, If the inventor obtains a patent in a foreign 
country after having obtained one in France. 
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These groonds of nallity areindependeDt of that aria- 
ing from a bad description : for it is of course that un- 
less the description be accurate, for either the wh(de or 
part of the discovery, the patent does not secure it. 
The patent secures nothing more than what it says it 
secures, viz. the discovery as described by the pa- 
tentee. 

** Every inventor shall be at liberty to make changes 
in his original description, by paying a trifling tax." 

The inventor of any improvement upon a discovery 
already patented, shall be entitled to a patent for the 
improvement ; but shall thereby acquire no right, under 
any pretence, to the original discovery : neither shall 
the original inventor be entitled to use the improve- 
ment Changes of form, or proportion, or ornaments 
of any kind, shall not be deemed improvements. 

So far goes the original law, and it has since been 
enacted, that to every patent should be annexed the fol- 
lowing declaration: "The government, in granting a 
" patent without previous examination^ do not mean to 
" guarantee in any way, either the priority or the merit 
" or tile success of the invei^tion." 

It is the practice of the government, to annex tiiis 
remark to any patent, when issued. They also cause 
the description to be examined at the patent office. 
If they suppose it interferes with a prior discovery, 
they give notice of it to the applicant : but if he still 
insists upon his demand, they grant the patent and an- 
nex to it a detailed account of the supposed interftrence. 

It may be remarked, that the tedious and complex 
fonnalities to be fulfilled in obtaining a patent, are a 
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«ceat obstacle io ibe isfflity of ihe kw ; that ihe ii 
Alice of men in power is great on the subject of pat^s> 
«8 well jis in otherrespects. 



FRENCH LAWS- 

Loi d« 7 Jainrter. 

Artiole 1. Toute d^couverte on nouvelle invention, 
dans tons les genres d' indnstrie, est la propri^t^ de son 
auteur; en consequence la Loi lui en guarantit la 
pleine et entiere jouissance, suivant le Mode, et pour 
le terns qui seront ci-apr^s determines. 

Art. 2. Tout mojen d' ajouter k quelque fabrication 
^e cif nisse ^tre nn noavean genie de perfection ^sera 
regard^ «oihmo uue inventioB. 

Art. 5. Hidconque apfortera ieprinder en Fraxe^^ 
une ddcauverte ^trangire jouira des in^iit€S atcantt^^ 
que s*il en etait I* inveateur. 

Art. & Les Patentes seront donne^s pour 5, tO^^m 
15 anne^s au choix de V inventenr ; mats ce dernier 
terme ne pourra jamais etre prolong^ sans un d^cret 
{WMticulien ' * 

 J' '"",.. '<  . . ." • '■ • •• 

Art. 11. 11 sera liiire k tout OitOjiten.donficiiteifP 
aller consulter au Secr^tartUt de son Department le 
GaMojRifiec 4os tnimitioiis. M §emiUfre dii mhne d Jtout 
ei$^ym -dotkiemede^^imuidtiridu MpmgSaifid Hahli 

octmllement en exercise} cependant les detoripi^Biis 
ne seront point communique's dans le cas ok V inventeur 

53 
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•jant jagk que dea nisons politiques ou coramerciales 
exigent le secret se aeimit present^ su Coq)g l^slatif 
pour lui eiposer ses motifs, et en aurait obtenu un de» 
cret particulier sur cet object 

Aar. 16. 4. TmU invenieur qui danstespaee de 
deux» ttns i compter ie la date de sa patente n aura 
paint «is sa d^couverte en aetivite et qui n' aura 
point justiJU lee eaueee de mm in action, sera dechu 
de sa Patentee 



TRANSLATION. 

Law of the 7th Jannarj, 1810. 

AinoLS 1. ETery discovery or new invention, in 
ererj species of industry, is the property of its author : 
consequently the law guarantees to him the full and 
entire enjoyment of it, according to the mode and lor 
the term hereinafter expressed. 

Aar. 8. Every means of adding, to whatsoever man- 
■iactare it may be, ainew mode of perfection, riiaU be 
considered as an invention. 

Art. S. Whoever first brings to France a foreign 
discovery shall enjoy the same privileges as if he 
were the inventor. 

Aar. 8. The patents shall beg»veafor5, 10, or. 15 
years, at the option of' the inventor ; biit this last term 
ahall neverheprok>ng^witiumtaparti0lili|ra(^ofthft 
LegUatunfr ; ' 
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Art. 11. Every domiciliated citizen shall have lib- — 
erty to consult at the Secretary's office of his Depart- 
ment the catalogue of new inventions. He shall also he 
at liberty to consult at the general deposit, estahlished 
for that purpose, the specifications of the several 
patents actually in use ; the descriptions however shall 
not be communicated in case the inventor, having judg- 
ed that commercial or political reasons require secrecy, 
has presented himself to the Legislature to develop to 
them his motives, and has obtained a particular act on 
the subject. 

Art. 16. 4. Every inventor who, within two years 
from the date of his patent, shall not have put his dis-- 
covery in activity, and who shall not have justified 
the reasons of his inactivity, shall forfeit his patent* 



SINCE the body of this work was printed, we have 
seen a report of a case decided in King's Bench, Trinity 
Term, 1821, in which it was adjudged that a patent for 
improvements in the construction of ships' anchors, 
windlasses and chain-cables, cannot be supported, unless 
there is novelty in each invention ; and therefore, where 
it turned out that there was no novelty in the construc- 
tion of the anchors, it viras held that the patent #ag 
wholly void. 

Branton vs. Hawkes S[ oL A Bam. ^ Md. 541. 
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AmBAtiT for the repeal of a patent, proceedings on 302 & seq. 
Aliens may obtain patents for new inTentions* under cer- 
tain restrictions • • • • 41, S30, 331 
AiTEBjA.'noy of. the parts-of a machine, not the fovnda^ 

. tion for. a patent . •. . . . 137 

A^ENpix .• / « • . • . « • :'••'.. . 393 
AaBrni^;iNfp .directed in cue of interfering applications 

.for patents ••••;.. 300 
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dictionm a process teirep^ 4 patent 313,314 
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CoMBinATiov of old nachuieSy to produce a new and uae- 

fbl resttlty is a discoverj, for which a patent 

maj be sustained 257 

CoMPLAmT for tiie repeal of a patent, form of . - • 406 
CowomaucEirr in a specification, according to the law of the 

United States^ will:, not destroy a patent, 
unless it be for the purpose of defrauding 

the public 159, 174 

in Great Britain»is fatal to a patent, wheth- 
er it be fraudulent or inadvertent . 229, 230 
CopT-uoBT, in order to maintain an action on, it is not 

necessary that the whole book should be 
ipirated • •. • i .y : • ' • 155, 155 

'• . .1.- . . D. •» 

Dama6s pmuMd in east of makk^ of Usinp a patented - 

Aachine without license ... i :j  . , , qqq 

found bj jury, to be trebled -by the Court, *• - . '29t 
cooiiad. fees, and. other' iieceuaiyeqMsnaeaf in- 

. . .eluded in. .. • • « •. • . . 293 

,• , . . .  I. '■ •  

iMmoTWBirra. in any. art, .&c patont'may be sustained ' 

fcr . *^ . . . i., 39, 67 to 130, 144 
. using of,, when invented by another, an 

offence . i ' ^ ..,.••':;.; 53,54 

li specification of should^ distihgnisfi'What is 

. new from what 18 old, 145,.146;l49it€91^1{r«^ 
• ae«ml,.di9tinct in 6n^ machine, may be uni- 
ted; bat not. sevend improviements in dif- 
w' •. . ferent aacUnes • . • •• . 149,161 

iHFmurosMBiiT of a patent, pirating any part of an invention 

is an infringement • • . 155 to 161, 
SiK carrying on a patented ftianiifiKeture'lh'a^ 

. ijfjj. ) ' fRvateinaiinet', ^j'Jihoit Bien^fe, W prlmd ' 
tn- : ;/wtr etidence <)f' '^ V J . 333 &seq. 
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Intention, a patent may be su^ta^ed for in the United 

States, though known and used before the ap- . 
plication for a patent, if not known before the 
time of its supposed discovery • . . 50 
in Great Britain, if known at the time of the ap- 
plication, patent cannot be sustained ; 161, l62 
must be useful, in contradistinction to immoral 
• ' or mischievous • • . • • '63,64 

if tt consist of a new conformation of parts, 
though -all the parts were previously known, it 
may support a patent . • • • .143, 2S8 
Inventor, original, of a machine, entitled to a priority of 

rights though subsec^uently the same machine 
may have been invented by another . 47,56 
has a right to his invention, even before his pa- 
tent is granted • . . . . . 55 
^ nmst be dole and first inventor . - 162 to 164 

r 
» » • « * • , 

Joint Patent ttiaybe granted for a jmnt invention . . 42 
'■  c^miot be sustained for a sde invention of 

either of the patentees • . . • 43 
is indonsistent with several patents for the , 

^ ^ ' same invention by the same patentees ' . 43 

■•-■». ■'•'■. . - . . 

M.  ' 

Machine, consisting of a- perfectly new c6ilformatfon of 
' parts, though all the parts were known before, 

' ' will suppott a patent • . ; •' • • , 228 

Maki^g^ a' patent Anachine for use, with a dedign to use it, ' 

is a breach of the patent right • 287 to 291 

Materials of a ^latent <iiiidii<i!te, sale of by Sheriff* lawful . 296 

Method, a new- invented, patent may t)e liiaintained for 74, 75 

detached from all physical existence, may be the 

ground of a patent • • • . 99, ISS 

may Aeiix the Wme thing iirith engine * 127, 129 
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O. 

Oath cf iBTwior to a new ntckuie prescribed 17S 

iti oniiMieii does not defftrey the patent .173 

P. 
Patxitt is priiea &cie evidence of a new and useful in- 

▼ention • . . . , • 61,325, S£6 
cannot be for an .effect only . • • • • 140 
cannot be maintained Cor merely a «ew application 

of an old principle •••••. 141 
most not be more extensire than the invention . 145 
may be for a sew oomhinatien of vAactune^, but one 
.patent cannot at the same time ioclode An exclu- 
siva ri|^t in tlie coodUnatiQn, and in eiich of the 
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for seversl improvements in a machine, tend each im- 
provement aommed vp as the invei^ion.of the 
patentee, he is bound by his summaiy • • 153 
if for a 9ew combination, and does not claim any 
invention* except the comfainatioii» anlesp the 
cenriiination is violated, patenliee is not entitled 
to a remedy . • . • . 158,159,258 
mode ^ proceeding to obtain in the U. States 162 to 166 
mode of proceeding to obtain in Great Britain 166 to 169 
when an action is brought upon, if the novelty and 
effect of the inventiqn is disputed, patentee must 
. ahew in what it consists • ,. • 190 

mode pf proceeding to obtain a rqpeal of • 307&seq« 
when void, patentee cannot enforce the peifiirmance 
of a covenant for the observance ^rf* an exclusive 
right under . • • • : • • • • 336 
PaiNciPLi^ l»ot alone the foundation of a palent • • 1(H 
.mity mean, conndtuent parts * . , > * • l^ 

I • . • 1 1.1,-. ^ 

RaruaKMTATivns, legalf of /adeoaasfd uuran^K^iiiigrja^taia n 

apatent 4^332 
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s. 

SciKB FACIAS f^DF the repeal of letters patent under the 10th 

section of the patent act • . . 307 & seq. 
English mode of proceeding ivith respect 

to 326 & seq. 

Specific ATIOI7 of patents should be clear and explicit • 173 

no defect or concealment in is sufficient to 
avoid a patent, unless it be with intent to de- 
ceive the public , . . 174, 177 to 181 
requisites for, according to British law 381 &seq. 
Synthetical View of the Law of Patents 362 to 389 

V. 

Verdict of a jury, principles respecting . . 317 to 320 
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422 INDEX. 

Combination of old machines^ to produce a new and use- 
ful result, is a discovery, for which a patent 

may be sustained 357 

Complaint for the repeal of a patent, form of . * • 408 
Concealment in a specification, according to the law of the 

United States^ < w^ K^ot destroy a patent, 
unless it be for the purpose of defrauding 

the public 139, 174 

in Great Britaia»is fatal to a patent, wheth- 
er it be fraudulent or inadvertent . 229,230 
Coft-rioht, in order to maintain an action on, it is not 
necessary that the whole book should be 
. ., > ^pirated. • • . . . . ' : . i •y : . ', 195, 155 

Damacub pmim'M ill auk 0f makii^ 0r>i|siog» a^paten^ed - 

machine without license •• i 'J - ' • . 292 

found by juiy, to be trebledby the Court, *. >^ . ^^f 
... jeooflsel. fees, and. other '-necessaly > exjpendes^ in- ^• 
.eluded in • h . . . 29S 

ii' . . . . •■ -'jL- ' ' '.  

iMPROTanfVNTa. in any. art»' flee. paFtent'may be WstaitieNt -^ , 

fef . '^ .'. . n. • d9> 67 to ISO, 144 
. using of,, when invented by another, an 
:, . ./•. ,' .offence' • .' ; ' .. •-'.. '"U' 53,54 
1.1 specification of should' distinguidviwhat is 

. nerwjfrbm what is old, 145, ,146jl49^ 1691^174 
^ ^eiffiral, distinct in one ittackine^may be uni- 
, . ted^. hiit not. seVerld improviements in dif- 

. '. o^ •• . ferent mfliclunes • • • . 149,161 

Infrinoement of a patent, pirating any part of an invention 

is an infringement . • . 155 to 161 
Kt) : . carrying oa a pat^ited fAaniifattut^'' 1h' a^ ' 

. iiijf. f) • ': private tnannet, ^^^SfeoAtHienete/'H pAmd ' 
tn- itf/oclip etidence <)f' '^ V : • 333 ftseq. 
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iNTBNTiOKy a patent may be sustained for in the United 

States, though known and used before the ap- . 
plication for a patent, if not known before the 
time of its supposed discovery • • • 50 
in Great Britain, if known at the time of the ap- 
plication, patent cannot be sustained ; 161, l6£ 
must be useful, in contradistinction to immoral 

• • or mischievous *6d,64 

if it consist of a new conformation of parts, 
though all the parts were previously known, it 
may support a patent . • • • ' 143, 2£8 
Inventor, original, of a machine, entitled to a priority of 

rightj though subsequently the same niachine 
may have been invented by another . 47,56 
•has a right to his invention, even before his pa- 
tent is granted • . • . • .55 
' mnst be Bole and first inventor . 162 to 164 

■■■-''■ h 

Joint Patent thay be granted for a joint invention . . 42 

cannot be sustained fw a sole invention of 

either of the patentees • * . • 43 
is inconsistent with several patents for the 
^ same invention by the same patentees • . 43 

. M. • 

Machine, consisting of a perfectly new c6iiformat!on of 
parts, though all the parts were kliown before, 
' wai suppott a patent . .:-' . • . £28 
MakiHc^ a patent ^chi«ie for use, with a design to use it, ' 
is a breach of the patent right • 287 to 291 

Materials of a patent thadiine, sale of by Bherift* lawful • 296 
Method, a new* invented, patent may be niaintained for 74, 75 
detached from all physical existence, may be the 
ground of a patent • • • . 99, 133 

''^ihayiheiu the tome thing with ehjgine » 127,129 
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cannot be for an .effect only . • • • • 140 
cannot be maintained Cor merely a new implication 
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must not be more extensive tban tbe invention • 145 
may be for a »ew cfimbioatiaB of maclunes, but one 
.patent cannot at the same time inclnde^an exclu- 
sive right m the comhinati<m, and in each of the 
machines • • ... • 148, 149 

for several improvements in a machiae» and each im- 
provement summed up as the mvention.of the 
patentee, he is bound by his summsiy • • 153 

if for a Qew combination, and does not claim any 
jnvention» except tiie combinatioii, unless the 
eooMnatbn is violated, patenjbee is not entitled 
to a remedy . • • • . 158,159,258 
mode of proceeding to obtain ia the U. States l62to 166 
mode of proceeding to obtain in Qreat Britain 166 to 169 
when an action is brought upon, if the novelty and 
effect of the inventipn is disputed, patentee must 
shew in what it con«sts • ^. « 180 

mode fi{ proofing to obtain a repeal of • 307 & seq. 
when void, patentee cannot enforce the peribrmance 
of a covenant for the observance of an exclusivo 
right under . . • • : • • • • 336 
PuNoiPLfi^ pot alone the foundation of a patont , • 104 
...may mean. constituent parts * . .• * • ,1^ 
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' [either a special, or ordinary session of the District 
Court] at the United States' Court Room in in 

said District, on the day of at 

o'clock, A. M. [or F. M.] then and there to shew cause, 
if any he have, why process should not issue against 
him to repeal the said patent This rule to be served 
on the said C. D. by the Marshal of said District, or hn 
Deputy days at least before the said 

day of 

Attest, 

E. F. Clerk of District Court 



Scire Facias for the Bepeal of Letters Patent. 

Whereas, upon the application of A« B. of 
the President of the United States did, on 
the day of in the year of 

our Lord grant and issue to the said A. B. 

certain letters patent, in due form of law, to vest in 
him, his heirs and assigns, the exclusive right and priv- 
ilege of making, constructing, using and vending t» 
others to be used, a certain new and useful inven^oa 
[or improvement] being [here insert the technical name 
or term by which the invention or improvement is dv^ 
tinguished in the patent :] And whereas one C. D. on 
the day of in the year of our Lord 

before the Hon. the Judge of the District Court of the 
District of where the said patentee resides, 

did make oath that the patent aforesaid was obtained 
surreptitiously, or upon false suggestion, and thereupon 
moved the said Hon. Judge of said District Court, viz. 
at a session of said Court, begun and holden at 
within and for the District of afore- 

said, on the day of in the year of 

our Lord for a ^ule upon the said A. B« to 
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shew cause why process should not issue against him 
for the repeal of said patent : And whereas the said 
A. B. thereafterwards appeared to shew cause 

in the premises-^and thereafter, viz. at a District Court 
begun, and held at within and for the Dis- 

trict aforesaidi on the day of in 

the year of the said A. B. and the said C« D. 

having been fully heard by the Judge of the said Court, 
the said rule was made absolute, and thereupon the 
said Judge then and there ordered further process to be 
issued against the said A. B. the patentee as aforesaid, 
tq appear at the then next session of the said Court, 
and then and there shew cause, if any he might have, 
why his patent aforesaid should not be repealed : And 
whereas we have been given to understand, as aforesaid, 
that the said C. D. doth allege that the said patent, so 
as aforesaid granted, was obtained by said A. B. sur- 
reptitiously, and upon false suggestion : Now we 
command you, to the end that justice may be done, 
that you make known to the said A. B. that he be 
before the Judge of said District Court, to be holden at 
aforesaid, within and for the District afore- 
said, on the day of next, then 
and there to shew cause, if any he have, why the said 
letters patent granted to him, the said A. B.. as afore- 
said, should not, for the cause aforesaid, be repealed, 
and further to do and receive those things which the 
said Court shall consider in this behaltl 
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For the foUowiug comnittDicatioiis respecting the 
French Patent Laws, we are indebted to a foreign 
^ntleman, residing in Boston. 

FRENCH PATENT LAWS. 

The name of Lewis the XIV* will ever be dear to 
the lovers of the fine arts. Under him improvements of 
every kind flourished ; and at one time his power had 
risen to a height, which threatened Europe with slavery. 
But with 80 much greatness of character was unfcMr- 
tonatelj mixed the blindness oi religious enthusiasm 
which led him to proclaim the edict of Nantz ; and thu» 
to contribute much to the decline of his own empire, 
and to the rise of his most powerful rival. Industry, 
driven from France, took refuge in die congenial soil 
of Britain ; where it was fostered with a care which has 
been amply repaid : for here we may trace one of the 
prominent causes of the present grancjeur of the British 
Empire. 

Under the two ioimediate successors of Lewis, a 
party in the French court, eitlier through ignorance or 
through the insinuating persuasion of the British min« 
istry, was ever and effectually, though secretly, opposed 
to Ihe advancements of French manufactories. Noth- 
ing was thought elegant or fashionable at court, unless - 
it was English : and the court manners, gradually der 
scending from one class of society to another, guided 
the whole body of the inhabitants of France, and until 
1790, inventors of new discoveries were generally 
pbliged to keep their discoveries a secret, so as to secure 
to themselves a small part of the benefit to which they 
were entitled. Hence the slow progress pf the Frencli 
ii^ iinany l^ranches of industry. 
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When the ReTolution first broke out, the great body 
of the French people took side against the court, and 
more particularly against the foreign influence "vyhich 
had too long directed its proceedings. Soon, however, 
the opinion and the mass of the people were counted 
for nothing. One set of men at Paris overpowered 
another, and seemed to take pleasure in destroying al- 
most every thing which its predecessor had reared. 
Still one aim seemed to be commim to all— the glory of 
ibe nation and its greatness. This seemed to be an 
oliject which the government must desire, or in which 
it must cede to the impulse of the people ; and to ad- 
vance that object, nothing appeared more important 
than to surpass the nations of the continent, but more 
especially Great Britain, in all the sciences and in all 
liie arts. It is to these feelings that we are to attribute 
the constancy of revolutionary France in adhering to 
the law in favour of new inventions, which was enacted 
at a very early period of the revolution. The English 
decisions were taken as the basis of this law, and only 
a few modifications were introduced. Its leading traits 
are as follows: 

Considering that every new idea, the manifestation 
or developement of which may be useful to society, 
appertains first to him who has conceived it, &c. Ihe 
Nati<mal Assembly decrees as follows : 

Every discovery or new invention in every species 
of industry is the property of its author. Consequent- 
ly the law guaraatees to him the fiiU and eatire en- 
joyment of it for 5, 10, or 15 years, at his own optica, 
and .according to tiie fees he pays. A patent may be 
prolonged by the Legislative body. 
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Every means of adding, to whatsoever manufacture 
it may be, some new species of improvement, shall be 
considered as an invention. 

Whoever first brings to France a foreign discovery 
shall enjoythe same advantages as if he were the in- 
ventor. 

Whoever wishes to obtain a property as above, or 
patent, shall deposit in the hands of government the 
drawings, models, and descriptions which may serve 
to give an accurate idea of it 

For objects of general utility, but too easily imitat- 
ed to form a subject of speculation, and in all cases, 
when the inventor shall prefer treating directly mth the 
government, he may address himself to the Le^lature 
to communicate his discovery, demonstrate its advan- 
tages, and solicit a reward. 

The duration of patents for imported discoveries 
shall not extend beyond the term fixed for the privilege 
of the original inventor, in his own country. 

Every citizen shall be at liberty to consult the de- 
scriptions filed ; except when the inventor, having 
judged tiiat reasons of policy or commerce require 
secrecy, has obtained a particular decree for such 
secrecy. 

In case of infringement, the patentee, shall recover 
the damage he may sustain, and a penalty for the ben- 
efit of the poor, not to exceed SflOOf. (or £550) -and 
double in c^e of a second ofience. 
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The proprietor of a patent may form establishments, 
all over France, and authorize other persons to do the 
same. He may also sell his patent, as if it were per- 
sonal estate. The purchaser shall stand in lieu and 
place of the patentee : but the assignment must be re- 
corded, under pain of nullity. 

At the expiration of every patent, its description shall 
be published, and the use of the discovery become 
common, unless the Legislature has ordered the de- 
scription to be kept secret. 

The descriptioH of the discovery shall also be pub- 
lished, and its use shall become common, if the patent 
be annulled, which shall take place only in the follow- 
ing cases: 

1st, If the inventor has concealed the true means by 
which he obtains the desired effect. 

Sdly, If the inventor be convicted of having used in 
his manufacture secret means, which he has not detailed 
in his description, or of which he has not made his dec- 
laration, to be added to his description. 

Sdly, If the patent be for a discovery already pul> 
fished. 

4thly, If the inventor shall not, within two years, 
either have put his discovery in activity, or have justi- 
fied his inaction. 

5thly, If the inventor obtains a patent in a foreign 
country after having obtained one in France. 
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These grounds of nullity areindependent of that aris- 
ing from a bad description : for it is of course that an* 
less the description be accurate, for either the "whole or 
part of the discovery, the patent does not secure it. 
The patent secures nothing more than what it says it 
secures, viz. the discovery as described by the pa- 
tentee. 

" Every inventor shall be at liberty to make changes 
in iiis original description, by paying a trifling tax." 

The inventor of any improvement upon a discovery 
already patented, shall be entitled to a patent for the 
improvement ; but shall thereby acquire no right, under 
any pretence, to the original discovery : neither shall 
the original inventor be entitled to use the improve- 
ment. Changes of form, or proportion, or ornaments 
of any kind, shall not be deemed improvements. 

So far goes the original law, and it has since been 
enacted, that to every patent should be annexed the fol- 
lowing declaration: "The government, in granting a 
'* patent without previous examination, do not mean to 
*' guarantee in any way, either the priority or the merit 
" or the success of the invention." 

It is the practice of the government, to annex this 
remark to any patent, when issued. They also cause 
the description to be examined at the patent office. 
If they suppose it interferes with a prior discovery, 
they give notice of it to the applicant : but if he still 
insists upon his demand} they grant the patent and an- 
nex to it a detailed account of tiie supposed interference. 

It may be remarked, that the tedious and complex 
formalities to be fulfilled in obtaining a patent, are a 



freftt iifastacle lio the icfflity of ihe law i that ttb(& influx 
icnce of men in power is great on the subject of pat^s^ 
4M; well as in other respects. 



FRENCH LAWS. 



Loi ds 7 Janvier. 



Article 1. Toute decouverte ou nouvelle invention, 
dans tous les genres d' industrie, est la propriete de son 
auteur; en consequence la Loi lui en guarantit la 
pleine et entiere joulssance, suivant le Mode, et pour 
le terns qui seront ci-apr^s determines. 

Art. 2. Tout mojen d' ajouter k quelque fabrication 
^e oi^uisse #tre un nouvean genre de perfection /^era 
regard^ ^^onune uue invention. 

Art. S. ^uicfmfue apportera ie fvhader 4rn Frtmc^^ 
une decouverte 4irangire jouira des mimes amank^fes 
que s*il en etait V tnren^eun 

Art. ^ Les Patentes sercnrt donnei^s pour d, lO^-M 
15 annees au choix de V invmteor ; nais ice dernier 
terme ne pourra jamais ^tre prolong^ sans un d^cret 
fiurticillien 

 « * „ . ' - - . , ■. •  . . . ' • I ' 

Art. 11. II sera libre k tout Oitojen.dovScilie^ 
aller consulter au Secr^tart&t de son Department le 
Oa«iiA<^ec4es inventions. MwemiU^Mrnhnekkout 
4Ht6ym 'idomUiUe^e^^^netdUrdn A^giaiiid iUbii 
i ^tit 4^i iie$^ 9f^eipnM»ns\dts^ M^fmsnU' ptttmtks 
aetuelUment ^ exercise; cependant les i9mtif%n» 
ne seront point communique's dans le cas oh V inventeur 
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ajint JQg^ que des raisons politiques ou comnierciales 
exigent le secret se aerait present^ an Corps l^slatif 
pour lui exposer ses motifs* et en aurait obtenu un d^- 
cret particulier sur cet object. 

Art. 16. 4. Twd inventeur qui dans f espace de 
deux, ans a compler de la date de sa patente n aura 
point mis sa decouverte en activUe et qui n* aura 
point justiJU Us causes de son in action, sera dechu 
de sa Patente, 



TRANSLATION. 

Law of the 7th Januaiy, 1810. 

Abtiolb 1. Every discovery or new invention, in 
every species of industry, is the property of its aathor : 
consequently the law guarantees to him the full and 
entire enjoyment of it, according to the mode and for 
the term hereinafter expressed* 

Art. 2. Every means of adding, to whatsoever man* 
offM^ture it may be, ainew mode of perfection, shall be 
considered as an invention. 

Art. 3. Whoever first brings to France a foreign 
discovery shall enjoy the same privileges as if he 

were the inventor. 

... > • 

Art. 8. The patents diallbeg^veafor^, 10>or.l5 

years, at the option^ of the inventor ; but this last term 

shall n^ver be prok)BgBd witlumt a partieiiliM^ act of the 

LegUatttMi r  : -i ■'• •.•.'.)'.. 

1 , • • • t • • 

' • • J« ' ill * i: • • • < ' , Lr ; ' ' ! ' I . :  
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Art. 11. Every domiciliated citizen shall have lib- ^ 
ertj to consult at the Secretary's office of his Depart- 
ment the catalogue of new inventions. Ht shall also be 
at liberty to considt at the general deposit, established 
for that purpose, the specifications cf the several 
patents acttuilly in use ; the descriptions however shall 
not be communicated in case the inventor, having judg- 
ed that commercial or political reasons require secrecy, 
has presented himself to the Legislature to develop to 
them his motives, and has obtained a particular act on 
the subject. 

Art. 16. 4. Every inventor who, within two years 
from the date of his patent, shall not have put his di^ 
covery in activity, and who shall not have justified 
the reasons of his inactivity, ^laU forfeit his patent* 



SINCE the body of this work was printed, we have 
seen a report of a case decided in Ring^ Bench, Trinity 
Term, 1821, in which it was adjudged that a patent for 
improvements in the construction of ships' anchors* 
windlasses and chain-cables, cannot be supported, unless 
there is novelty in each invention ; and therefore, where 
it turned out that there was no novelty in the construc- 
tion of the anchors* it was held that the patent ins 
wholly void. 

Branton vs. Hawkes 3f aL 4 Bam. ^ Aid. 541. 
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